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QUESTION PRESENTED

Whether the Federal Circuit has erred in holding that a
claimed invention cannot be held “obvious”, and thus
unpatentable under 35 U.S.C. § 103(a), in the absence of
some proven “‘teaching, suggestion, or motivation” that
would have led a person of ordinary skill in the art to
combine the relevant prior art teachings in the manner
claimed.”
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CORPORATE DISCLOSURE STATEMENT

Petitioner hereby identifies KSR Industrial Corp. as a
parent corporation owning 10% or more of Petitioner’s
stock. No publicly held company owns 10% or more of the
stock of Petitioner.
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KSR International Co. (“KSR”) hereby petitions for a
writ of certiorari to review the judgment of the United States
Court of Appeals for the Federal Circuit entered in this
action on January 6, 2005.

OPINIONS BELOW

The opinion of the Court of Appeals is unreported and
is set forth in the Appendix (“App.”) at 1a-17a. The opinion
and final judgment of the United States District Court for
the Eastern District of Michigan is reported at 298 F. Supp.
2d 581 and appears at App. 18a-49a.

JURISDICTION

The judgment of the Court of Appeals was entered on
January 6, 2005. No petition for rehearing was filed. This
Court’s jurisdiction is invoked under 28 U.S.C. § 1254(1).

The District Court had jurisdiction to hear Respondent’s
claim for alleged patent infringement under 28 U.S.C.
§ 1338(a). The Federal Circuit had jurisdiction to hear
Respondent’s appeal under 28 U.S.C. § 1295(a)(1).

STATUTORY PROVISION INVOLVED

This case concerns the standard of patentability set forth
in § 103(a) of the Patent Act, 35 U.S5.C. § 103(a), which
provides:

A patent may not be obtained though the
invention is not identically disclosed or
described as set forth in section 102 of this title,
if the differences between the subject matter
sought to be patented and the prior art are such
that the subject matter as a whole would have
been obvious at the time the invention was made
to a person having ordinary skill in the art to
which said subject matter pertains. Patentability
shall not be negatived by the manner in which
the invention was made.
STATEMENT OF THE CASE

This case raises a question of broad and general
importance: What is the proper interpretation of the
patentability standard set forth in § 103 of the Patent Act?
The answer to this question affects every pending U.S.
patent application, every issued U.S. patent, and every U.S.
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federal court challenge to the validity of a patent. It is a
matter of concern to every company and member of the
public affected by the grant of a U.S. patent.

Section 103 was first enacted in 1952; it provides that a
patent cannot issue on subject matter that would have been
“obvious” to a hypothetical “person having ordinary skill
in the art.” This Court first interpreted § 103 in Graham v.
John Deere Co., 383 U.S. 1 (1966), which unanimously
“conclude[d] that the section was intended merely as a
codification of judicial precedents embracing the Hotchkiss
[v. Greenwood, 52 U.S. 248 (1852)] condition, with
congressional directions that inquiries into the obviousness
of the subject matter sought to be patented are a prerequisite
to patentability.” ! Id. at 17. Section 103 was, the Court
instructed, to be followed “realistically” so as to establish a
“practical test of patentability.” Id.

In its subsequent decisions in Anderson’s-Black Rock, Inc.
v. Pavement Salvage Co., 396 U.S. 57, 60-61 (1969) and Sakraida
v. Ag Pro, Inc., 425 U.S. 274, 281-82 (1976), this Court
unanimously held that § 103 precludes patent protection
where, as in this case, a claimed “invention” consists of
“a combination which only unites old elements with no
change in their respective functions.” Sakraida, 425 U.S. at
281 (quoting Great Atl. & Pac. Tea Co. v. Supermarket Equip.
Corp., 340 U.S. 147,152 (1950)). Sakraida and Anderson’s-Black
Rock reflected a practical judgment — grounded in more than
a century of this Court’s precedents?—that as a matter of

! As the Graham Court explained earlier in its opinion, Hotchkiss v.
Greenwood is the “cornerstone” decision in which this Court first formulated
“a general condition of patentability.” 383 U.S. at 11.

2 See, e.g., Toledo Pressed Steel Co. v. Standard Parts, Inc., 307 U.S. 350,
356 (1939) (holding that a “mere aggregation of two old devices” is
unpatentable where each part “served as separately it had done”); Lincoln
Engineering Co. v. Stewart-Warner Corp., 303 U.S. 545, 549 (1938) (“mere
aggregation of a number of old parts or elements which, in the aggregation,
perform or produce no new or different function or operation than that
theretofore performed or produced by them, is not patentable invention”);
Adams v. Bellaire Stamping Co., 141 U.S. 539, 542 (1891) (holding the standard
of patentability requires “something more than a mere aggregation of old

(Cont’d)
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law, the statutory “person having ordinary skill in the art”
is deemed capable of assembling or rearranging “old
elements with each performing the same function it had
been known to perform.” Sakraida, 425 U.S. at 282.

The practical test of patentability developed by the
precedents of this Court, codified by Congress in § 103, and
reaffirmed in this Court’s decisions in Graham, Anderson’s-
Black Rock, and Sakraida, has been eviscerated by the Federal
Circuit during the past two decades. As exemplified by the
decision below, Federal Circuit has engrafted onto § 103 a
new test—referred to below as the “teaching-suggestion-
motivation test” (App. at 8a)—under which a claimed
“invention” cannot be held “obvious” under § 103 in the
absence of some proven “‘suggestion, teaching, or
motivation” that would have led a person of ordinary skill
in the art to combine the relevant prior art teachings in the
manner claimed.” App. at 6a (citing prior Federal Circuit
authorities).

The Federal Circuit’s “teaching-suggestion-motivation
test” has been applied in hundreds of cases since 1985,
including in the decision below. App. at 16a-17a. The Federal
Circuit has repeatedly held that a “teaching or suggestion
or motivation” to combine prior art references is an
“essential evidentiary component” of any obviousness
holding. C.R. Bard, Inc. v. M3 Sys., Inc., 157 F.3d 1340, 1351-
52 (Fed. Cir. 1998). See also In re Dembiczak, 175 F.3d 994, 998
(Fed. Cir. 1999). The Federal Circuit applies this “teaching-
suggestion-motivation test” even where, as in this case, a
patent claims nothing more than a combination of pre-
existing, off-the-shelf components in which each component
performs exactly the same function that it had been known
and was designed to perform.

(Cont’d)

results”); Reckendorfer v. Faber, 92 U.S. 347, 357 (1876) (holding that a
“combination, to be patentable, must produce a different force or effect, or
result in the combined forces or processes, from that given by their separate
parts” and must also produce “a new result”); Hailes v. Van Wormer, 87 U.S.
353, 368 (1874) (“bringing old devices into juxtaposition, and there allowing
each to work out its own effect without the production of something novel,
is not invention”).



4

The difference between this Court’s interpretation of
§ 103 (which at least seven (7) Circuits have abided, as
described infra), and the Federal Circuit’s interpretation of
§ 103, is plain: Under this Court’s precedents, a combination
of pre-existing elements does not constitute an “invention”,
and does not meet the “condition for patentability” specified
in § 103(a), if each element in the claimed combination
does nothing more than what it was previously known or
designed to do.

In sharp contrast, the Federal Circuit holds that a
combination of pre-existing elements will always constitute
an “invention”, and will always meet the “condition for
patentability” specified in § 103, unless there is proven
“some ‘suggestion, teaching, or motivation” that would have
led a person of ordinary skill in the art to combine the
relevant prior art teachings in the manner claimed.” App.
at 6a.

The Federal Circuit’s so-called “teaching-suggestion-
motivation test” has no basis in the text of § 103 or in any
decision of this Court. Indeed, it is—as numerous
commentators have noted —quite inconsistent with this
Court’s interpretations § 103. The Federal Circuit itself has
expressly acknowledged that its test splits from other circuit
court precedent. The Federal Circuit’s precedents on this
“teaching-suggestion-motivation test” have also drawn
criticism in two recent national studies, one undertaken by
the Federal Trade Commission and one by the National
Academies of Sciences. This issue is ripe for review by this
Court, and this case provides a good vehicle to do so.

The Technology at Issue

This case involves a simple and ubiquitous technology:
“gas pedals” used to operate passenger cars and light trucks.
Petitioner supplies gas pedals to General Motors Corp.
(“GM”) for installation in various Chevrolet (e.g., Silverado,
Tahoe, Suburban, Trailblazer), GMC (e.g., Sierra, Envoy,
Yukon), Buick (Rainier), Cadillac (e.g., Escalade), and other
GM vehicle models sold in United States commerce. Some
of these gas pedals are alleged to infringe one claim in a
patent owned by Respondents.
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The claimed invention at issue in this case is a
straightforward combination of (i) a pre-existing type of
“adjustable pedal,” and (ii) a pre-existing type of “electronic
control” that is commonly used on newer cars. Both of these
components are explained below.

Adjustable Pedals

The particular gas pedals at issue here are “adjustable”
pedals, which are pedals whose resting position can be
moved, or “adjusted,” relative to a driver’s seating position.
Adjustable foot pedals permit drivers of short stature to
operate a motor vehicle with the driver’s seat pushed
further back from the steering wheel (and air bag) than may
be possible with non-adjustable pedals. Adjustable foot
pedals also permit taller drivers to achieve a more
comfortable driving position than may be possible with seat
adjustment alone. Adjustable pedals are old in the art; they
were a common technology at least twenty-five (25) years
before the alleged invention at issue here.

The Transition From Cable-Actuated to Electronically-
Actuated Fuel Systems

Prior to the mid-1990’s, most new vehicles sold in the
United States were equipped with engines whose throttles
were actuated by mechanical cables. In vehicles equipped
with cable-actuated throttle controls, depression of a gas
pedal typically causes a cable to pull on a valve housed in a
carburetor or fuel injection unit, thereby increasing the
amount of fuel and air entering the engine and hence raising
the engine speed.

Commencing in the mid-1990’s, increasing numbers of
vehicles sold in the United States were equipped with
engines whose throttles were controlled electronically, by
computerized systems commonly known as “electronic
throttle controls” or ETC’s. Electronic throttle controls can
accommodate improved traction control and vehicle
directional stability systems, simplified cruise controls, and
on-board computer-controlled systems for improving fuel
economy and reducing tailpipe emissions.

In vehicles whose engines are equipped with electronic
throttle controls, the gas pedal is typically coupled to an
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electronic sensor that engages the pivot point of the gas
pedal. Thus, in newer cars, stepping on the gas pedal does
not pull a cable; instead, the electronic sensor detects the
motion of the pedal and generates an electronic signal. The
electronic signal travels via wire into the engine
compartment where, typically, it is input into the electronic
throttle control.

The "565 Patent

Respondents are the owners of U.S. Patent No. 6,237,565
B1 entitled “Adjustable Pedal Assembly With Electronic
Throttle Control” (the “’565 patent”). Only one of the "565
patent’s claims is at issue in this litigation. That claim —
numbered claim 4 in the patent —comprises nothing more
than (i) a pre-existing “adjustable pedal assembly,”
combined with (ii) a pre-existing “electronic control.”

The simplicity of alleged invention covered by the "565
patent is confirmed by the patent document itself. The
patent states that the claimed “adjustable pedal assembly”
may “be any of various adjustable pedal assemblies known
in the art” (col. 2, lines 55-56). The patent further states that
the claimed “electronic throttle control mechanism” may
“be any of various electronic throttle control mechanisms
known in the art” (id. at col. 3, lines 22-24).

The claimed “invention” of the 565 patent thus
admittedly and literally comprises nothing more than the
combination of (a) a pre-existing “adjustable pedal
assembly,” and (b) a pre-existing “electronic control”, with
the latter being “attached” to the “support” of the former.
The Proceedings Below

By its lawsuit below, Respondents sought to exclude
Petitioner from supplying GM with adjustable gas pedals
designed to actuate modern GM engines equipped with
ETC’s, no matter how dissimilar might be (a) the mechanical
configuration of the accused adjustable pedal assemblies
developed and supplied (and independently patented) by
Petitioner,” and (b) the mechanical configuration of the

* The mechanical configuration of adjustable pedal assemblies that
Petitioner supplies for mid-sized Chevrolet, Buick, and GMC vehicles is
disclosed in Petitioner’s own U.S. Patent No. 6,655,231.
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“adjustable pedal assembly” described and claimed in the
565 patent.
The District Court Action

Respondents commenced this civil action for alleged
patent infringement on November 18, 2002. Respondents
accused Petitioner of making unauthorized use of the
invention defined by Claim 4 of the '565 patent. Petitioner
denied infringement and argued, among other things, that
the Claim 4 of the "565 patent was invalid under 35 U.S.C.
§ 103(a).

Following the completion of discovery, Petitioner
moved for summary judgment of invalidity. Petitioner
contended that the subject matter recited in Claim 4 of the
565 patent was unpatentable under 35 U.S.C. § 103(a) in
view of undisputed prior art, namely, (a) a 1991 patent to
Asano (referred to hereinafter as the “Asano” patent, or
simply “Asano”) that disclosed the exact type of adjustable
pedal assembly described in Claim 4 of the 565 patent, and
(b) an off-the-shelf, modular electronic pedal position sensor
that was designed to engage the pivot shaft of any type of
gas pedal. It is undisputed that the Asano patent was never
cited to, or considered by, the PTO during the prosecution
of the 565 patent.

In its response to Petitioner’s motion for summary
judgment, Respondents made no claim that the pre-existing
components comprising the alleged invention of Claim 4
of the "565 patent performed any ““new or different function’
... within the test of validity of combination patents.”
Sakraida v. Ag Pro, Inc., 425 U.S. 273, 282 (1976) (quoting
Anderson’s-Black Rock, Inc. v. Pavement Salvage Co., 396 U.S.
57, 60 (1969)). Rather, Respondents contended that the
undisputed prior art references cited by Petitioner were
insufficient to support a legal conclusion of obviousness
under § 103, in view of what Respondents candidly referred
to as “the barriers that the Federal Circuit has erected to a
finding of obviousness.” Brief for Plaintiffs-Appellants filed
March 8, 2004, at 4. In particular, Respondents relied on the
purported requirement of a “motivation to combine” prior
art references, as purportedly giving rise to an issue of fact
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precluding summary judgment as to the invalidating effect
of the prior art cited by Petitioner.
The District Court’s Decision
Although Petitioner urged the District Court to follow

and apply this Court’s long-establish “test of validity of
combination patents,” Sakraida, 425 U.S. at 282 (quoting
Anderson’s-Black Rock, 396 U.S. at 60), the District Court
elected to assess the validity of Respondents” patent claim
under the Federal Circuit’s “teaching-suggestion-
motivation test.” In a comprehensive published opinion,
Chief Judge Zatkoff concluded that there was no patentable
difference between the subject matter recited in Claim 4 of
the '565 patent, on the one hand, and the combined
teachings of the prior art on adjustable pedals and the prior
art on electronic pedal position sensors, on the other. The
District Court observed (298 F. Supp. 2d at 593 & 596; App.
at 41a, 48a):

It is undisputed that in the mid-1990’s more cars

required the use of an electronic device, such as

a pedal position sensor, to communicate driver

inputs to an electronically managed engine. It is

also undisputed that adjustable pedal assemblies

have existed in the art since the late 1970’s.

Clearly it was inevitable that adjustable pedal

assemblies would be joined with an electronic

device to work in conjunction with modern

electronically controlled engines.
[TThe Court finds that a hypothetical person with
an undergraduate degree or an equivalent
amount of industry experience who has
familiarity with pedal control systems for
vehicles would have found it obvious to attach a
modular pedal position sensor to Asano’s
support member, with the pedal position sensor
being responsive to the pedal assembly’s pivot
shaft.
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The Federal Circuit’s Decision

Respondents timely appealed to the Federal Circuit,
complaining that “the lower court diluted beyond
recognition the barriers that the Federal Circuit has erected
to a finding of obviousness.” Brief for Appellant at 4.
Respondents argued that, as bars to patentability under §
103, the invalidating legal effect of multiple prior art
references (in this case, a pre-existing adjustable pedal
assembly, Asano, and an off-the-shelf pedal position sensor)
purportedly could not be determined without a jury trial
of whether a hypothetical “person having ordinary skill in
the art” would have had a hypothetical “motivation to
combine” the references cited by the District Court.

In response, Petitioner once again cited and relied on
this Court’s Sakraida and Anderson’s-Black decisions. In the
alternative, Petitioner urged affirmance even under the
Federal Circuit’s “teaching-suggestion-motivation test” of
invalidity.

On January 6, 2005, a panel of the Federal Circuit
vacated the District Court’s judgment and remanded for
further proceedings. The Federal Circuit declined to
acknowledge the existence of, to follow, or to distinguish
Sakraida or any other of this Court’s precedents applying
the “test of validity of combination patents”, Sakraida, 495
U.S. at 282 (quoting Anderson’s-Black Rock, 396 U.S. at 60).
The Federal Circuit also elected not to publish its decision
even though it was vacating a comprehensive reported
decision by the District Court.*

Instead, citing to only its own precedents, the Federal
Circuit held that the District Court “did not apply the correct
teaching-suggestion-motivation test”. App. at 8a. And
applying the purportedly “correct” “test” to the undisputed
prior art references cited by the District Court, the Federal

* The Federal Circuit’s action in this case is similar to what it did in
Holmes Group, Inc v. Vornado Air Circulation Sys., Inc., 535 U.S. 826 (2002),
where arguments challenging the Federal Circuit’s jurisdiction were ignored
in an unpublished decision that vacated a comprehensive reported District
Court decision. The undersigned counsel of record for Petitioner here was
counsel of record for the prevailing Petitioner in Holmes.
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Circuit held that the prior art of record not only did not
support the District Court’s grant of summary judgment to
Petitioner, but that the undisputed prior art purportedly
did not make out even “a prima facie case of obviousness.”
Id. at 14a.

The Federal Circuit did not question the District Court’s
conclusion that one prior art reference on adjustable pedals
(namely, Asano) disclosed “all of the structural limitations
of [Respondents’ patent claim] with the exception of the
electronic control”. App. at 9a, citing 298 F. Supp. 2d at 592.
The Federal Circuit also did not question the District Court’s
conclusion that “[e]lectronic controls were well known in
the prior art.” Id., citing 298 F. Supp. 2d at 592. The Federal
Circuit also did not question that Claim 4 of the 565 patent
claimed (a) a pre-existing adjustable pedal assembly,
combined with (b) a pre-existing electronic control, with
each claimed element performing exactly the same function,
in combination, that it had been designed to perform
individually.

Nevertheless, in the Federal Circuit’s view, the
undisputed prior art of record did not render the
Respondents’ claimed “invention” unpatentable under §
103, because Petitioner had not gone further and proved,
beyond genuine dispute and by “clear and convincing
evidence”, that “there was a suggestion or motivation to
combine the teachings of Asano with an electronic control
in the particular manner claimed by claim 4 of the 565
patent.” App. at 12a. The Federal Circuit accordingly
remanded for determination “whether a person of ordinary
skill in the art would have been motivated, at the time the
invention was made, to attach an electronic control to the
support structure of the pedal assembly disclosed by the
Asano patent”. Id. at 16a-17a (emphasis added).

As exemplified by the decision below, the Federal
Circuit “teaching-suggestion-motivation test” represents
both (a) a major downward departure from the substantive
standard of patentability prescribed in § 103 as construed
by this Court, and (b) an all but insuperable barrier to any
predictable, quick, or inexpensive determination of
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patentability under § 103 even where, as here, the contents
of documentary prior art are completely undisputed.

As articulated and applied by the Federal Circuit, the
“teaching-suggestion-motivation test” purportedly enables
a patent applicant or patentee to contest the invalidating
legal effect of prior art references, and to claim patent
protection for the most trivial of differences between a
claimed “invention” and prior art, through the simple
expedient of asserting that a hypothetical “person having
ordinary skill in the art” purportedly would have lacked
“motivation to combine” prior art references in “the
particular manner claimed” in a patent or patent
application.

If such an assertion is made, then the ultimate question
of patent validity under § 103 effectively ceases to be
question of law, Graham, 383 U.S. at 17, but is made to
depend, instead, on the outcome of hugely costly and
unpredictable litigation over whether a hypothetical
“person having ordinary skill in the art” would have had
hypothetical “motivation to combine” pre-existing
components for a particular application at a point in time.

The Federal Circuit construes § 103(a) as purportedly
precluding a legal conclusion of invalidity in the absence of
specific factual findings that satisfy that court’s “teaching-
suggestion-motivation test”. In practical effect, the Federal
Circuit has recast § 103 as providing, not “conditions for
patentability” (as its title states), but rather “conditions for
challenges to patentability.” The result is a radically
circumscribed statute and an exceptionally low standard
of patentability mandated by neither Congress nor this
Court.

REASONS FOR GRANTING THE PETITION

The decision below is in direct conflict with this Court’s
precedents, the law of at least seven (7) regional Circuits,
and the text of § 103 itself. The divergence between this
Court’s precedents and existing Federal Circuit precedent
is so blatant that commentators and casebook editors in the
field of patent law routinely describe the Federal Circuit’s
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precedents on § 103 as “abolish[ing],” “ignor[ing],” or

“dismissing” controlling Supreme Court precedent.

The Federal Circuit has itself acknowledged that there
is a circuit split on this issue. Furthermore, in contrast to
the “practical test of patentability” envisioned by this Court
in Graham, the Federal Circuit has held that even the expert
fact finders at the Patent and Trademark Office are
forbidden from using “common sense” in applying § 103.
See In re Lee, 277 F.3d 1338, 1345 (Fed. Cir. 2002). Two national
studies on reform of the patent system have identified the
§ 103 precedents of the Federal Circuit as ripe for reform.
Review by this Court is urgently needed in this area; this
case provides a good vehicle to provide such review.

I. THE FEDERAL CIRCUIT HAS DEPARTED
FROM THIS COURT’S PRECEDENTS CONSTRUING
§103.

This Court has applied the standard of patentability set
forth in § 103 in six cases; in five cases of those cases, the
Court held that the claimed subject matter was unpatentable
under § 103. In none of those cases did this Court hold that
the statute was inapplicable to a claimed invention in the
absence of some proven “teaching, suggestion, or
motivation” to combine or modify prior art references.

In Graham v. John Deere Co., the Court invalidated a
patent on a novel clamp for attaching a plough shank to
the frame of the plough. This Court recognized that “all of
the elements” in Graham’s patent could be found in the
prior art, but the arrangement of those elements in Graham’s
patent was somewhat different (“the position of the shank
and hinge plate appears reversed” in the prior art, see 383
U.S. at 26). Nevertheless, this Court held that the “mere”
reversal in the arrangement of two elements from the prior
art “presents no operative mechanical distinctions, much
less nonobvious differences.” Id. The Court did not require,
as the Federal Circuit did in the panel decision below,
“specific findings showing a teaching, suggestion, or
motivation to combine prior art teachings in the particular
manner claimed by the patent at issue.” If that standard
had been applied, Graham would have been decided
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differently because Graham’s patent combined prior art
elements in a particular manner (with two elements
reversed in position) and the Court had no factual findings
concerning any prior art teaching, suggestion, or motivation
to combine the prior art element in that particular manner.

Similarly, Calmar, Inc. v. Cook Chemical Co. (a companion
case decided with Graham, see 383 U.S. at 26), this Court
held obvious, and thus invalid, a patent on a “combination
of admittedly old elements,” id. at 29. The invalidated patent
covered a novel type of overcap for use with an insecticide
pump sprayer (i.e., a cap for a can of bug spray). One
difference between the patented combination and the prior
art was that the patented cap included a “rib” seal; such
seals had previously been used with caps for pour spouts
but not for pump sprayers. Nevertheless, this Court held
that “[t]he substitution of a rib built into a collar likewise
presents no patentable difference above the prior art”
because that type of seal was “fully disclosed” in an earlier
patent on a pour spout. Id. at 35. The Court did not require
any specific factual findings that the prior art included a
teaching, suggestion, or motivation to combine the rib seal
with existing pump sprayer caps.

United States v. Adams, 383 U.S. 39 (1966), is the third of
the cases argued on the same day as Graham; it is the only
case in which this Court has ever sustained a patent as
nonobvious under the § 103 standard. As in Graham and
Cook Chemical, the patent in Adams (which covered a new
type of battery) consisted of a novel combination of pre-
existing elements from the prior art. In sustaining Adams’
patent, however, this Court did not merely note that the
prior art failed to include a suggestion to combine the
relevant elements in the particular manner claimed by
Adams. Rather, this Court considered many factors,
including (i) that the operating characteristics of Adams’
battery were “wholly unexpected[]” and had “certain
valuable operating advantages over other batteries,” id. at
51; (ii) that the particular type of battery Adams had sought
to invent was considered “not practical” prior to his
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discovery, id. at 52; and (iii) that “noted experts expressed
disbelief” that the Adams battery could possibly work, id.

In Anderson’s-Black Rock, Inc. v. Pavement Salvage Co.,
396 U.S. 57 (1969), the alleged invention was a machine for
paving a road with blacktop; it was merely a combination
of “four elements known in the prior art [mounted] on one
chassis.” Id. at 59. Again, this Court required no “specific
findings” that the prior art contained some teaching,
suggestion, or motivation for combining the elements in the
particular manner claimed in the patent. Rather, this Court
reaffirmed its longstanding doctrine that, where a patent
covers merely a combination of old elements, the patent will
not be valid unless the combination produces “a new or
different function” or demonstrates a “synergistic result,”
which the Court defined “an effect greater than the sum of
the several effects taken separately.” Id. at 60-61. The Court
identified this requirement as the “the test of validity of
combination patents.” Id. at 60.

Dann v. Johnson, 425 U.S. 219, 222 (1976), concerned a
patent application on a computerized system for
“provid[ing] bank customers with an individualized and
categorized breakdown of their transactions during the
period in question.” The PTO rejected the application on
several grounds, including that the alleged invention was
obvious. The Court of Customs and Patent Appeals
(CCPA)—a predecessor court of the Federal Circuit—
reversed and held that the invention was not obvious. This
Court granted certiorari and reversed the CCPA. In holding
the alleged invention obvious under § 103, this Court
cautioned that “it is important to remember that the criterion
is measured not in terms of what would be obvious to a
layman, but rather what would be obvious to one
‘reasonably skilled in [the applicable] art.”” Id. at 229. The
Court frankly acknowledged that “[t]here may be
differences between respondent’s invention and the state
of the prior art.” Id. Nonetheless, the Court—without
demanding any “specific findings” of the sort now routinely
demanded by the Federal Circuit—held that “[t]he gap
between the prior art and respondent’s system is simply
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not so great as to render the system nonobvious to one
reasonably skilled in the art.” Id. at 230.

Finally, in Sakraida v. Ag Pro, Inc., 425 U.S. 273, 274
(1976), the Court invalidated a patent covering a novel
“water flush system to remove cow manure from the floor
of a dairy barn.” As this Court noted, the idea of using water
to flush animal stalls dates back ancient times. See id. at 275
n.1 (citing the Hercules’ fifth labor —cleaning the Augean
stables). Because all of the relevant elements of the patented
combination existed in the prior art, see id. at 275, this Court
applied “the test of validity of combination patents” that
had been applied in Anderson’s-Black Rock, id., at 282. The
Court rejected the argument that “the combination of these
old elements to produce an abrupt release of water directly
on the barn floor from storage tanks or pools can properly
be characterized as synergistic.” Id. “Rather,” the Court held,
“this patent simply arranges old elements with each
performing the same function it had been known to
perform,” and “[s]Juch combinations are not patentable
under standards appropriate for a combination patent.” Id.

Prior to the creation of the Federal Circuit in 1982, at
least seven (7) of the regional Courts of Appeals had cited
and followed Sakraida, Anderson’s-Black Rock, and their many
predecessor cases, when analyzing the validity of
combination patent claims such as the patent claim at issue
in this case.® These Courts of Appeals were following the
wisdom set forth in this Court’s opinion in Sakraida:

> E.g., Shakelton v. ]. Kaufman Iron Works, Inc., 689 F.2d 334, 339 (2d
Cir. 1982) (citing Sakraida for the propositions that “[t]he starting point for
a court’s judgment on the obviousness of a combination patent is to examine
the function of the components in their prior context alongside the functions
they perform in their new combination” and that “[a] change of function
for a well known element of a combination patent is a benchmark of
nonobviousness”); Carson Mfg. Co. v. Carsonite Int’l Corp., 686 F.2d 665 (9th
Cir. 1981) (“A combination patent will be upheld only if it produces an
‘“unusual’ or ‘surprising’ result”); John Zink Co. v. National Airoil Burner Co.,
613 F.2d 547, 551 (5th Cir. 1980) (“The combined elements must perform a
new or different function, produce “unusual or surprising consequences,’
or cause a synergistic result”); Reinke Mfg. Co. v. Sidney Mfg. Corp., 594 F.2d

(Cont’d)
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Courts should scrutinize combination patent
claims with a care proportioned to the difficulty
and improbability of finding invention in an
assembly of old elements. ... A patent for a
combination which only unites old elements with
no change in their respective functions . ..
obviously withdraws what already is known into
the field of its monopoly and diminishes the
resources available to skillful men.
Sakraida, 425 U.S. at 281.

The Federal Circuit, however, has simply refused to
accept or abide “[t]he prevailing law in this and other courts
as to what is necessary to show a patentable invention
when a combination of old element is claimed,” Deepsouth
Packing Co. v. Laitram Corp., 406 U.S. 518, 530 (1972),
notwithstanding that this law “was clearly evident from the
cases when the [1952 Patent] Act was passed.” Id.

Less than a year into its history, in 1983, the Federal
Circuit boldly repudiated the “test of validity of
combination patents” that this Court had applied in Sakraida
and Anderson’s-Black Rock, and numerous prior cases over a
100+ year period, on the basis that there purportedly was
“no warrant” for this Court’s case law treatment of
combination patents and the very concept of a “combination
patent” was purportedly “meaningless”:

There is no warrant for judicial classification of
patents, whether into ‘combination” patents and

(Cont’d)

644, 648 (8th Cir. 1979) (“if the claims cover a structure that combines old
and well known elements, one of the factors this court must look for in
determining whether the patents meet section 103 requirements is
synergism: that which results in an effect great than the sum of the several
effects taken separately”); Deere & Co. v. Hesston Corp., 593 F.2d 956, 962
(10th Cir. 1979) (“in order for the combination of old elements to prevail,
there must be a synergistic effect”); American Seating Co. v. National Seating
Co., 586 F.2d 611, 620 (6th Cir. 1978) (“the combination, in order to be
patentable, must produce a synergistic effect or result”); Scully Signal Co. v.
Electronics Corp. of Am., 570 F.2d 35, 360 n.5 (1st Cir. 1977) (“a combination
patent must achieve an effect greater than the sum of the several effects
taken separately”).
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some other unnamed and undefined class or

otherwise. Nor is there warrant for different

treatment or consideration of patents based on a

judicially devised label. Reference to

‘combination’ patents is, moreover, meaningless.
Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1566
(Fed. Cir. 1983). See also Medtronic, Inc. v. Cardiac Pacemakers,
Inc., 721 F.2d at 1563, 1566 (Fed. Cir. 1984) (“It but obfuscates
the law to posit a non-statutory, judge-created classification
labeled ‘combination patents’”).¢

Having thus peremptorily rejected this Court’s entire
body of case law on combination patents (exemplified by
the Federal Circuit’s failure in this case to cite or distinguish
Sakraida, Anderson’s-Black Rock, or other of this Court’s cited
by Petitioner below), the Federal Circuit then proceeded,
in the mid-1980’s, to fashion a new and radical re-
interpretation of § 103(a), one that purported to recast that
statute as limiting only challenges to patent claims, as distinct
from limiting what can be claimed as a patentable
“invention” in the first instance.

Under the Federal Circuit’s re-interpretation of § 103(a),
an article of manufacture described in a patent application —
no matter what its nature—is automatically presupposed
to constitute an “invention” that can be patented. Far from
limiting what an applicant can claim as an “invention”, the
Federal Circuit construes § 103(a) as imposing significant
hurdles that an accused infringer challenging a patent, or
an Examiner passing on a patent application, must clear
before any patent claim, whether in an application or in an
issued patent, can be held obvious.

In particular, the Federal Circuit holds that “prior art”
cannot render claimed subject matter unpatentable under
35 U.S.C. § 103(a) unless a challenger proves with

¢ Contrary to the Federal Circuit’s suggestion, the Patent Act of 1952,
35 U.S.C. §§ 101-376, expressly acknowledges the existence of
“combination” patents as a distinct category of patents. E.g., 35 U.S.C.
§ 112 (“An element in a claim for a combination may be expressed. ...”);
35 U.S.C. § 271(c) (“Whoever offers ... a component of a patented ...
combination. . ..”).
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“evidence” —and the PTO or a court makes “specific
findings” —demonstrating the existence of “some
‘suggestion, teaching, or motivation” that would have led a
person of ordinary skill in the art to combine the relevant
prior art teachings in the particular manner claimed”.
App. at 8a.

Under this standard, a patent application claiming
nothing more than an aggregation of pre-existing elements
must be held to meet the patentability standard of § 103
unless the PTO can meet the difficult factual burden
imposed on it by the Federal Circuit. Moreover, in meeting
that burden, the PTO must produce detailed evidence and
it is forbidden to rely on “common sense.” In re Lee, 277
F.3d 1338 (Fed. Cir. 2002).

Once a patent has issued, the Federal Circuit construes
35 U.S.C. §§ 103(a) and 282(2) as precluding a challenge to
validity of a patent claim in the absence of proof by “clear
and convincing evidence” that a hypothetical person having
ordinary skill in the art would have had a hypothetical
“motivation to combine the prior art teachings in the
particular manner claimed”. App. at 8a. The Federal Circuit
imposes this “clear and convincing evidence” burden of
proof even where, as here, a challenger relies on
documentary prior art that was never considered by the PTO
during the prosecution of a patent, and the question is what
legal consequences flow from undisputed prior art.

The advent of the Federal Circuit’s “teaching-
suggestion-motivation test” has meant, among other things,
the death of this Court’s holdings in Anderson’s-Black Rock
and Sakraida. Since 1985 (when the “teaching-suggestion-
motivation test” emerged in the Federal Circuit), no Federal
Circuit judge has cited Anderson’s-Black Rock. Sakraida has
been cited only twice, with the most recent citation coming
ten years ago in a dissent, and then the citation was only
for the uncontroversial point that obviousness is a question
of law. See Hilton Davis Chem. Co. v. Warner-Jenkinson Co.,
62 F.3d 1512 (Fed. Cir. 1995) (Nies, J., dissenting).

Numerous commentators and casebook authors have
noted the divergence between the Federal Circuit’s
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precedents and this Court’s decisions in Sakraida and
Anderson’s-Black Rock. As one of the leading patent law
casebooks candidly puts it, “[i]n its early decisions, the
Federal Circuit essentially repudiated the holdings of
Anderson’s-Black Rock and Sakraida.” Martin J. Adelman,
Randall R. Rader, John R. Thomas, & Harold C. Wegner,
Cases and Materials on Patent Law 345 (2d ed. 2003).
Remarkably, this casebook is co-authored by Judge Randall
Rader who currently sits on the Federal Circuit.

Many other commentators have noted the divergence
between Federal Circuit and this Court’s precedents on the
construction of 35 U.S.C. § 103(a). They have viewed the
Federal Circuit’s action as “abolish[ing],” “ignor[ing],” or
“dismissing” Supreme Court precedent, as exemplified by
the quotations below:

“The impact of Anderson’s-Black Rock and
Sakraida, however, has not been significant. The
Court of Appeals for the Federal Circuit, which
exercises exclusive jurisdiction over patent
appeals, essentially has ignored these
decisions....” A. Samuel Oddi, Beyond
Obviousness: Invention Protection in the Twentieth
Century, 38 Am. U. L. Rev. 1097, 1123 (1989).
“[T]he Federal Circuit has neatly abolished such
Supreme Court pronouncements [on
obviousness] as . . . [listing the “synergism” test
from Sakraida, among others]. . . . The end result
is that the Federal Circuit has expressly
dismantled many of the mechanisms the
Supreme Court relied upon when deciding
obviousness questions.” Paul M. Janicke, The
Federal Circuit and Antitrust: To Be or Not to Be:
The Long Gestation of the U.S. Court of Appeals for
the Federal Circuit (1887-1982), 69 Antitrust L.].
645, 661-62 (2002).

“In rejecting ‘synergism’ as a requirement of
invention, and the notion of a separate category
of for ‘combination patents,” the Stratoflex court
[Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530
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(Fed. Cir. 1983)] confronted substantial Supreme
Court authority. The Court had historically held
mechanical inventions that combined old
elements —‘combination” patents —to a more
stringent standard than other inventions.” Paul
Goldstein, Copyright, Patent, Trademark and
Related State Doctrines 459 (2002).

“The Federal Circuit simply ignored without
comment these intervening opinions [in
Anderson’s-Black Rock and Sakraida]. ...” Roger
E. Schechter and John R. Thomas, Intellectual
Property: The Law of Copyrights, Patents and
Trademarks § 17.3.2.1, at 380 (2003).
“Completely dismissing the Supreme Court’s
‘synergistic results’ rule, the Federal Circuit
requires that for a combination invention to be
obvious, the suggestion or motivation to make
the specific combination must be found in the
prior art.” Phillipe Ducor, Recombinant Products
and Obviousness: A Typology, 13 Santa Clara
Computer & High Tech. L. J. 1, 58 (1997).

Although the divergence between this Court’s § 103
precedents and the Federal Circuit’s can best be seem by
comparing the Federal Circuit’s precedents on combination
patents with Sakraida and Anderson’s-Black Rock, the tension
runs deeper. As Professor Robert Merges has noted,
“implicit in the Supreme Court’s Graham v. John Deere
analysis is a ‘rejection of some of the more extreme Federal
Circuit cases on the so-called suggestion test.”” FTC Report,
Chap. 4, at 12 n.72 (quoting testimony of Professor Robert
P. Merges). The basic point here is that this Court held
invalid the patent in Graham without the sort of detailed
evidentiary showing that the Federal Circuit now requires
as a matter of course before any modification of the prior
art can be deemed unpatentable under § 103.

II. THERE IS AN ACKNOWLEDGED CIRCUIT SPLIT.

In Allen Engineering Corp. v. Bartell Indus., Inc., 299 F.3d
1336 (Fed. Cir. 2002), the Federal Circuit acknowledged that
its “teaching-suggestion-motivation test” conflicts with the
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precedents of at least one other Circuit. In that case, the
party challenging patent validity relied on precedents from
the Fifth Circuit, which is one of the many circuits that have
interpreted this Court’s decisions in Anderson’s-Black Rock
and Sakraida as requiring a combination of old elements to
“produce “unusual or surprising consequences,” or cause a
synergistic result” in order for the combination to be
patentable. John Zink Co. v. National Airoil Burner Co., 613
F.2d 547, 551 (5th Cir. 1980). The Allen Engineering Court
stated that the “Fifth Circuit ‘synergism’ test for the
patentability of combination inventions [is] a test which was
specifically abrogated in this Circuit by Stratoflex, Inc. v.
Aeroquip Corp., 713 F.2d 1530, 1540 (Fed. Cir. 1983).”

The Fifth Circuit’s “synergism” test was, of course,
drawn directly from the language this Court used in
Anderson’s-Black Rock and Sakraida. See 425 U.S. at 282.
Unsurprisingly then, the Fifth Circuit is not the only Circuit
to adhere to the Sakraida “synergism” test for determining
the validity of combination patents. As previously noted
(see note 5, supra), at least seven of the regional circuits have
followed this test.

The split here is not just a matter of semantics. As
discussed above, the decisions of this Court preclude patent
protection for combinations of pre-existing elements, unless
the combination exhibits something more than each old
element “performing the same function it had been known
to perform.” Sakraida, 425 U.S. at 282. The regional Circuits
that require synergistic effects are following that doctrine.

Under the Federal Circuit’s “teaching-suggestion
motivation test”, by contrast, showing that each element in
a claimed combination performs “the same function it had
been known to perform,” id., is not enough to establish a
legal conclusion of unpatentability under § 103 —as this case
well-illustrates. Rather, the Federal Circuit makes
patentability depend on the outcome of costly and
unpredictable litigation over the existence or non-existence
of some “teaching, suggestion, or motivation” to combine
pre-existing elements, regardless of whether the
combination yields any new or different function or effect.
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Proof that this circuit split matters is found in the Allen
Engineering opinion itself, where the Federal Circuit went
out of its way to chastise the litigants for even raising the
synergism test.

The decisions of the circuits adhering to the
“synergism” test arose out of appeals filed before most
patent appeals were consolidated in the Federal Circuit.
Nonetheless, there are good reasons for giving significant
weight to this acknowledged circuit split.

First, under Holmes Group, Inc. v. Vornado Air Circulation
Sys., Inc., 535 U.S. 826 (2002), the Federal Circuit does not
have exclusive jurisdiction of all cases presenting patent
validity issues. Rather, as the Court held in Holmes, regional
Circuits continue to have jurisdiction over cases (e.g.,
antitrust, contract, unfair competition cases) in which patent
claims and issues are raised only in a defendant’s
counterclaim.

The implications of Holmes have been noted in academic
commentary in the field. As one commentator described it,
Federal Circuit precedents are likely to provoke circuit
conflicts because the regional circuits “may” decide that
they are bound by Supreme Court precedents rather than
those of the Federal Circuit:

“[T]he Federal Circuit for many years has flatly
rejected the rule that a combination patent must
reflect “synergism’ to be valid when faced with
an obviousness challenge, so the Supreme Court
has never needed to overrule its older
pronouncements regarding the synergism
requirement. Nevertheless, a regional circuit
exercising jurisdiction over a counterclaim for
patent validity may decide that it is bound to
follow those pronouncements, because, of course,
only the Supreme Court is empowered to
overrule its prior precedents.” Elizabeth I.
Rogers, The Phoenix Precedents: The Unexpected
Rebirth of Regional Circuit Jurisdiction Over Patent
Appeals and the Need for a Considered Congressional
Response, 16 Harv. J. Law & Tech. 411 (2003).
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Second, in his concurring opinion in Holmes, Justice
Stevens stated that one benefit of some decentralization in
patent appeals is that circuit splits could be helpful to this
Court in identifying cases for granting certiorari:

“Necessarily, therefore, other circuits will have

some role to play in the development of this area

of the law. An occasional conflict in decisions

may be useful in identifying questions that merit

this Court’s attention. Moreover, occasional

decisions by courts with broader jurisdiction will

provide an antidote to the risk that the

specialized court may develop an institutional

bias.”
535 U.S. at 839. This concurrence suggests that the Court
will continue to use circuit splits to help decide which patent
cases to review. Prior practice suggests that this Court does
continue to use circuit splits in this way. For example, in
Pfaffv. Wells Electronics, Inc., 525 U.S. 25 (1998), the petitioner
argued, as one reason for granting certiorari, that the Federal
Circuit had diverged from the approach taken by regional
circuits prior to the creation of the Federal Circuit.
See Petition for a Writ of Certiorari in Pfaff v. Wells
Electronics, Inc., 1998 WL 34081020, at *9-10 & n.10. This
Court granted certiorari and, in its opinion, specifically
noted the circuit split as one factor justifying the court’s
grant of certiorari. See 525 U.S. at 60.

Finally, the circuit split is only one of several factors
that make this case fit comfortably within the category of
patent cases in which this Court has recently granted review.
Since 1995, this Court has reviewed patent cases at a rate of
roughly one case per Term. See John F. Duffy, The Festo Case
and the Return of the Supreme Court to the Bar of Patents, 2002
S. Ct. Rev. 273, 297-98 (2003) (collecting data).” Review of
these cases suggest that this Court has been willing to
“assert some degree of supervision over the Federal

7 This article charts the five year average of this Court’s rate of review
in patent cases from the 1950 through 2001 Terms. If the chart were extended
to the 2004 Term, the current rate of review in patent cases would .8 per
term (averaged over five years) or .9 per term (averaged over ten years).
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Circuit—even on statutory issues of patent policy”, and

even where review is not necessary “to maintain the uniform

application of federal law” or “to resolve a conflict between
the Federal Circuit and the legal position of the Executive

Branch.” Id. at 298-99.

In this case, of course, a circuit split does exist, as in
Pfaff. There is also a serious claim that lower court
precedents have “strayed beyond the parameters of the
Court’s patent jurisprudence,” id. at 340, as there was in
Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushuki Co., 535 U.S.
722 (2002). And, as in J.E.M. Ag Supply, Inc. v. Pioneer Hi-
Bred Int’l, Inc., 534 U.S. 124 (2001), the issue here involves a
fundamental legal principle that controls the scope of the
patent system. The need for certiorari is at least as great in
this case as it was in those prior cases; indeed, the need
here is greater because the issue in each of those prior cases
affected only a subset of patents, while the issue here is
relevant to all patents.

III. TWO NATIONAL STUDIES HAVE IDENTIFIED
THE FEDERAL CIRCUIT’S PRECEDENTS ON
OBVIOUSNESS AS BEING IN NEED OF REFORM.
The Federal Circuit’s interpretation of § 103 is now the

subject of increasing criticism in government, industry, and
the academy. Within the past two years, national institutions
have completed two comprehensive studies of the patent
system. Both studies recommended a small number of
specific reforms; both identified the obviousness doctrine
as an area in need of reform. These studies provide
additional confirmation of the importance of this issue.

In October 2003, the Federal Trade Commission (FTC)
released a comprehensive study of the U.S. patent system.
See Federal Trade Commission, To Promote Innovation:
The Proper Balance of Competition and Patent Law and Policy
(Oct. 2003) (“FTC Report”). The FTC is one of the nation’s
chief enforcers of federal competition policy, and the FTC
Report has its genesis in a series of hearings, undertaken
jointly by the FTC and the U.S. Department of Justice, with
the goal of “understand[ing] better the current relationship
between competition and patent law and policy.” FTC
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Report, Executive Summary at 2. The FTC study further
confirms the importance and ripeness of this Court’s review
of that controversial Federal Circuit-created “test”.

The FTC recognized “the Federal Circuit’s ‘suggestion
test” as a core issue in assessing nonobviousness and a focal
point of current debate.” FTC Report, Chap. 4, at 11. One
key issue stressed in the FTC Report is a matter well
presented in this case —the demanding standard of proof
that the Federal Circuit applies to lower level fact finders.
As the PTO’s Deputy Commissioner for Examination Policy
describes it, the Federal Circuit is “insisting that the PTO
... ‘connect the dots . . . very, very clearly.”” Id.

It is on this very point that the FTC recommended
that the nonobviousness standard be reformed: “The
Commission urges that in assessing obviousness, the
analysis should ascribe to the person having ordinary skill
in the art an ability to combine or modify prior art references
that is consistent with the creativity and problem solving
skills that in fact are characteristic of those having ordinary
skill in the art.” Id. at 15. This recommendation is consistent
with the “practical test of patentability” mandated by this
Court in Graham, but it is not the way that the Federal Circuit
is applying § 103.

When the Report was issued, the Commission had
hoped that the Federal Circuit might have been “mov[ing]
away” from its previous “rigid application of the suggestion
test.” Id. at 14. But it was able to cite only “one very recent
case” to support this optimistic view. Cases such this case —
where the Federal Circuit overturned in an unpublished
opinion the thoughtful and thorough opinion of a District
Court with a demand that the lower court make more
“specific findings” concerning suggestions in the prior art—
demonstrate that the FTC was overly optimistic in expecting
the Federal Circuit to reform its own jurisprudence. Rather,
the Federal Circuit has continued to persist in “rigidly
applying” its precedents to the point of “assum[ing] away
... typical levels of creativity and insight” ordinarily found
in the art. Id. As the FTC noted, such a test “supports
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findings of nonobviousness even when only a modicum of
additional insight is needed.” Id.

In 2004, the National Research Council of the National
Academies of Science and Engineering released a report
calling for various reforms of the current patent system.
See National Research Council, A Patent System for the 21°
Century (2004) (available at http://www.nap.edu/html/
patentsystem/0309089107.pdf). The report was produced
by a committee of distinguished lawyers, economists, legal
academics and corporate executives. The President of Yale
University served as the Chair of the committee, and the
report was funded by a broad cross-section of government
agencies, foundations, and private corporations.® This
distinguished committee “support[ed] seven steps to ensure
the vitality and improve the functioning of the patent
system.” Id. at 5 (executive summary). The second
recommendation was to “Reinvigorate the Non-
Obviousness Standard.” Id. at 6 (executive summary).

As detailed in that National Academies” Report, there
is good reason for “concern[]” that recent court decisions
have led to “some dilution of the non-obviousness
standard.” Id. at 59. The Report notes that “a number of
legal scholars view the evolution of the law over the last
generation as reducing the size of the step required for
patentability under the non-obviousness standard and as
allowing the issuance of patents on obvious inventions.”
Id. at 60 (citing the work over six scholars). The Report
concludes that “there are reasons to be concerned about both
the courts’ interpretations of the substantive patent
standards, particularly non-obviousness, and the USPTO’s
application of the standards in examination.” Id.

The Report focused significant attention on the
application of the nonobviousness standard to business
method patents. In studying that area, the committee
recognized one of the most important problems with the

8 The study was funded by the National Aeronautics and Space
Administration, the U.S. Department of Commerce, the Andrew W. Mellon
Foundation, the Center for the Public Domain, Pharmacia Corporation,
Merck & Company, Procter & Gamble, and IBM.
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Federal Circuit’s insistence on evidentiary proof that the
prior art contains a “teaching, suggestion or motivation”
demonstrating that certain combinations are obvious:
“[C]reative people generally speaking strive to publish non-
obvious information. So if it is obvious to those of skill in
the art to combine references, it is unlikely that they will
publish such information.” Id. at 90. Though the Report
singled out business method patents as one area where the
excessively lax nonobviousness doctrine was having
particularly bad consequences, the Report recognized that
the problem with nonobviousness doctrine was likely to be
more general. Indeed, the Report noted that some of the
“apparently obvious patents” it had examined from outside
the business method field “may have been approved not
carelessly but under the prevailing rule that references
should not be combined for the purpose of proving non-
obviousness unless the examiner can point to a specific piece
of prior art that says the references should be combined.”
Id.

IV. THIS CASEIS A GOOD VEHICLE FOR RESOLVING

THE QUESTION PRESENTED.

For a variety of reasons, this case presents a good
opportunity for the Court to review the Federal Circuit’s
“teaching-suggestion-motivation test.” First, there is no
reason to wait for further percolation of the Circuit split.
The Federal Circuit’s “test” is now at least two decades old,
see Ashland Oil, Inc. v. Delta Resins & Refractories, Inc., 776
F.2d 281, 297 (Fed. Cir. 1985) (reversing a district court’s
conclusion of obviousness because the court did not make
findings to show that the prior art included “any factual
teachings, suggestions or incentives . .. that showed the
propriety of [patented] combination”), and the Federal
Circuit has itself acknowledged the split between its
precedents and those of at least one other circuit.

The “teaching-suggestion-motivation test” is so settled
in the Federal Circuit that the court below did not even
publish its decision vacating the District Court’s judgment
in this case. However, the decision not to publish should, if
anything, be viewed as a reason to grant rather than to deny
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certiorari, because non-publication confirms that the Federal
Circuit precedents in this area are no longer in a formative
and uncertain stage. In past cases, this Court has not
hesitated to grant certiorari in cases with unpublished
appellate opinions that have applied settled circuit law in
conflict with the law of other circuits, see, e.g., Spectrum
Sports v. McQuillan, 506 U.S. 447 (1993) (reviewing an
unpublished court of appeals decision applying settled
circuit law that was in conflict with the law of other circuits),
or that have decided important issues of federal law,
see, e.g., Holmes Group, Inc. v. Vornado Air Circulation Sys.,
Inc., 535 U.S. 826 (2002) (reversing an unpublished opinion
applying settled Federal Circuit law).

Second, the District Court issued a detailed published
opinion holding that Claim 4 of the "565 patent was invalid
under § 103 in view of undisputed prior art. 298 F. Supp. 2d
581; App. at 18a-49a. The District Court’s opinion
demonstrates that the challenge to this patent claim’s
validity is substantial.

Third, this case has a good factual setting for deciding
these issues. Respondents” appeal involved one claim in one
patent. The 565 patent involves familiar technology (gas
pedals in automobiles) that can be readily understood. The
subject matter of the action involves goods of importance
to the nation (high volume GM vehicles). And there is no
question but that the '565 patent is a “combination patent”
within the meaning of this Court’s precedents which the
Federal Circuit has repudiated.

Fourth, the facts of this case well illustrate how, in
practice, the Federal Circuit’s “teaching-suggestion-
motivation test” both (a) severely weakens § 103 as a
substantive limitation on what can be claimed as a
purported “invention”, and (b) virtually precludes
summary adjudication of whether claimed subject matter
satisfies the § 103 condition for patentability in a given case,
or not. The Federal Circuit “test” ignores that exogenous
changes — i.e., economic, regulatory or technological
changes not attributable to the work of the alleged inventor
— can create new possibilities that can be exploited, or new
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needs that can be satisfied, with technological trivial
combinations of existing technology. See, e.g., Robert P.
Merges and John F. Duffy, Patent Law and Policy 655 (3" ed.
2002) (noting that “[e]xogenous economic forces, rather than
technical achievement,” may explain the emergence of a
new combination that may be quite valuable in the market
even though technically trivial); William M. Landis and
Richard A. Posner, The Economic Structure of Intellectual
Property Law 304 (Harvard 2003) (explaining that
“sometimes an idea is unknown not because it would be
costly to discover but because it has no value” and that “[i]f
an exogenous shock gives it value, it will be discovered more
or less simultaneously by a number of those who can exploit
it”); John F. Duffy, Rethinking the Prospect Theory of Patents,
71 U. Chi. L. Rev. 439 (2004) (noting that an unexpected
development like the rise of internet commerce in the mid-
1990’s can create many opportunities for “new but obvious
ideas that have suddenly come to have evident economic
value” and that, if the nonobviousness requirement is not
well enforced, society could face a flood of patents which
will exact a heavy price for obvious ideas).

So here, an exogenous development — a switch by
automobile manufacturers to electronic throttle controls in
the mid-1990’s — created a need to combine pre-existing
accelerator pedals with a pre-existing pedal position
sensors, with each component doing what it was designed
to do. This Court’s precedents, and the precedents of at least
seven (7) regional Circuits (see note 6 supra), clearly preclude
patent protection for such technically trivial combinations.
But under the Federal Circuit “teaching-suggestion-
motivation test”, truly obvious responses to exogenous
developments can very easily be characterized as
“inventions”, for the “prior art” may not anticipate the
exogenous development in question or specific details of
obvious responses to it.

Finally, throughout this litigation Petitioner has cited
and relied on this Court’s Sakraida and Anderson’s-Black Rock
decisions and the “test of validity of combination patents”
that those and prior Supreme Court cases have applied. This
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case therefore provides this Court with a clear opportunity
to review these important issues without concern that new
issues are being raised for the first time in a petition for
certiorari. Such opportunities are likely to be increasingly
rare because the Federal Circuit has expressed its
displeasure with counsel who cite precedents that conflict
with the Federal Circuit’s re-interpretation of § 103(a).

For example, in Allen Engineering, the Federal Circuit
upbraided counsel for even citing a Fifth Circuit case that
followed this Court’s Sakraida decision. Citing such
authority was, according to the Federal Circuit, an example
of “obfuscation, deflection and mischaracterization,” 299
F.3d at 1357, and demonstrated that counsel “have sought
to cloud rather than clarify the central legal issues and to
draw the court’s attention to peripheral matters.” Id. at 1356.
Since the Federal Circuit has exclusive appellate jurisdiction
over the vast majority of patent appeals, such rebukes are
likely to be effective in deterring counsel from preserving
their legitimate challenges to the existing Federal Circuit
precedents in this area.

CONCLUSION

For the reasons stated, the petition for a writ of certiorari
should be granted.

Respectfully submitted,

JaMES W. DABNEY

Counsel of Record

FriED FRANK HARRIS
SHRIVER & JacoBsoN LLP

Jonn F. Durry 1 New York Plaza
3614 Quesada Street, N.W.  New York, New York 10004
Washington, D.C. 20015 (212) 859-8000

Of Counsel Attorneys for Petitioner
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APPENDIX A — DECISION OF THE UNITED
STATES COURT OF APPEALS FOR THE FEDERAL
CIRCUIT DECIDED JANUARY 6, 2005

UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

04-1152

TELEFLEX, INCORPORATED and
TECHNOLOGY HOLDING COMPANY,

Plaintiffs-Appellants,
V.
KSR INTERNATIONAL CO.,
Defendant-Appellee.
DECIDED: January 6, 2005
Before MAYER,* SCHALL, and PROST, Circuit Judges.
SCHALL, Circuit Judge.
DECISION
Teleflex Incorporated and Technology Holding Company

(collectively, Teleflex”) sued KSR International Co. (“KSR”)
in the United States District Court for the Eastern District of

* Judge Haldane Robert Mayer vacated the position of Chief
Judge on December 24, 2004.
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Michigan for infringement of U.S. Patent No. 6,237,565 B1
(“the ’565 patent”). On December 12, 2003, the district court
granted summary judgment in favor of KSR, after
determining that claim 4 of the 565 patent, the sole claim at
issue, was invalid by reason of obviousness. 7eleflex Inc. v.
KSR Int’l Co., 298 F. Supp. 2d 581 (E.D. Mich. 2003).
Teleflex now appeals the district court’s decision. For the
reasons set forth below, we vacate the grant of summary
judgment and remand the case to the district court for further
proceedings.

DISCUSSION

Claim 4 of the *565 patent relates to an adjustable pedal
assembly' for use with automobiles having engines that are
controlled electronically with a device known as an electronic
throttle control. As such, the assembly of claim 4 incorporates
an electronic pedal position sensor (referred to in claim 4,
and throughout this opinion, as an “electronic control”).
The electronic control is responsive to the pedal pivot and
thereby generates an electrical signal corresponding to the
relative position of the gas pedal between the rest and applied
positions. Claim 4 specifically provides for an assembly
wherein the electronic control is mounted to the support
bracket of the assembly. This configuration avoids movement

1. An adjustable pedal assembly (e.g., gas, break, or clutch)
allows the location of the pedal to be adjusted to accommodate a
particular driver’s height.
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of the electronic control during adjustment of the pedal’s
position on the assembly. Claim 4 reads:

A vehicle control pedal apparatus (12) comprising:

a support (18) adapted to be mounted to a vehicle
structure (20);

an adjustable pedal assembly (22) having a pedal
arm (14) moveable in force [sic] and aft directions
with respect to said support (18);

a pivot (24) for pivotally supporting said
adjustable pedal assembly (22) with respect to said
support (18) and defining a pivot axis (26); and

an electronic control (28) attached to said support
(18) for controlling a vehicle system;

said apparatus (12) characterized by said
electronic control (28) being responsive to said
pivot (24) for providing a signal (32) that
corresponds to pedal arm position as said pedal
arm (14) pivots about said pivot axis (26) between
rest and applied positions wherein the position of
said pivot (24) remains constant while said pedal
arm (14) moves in fore and aft directions with
respect to said pivot (24).

The numbers in claim 4 correspond to the numbers in Figure
2 of the ’565 patent.
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The specification of the *565 patent indicates that prior-
art pedal assemblies incorporating an electronic control
suffered from being too bulky, complex, and expensive to
manufacture. See 565 patent, col. 1, 1. 48-53. It was
this problem that the 565 patent set out to address. See id.
col. 2, 11. 2-5.

Teleflex sued KSR in the Eastern District of Michigan,
alleging that KSR’s adjustable pedal assembly infringed
claim 4 of the ’565 patent. KSR moved for summary
judgment of invalidity of claim 4 based on obviousness under
35 U.S.C. § 103. The district court granted KSR’s motion
after determining that claim 4 was obvious in view of a
combination of prior art references. Teleflex timely appealed
the district court’s decision. We have jurisdiction pursuant
to 28 U.S.C. § 1295(a)(1).

IL.

This court reviews a district court’s grant of summary
judgment de novo. Torpharm Inc. v. Ranbaxy Pharms., Inc.,
336 F.3d 1322, 1326 (Fed. Cir. 2003). “In a patent case, as in
any other, summary judgment may be granted when there
are no disputed issues of material fact, . . . or when the non-
movant cannot prevail on the evidence submitted when
viewed in a light most favorable to it.” Knoll Pharm. Co. v.
Teva Pharms. USA, Inc., 367 F.3d 1381, 1383 (Fed. Cir.
2004). The movant carries the initial burden of proving that
there are no genuine issues of material fact. Celotex Corp. v.
Catrett, 477 U.S. 317, 322-24, 106 S.Ct. 2548, 91 L.Ed.2d
265 (1986). If the movant shows a prima facie case for
summary judgment, then the burden of production shifts to
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the nonmovant to present specific evidence indicating there
is a genuine issue for trial. Anderson v. Liberty Lobby, Inc.,
477 U.S. 242, 250, 106 S.Ct. 2505, 91 L.Ed.2d 202 (1986).
“When ruling on a motion for summary judgment, all of the
nonmovant’s evidence is to be credited, and all justifiable
inferences are to be drawn in the nonmovant’s favor.”
Caterpillar Inc. v. Deere & Co., 224 F.3d 1374, 1379
(Fed.Cir.2000). “Where the evidence is conflicting or
credibility determinations are required, the judgment should
be vacated rather than reversed, and the case should be
remanded for further proceedings.” Jones v. Hardy, 727 F.2d
1524, 1531 (Fed. Cir. 1984).

“The grant of summary judgment of invalidity for
obviousness must be done on a claim by claim basis.” Knol!
Pharm., 367 F.3d at 1383. Because patents are presumed
valid, “[t]he accused infringer must prove by clear and
convincing evidence that each claim that is challenged cannot
reasonably be held to be non-obvious.” Id.; see also Monarch
Knitting Mach. Corp. v. Sulzer Morat GmbH, 139 F.3d 877,
881 (Fed. Cir. 1998). Clear and convincing evidence exists
when the movant “place[s] in the mind of the ultimate fact
finder an abiding conviction that the truth of its factual
contentions are ‘highly probable.” ” Colorado v. New Mexico,
467 U.S. 310, 316, 104 S.Ct. 2433, 81 L.Ed.2d 247 (1994).

A patent claim is obvious, and thus invalid, when the
differences between the claimed invention and the prior art
“are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having
ordinary skill in the art.” 35 U.S.C. § 103; see also Graham
v. John Deere Co., 383 U.S. 1, 14, 86 S.Ct. 684, 15 L.Ed.2d
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545 (1966); In re Dembiczak, 175 F.3d 994, 998 (Fed. Cir.
1999). While obviousness is ultimately a legal determination,
it is based on several underlying issues of fact, namely:
(1) the scope and content of the prior art; (2) the level of
skill of a person of ordinary skill in the art; (3) the differences
between the claimed invention and the teachings of the prior
art; and (4) the extent of any objective indicia of
non-obviousness. See Graham, 383 U.S. at 17-18. When
obviousness is based on the teachings of multiple prior art
references, the movant must also establish some “suggestion,
teaching, or motivation” that would have led a person of
ordinary skill in the art to combine the relevant prior art
teachings in the manner claimed. See Tec Air, Inc. v. Denso
Mfg. Mich. Inc., 192 F.3d 1353, 1359-60 (Fed. Cir. 1999);
Pro-Mold & Tool Co. v. Great Lakes Plastics, Inc., 75 F.3d
1568, 1572 (Fed. Cir. 1996). The nonmovant may rebut a
prima facie showing of obviousness with evidence refuting
the movant’s case or with other objective evidence of
nonobviousness. See WMS Gaming, Inc. v. Int’l Game Tech.,
184 F.3d 1339, 1359 (Fed. Cir. 1999).

“The reason, suggestion, or motivation to combine [prior
art references] may be found explicitly or implicitly: 1) in
the prior art references themselves; 2) in the knowledge of
those of ordinary skill in the art that certain references, or
disclosures in those references, are of special interest or
importance in the field; or 3) from the nature of the problem
to be solved, ‘leading inventors to look to references relating
to possible solutions to that problem.” ” Ruiz v. A.B. Chance
Co., 234 F.3d 654, 665 (Fed.Cir.2000) (quoting Pro-Mold,
75 F.3d at 1572). “Our case law makes clear that the best
defense against the subtle but powerful attraction of a
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hindsight-based obviousness analysis is rigorous application
of the requirement for a showing of the teaching or motivation
to combine prior art references.” Dembiczak, 175 F.3d at 999;
see also Ruiz, 234 F.3d at 665 (explaining that the temptation
to engage in impermissible hindsight is especially strong with
seemingly simple mechanical inventions). This is because
“[c]ombining prior art references without evidence of such
a suggestion, teaching, or motivation simply takes the
inventor’s disclosure as a blueprint for piecing together the
prior art to defeat patentability—the essence of hindsight.”
Dembiczak, 175 F.3d at 999. Therefore, we have consistently
held that a person of ordinary skill in the art must not only
have had some motivation to combine the prior art teachings,
but some motivation to combine the prior art teachings in
the particular manner claimed. See, e.g., In re Kotzab, 217
F.3d 1365, 1371 (Fed.Cir.2000) (“Particular findings must
be made as to the reason the skilled artisan, with no
knowledge of the claimed invention, would have selected
these components for combination in the manner claimed.”
(emphasis added)); In re Rouffet, 149 F.3d 1350, 1357 (Fed.
Cir. 1998) (“In other words, the examiner must show reasons
that the skilled artisan, confronted with the same problems
as the inventor and with no knowledge of the claimed
invention, would select the elements from the cited prior art
references for combination in the manner claimed.”
(emphasis added)).

I11.
On appeal, Teleflex argues that we should vacate the

district court’s grant of summary judgment and remand the
case because the district court committed multiple errors in
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its obviousness determination. First, Teleflex urges that the
district court erred as a matter of law by combining prior art
references based on an incorrect teaching-suggestion-
motivation test. Second, it contends that genuine issues of
material fact still remain as to whether a person of ordinary
skill in the art would have considered it obvious to combine
prior art in the manner stated in claim 4. Finally, Teleflex
argues that the district court erred by not properly considering
the commercial success of Teleflex’s patented assembly and
by failing to give adequate deference to the patentability
determination of the U.S. Patent and Trademark Office
(“PTO”).

KSR responds that the district court did apply the correct
teaching-suggestion-motivation test, and that, under that test,
the court correctly concluded that no genuine issues of
material fact existed so as to prevent the grant of summary
judgment. KSR contends that the district court properly
discounted the declarations of Teleflex’s experts because their
opinions were based on mere legal conclusions. KSR also
contends that the district court properly dismissed Teleflex’s
evidence of commercial success because Teleflex failed to
establish a nexus between commercial success and the
claimed invention. Finally, KSR argues that the district court
gave proper deference to the PTO.

We agree with Teleflex that the district court did not
apply the correct teaching-suggestion-motivation test. We
also agree that, under that test, genuine issues of material
fact exist, so as to render summary judgment of obviousness
improper. For these reasons, we vacate the decision of the
district court and remand for further proceedings consistent
with this opinion.
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After comparing the teachings of the prior art with claim
4 of the ’565 patent, the district court concluded that, at the
time of the invention, all of the limitations of claim 4 existed
in the prior art. The court explained that U.S. Patent No.
5,010,782, issued to Asano et al. (“the Asano patent”),
disclosed all of the structural limitations of claim 4 with the
exception of the electronic control. 7eleflex, 298 F. Supp. 2d
at 592 (“Asano teaches an adjustable pedal assembly pivotally
mounted on a support bracket with the pedal moving in a
fore and aft directions with respect to the support and the
pivot remaining in a constant position during movement of
the pedal arm.”). Electronic controls were well known in the
prior art. Id. Consequently, after finding a person of ordinary
skill in the art would have been motivated to combine Asano
and electronic control references, the district court granted
KSR’s motion for summary judgment of invalidity by reason
of obviousness.

The district court based its finding of a suggestion or
motivation to combine largely on the nature of the problem
to be solved by claim 4 of the 565 patent. Id. at 593-94. The
court determined from the patent’s specification that the
invention of the 565 patent was intended to “solve the
problem of designing a less expensive, less complex and more
compact [assembly] design.” Id. at 593. The court then
explained that U.S. Patent No. 5,819,593, issued to Rixon et
al. (“the Rixon ’593 patent’’),? also “suffered from being too

2. As explained by the district court, the Rixon ’593 patent
teaches the combination of an electronic control with an adjustable
(Cont’d)
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complex because the pedal position sensor is located in the
pedal housing and its fore and aft movement with the
adjustment of the pedal could cause problems with wire
failure. Thus, the solution to the problem required an
electronic control that does not move with the pedal
arm while the pedal arm is being adjusted by the driver.”
Id. at 594. The court then concluded that “a person with
ordinary skill in the art with full knowledge of Asano and
the modular pedal position sensors would be motivated to
combine the two references to avoid the problems with Rixon
’593.” Id.

The district court also found an express teaching to attach
the electronic control to the support bracket of a pedal
assembly based on the disclosure of U.S. Patent No.
5,063,811, issued to Smith et al. (“the Smith patent”). The
court explained that Smith teaches the use of a “rotary
potentiometer . . . attached to a fixed support member and
responsive to the pedal’s pivot shaft.” Id. Moreover, the court
stated that Smith provided express teachings as to the
desirability of attaching the electronic control to a fixed
support member in order to avoid the wire failure problems
disclosed in the Rixon ’593 patent and solved by the 565
patent: “[T]he wiring to the electrical components must be
secure from the possibility of chafing which will eventually

(Cont’d)

pedal assembly. The Rixon 593 patent and claim 4 differ, however,
in that the electronic control of Rixon is attached to the pedal housing
instead of the support bracket. See Teleflex, 298 F.Supp.2d at 594.
The electronic control of the Rixon reference consequently moves
during adjustment of the pedal assembly. /d. The electronic control
of claim 4 does not move during adjustment of the pedal assembly.
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result in electrical failure. Thus, the pedal assemblies must
not precipitate any motion in the connecting wires
themselves. . . .” Id. (quoting the Smith patent, col. 1,
11. 33-38).

Finally, the district court explained that the prosecution
history of the *565 patent bolstered its finding of a suggestion
or motivation to combine the Asano and electronic control
references. The court explained that the patent examiner
initially rejected the *565 patent in view of the teachings of
U.S. Patent No. 5,460,061, issued to Redding et al.
(“the Redding patent”), and the Smith patent. The examiner
stated that the Redding patent disclosed the assembly
structure of claim 4 and that Smith disclosed the electronic
control attached to the assembly support structure. The
patentee overcame the rejection, the court explained, by
adding the limitation requiring the position of the assembly’s
pedal pivot to remain constant during adjustment of the
assembly. (The position of the pedal pivot of the Redding
patent does not remain constant during adjustment of the
assembly position.) However, the Asano patent discloses an
assembly where the position of the pivot remains constant
during adjustment of the pedal assembly. Therefore, the
district court reasoned, had Asano been cited to the patent
examiner, the examiner would have rejected claim 4 as
obvious in view of the Asano and Smith patents. /d. at 595.

We agree with Teleflex that the district court’s analysis
applied an incomplete teaching-suggestion-motivation test
in granting KSR summary judgment. This is because the
district court invalidated claim 4 of the 565 patent on
obviousness grounds without making “finding[s] as to the
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specific understanding or principle within the knowledge of
a skilled artisan that would have motivated one with no
knowledge of [the] invention to make the combination in
the manner claimed.” Kotzab, 217 F.3d at 1371. Under our
case law, whether based on the nature of the problem to be
solved, the express teachings of the prior art, or the
knowledge of one of ordinary skill in the art, the district court
was required to make specific findings as to whether there
was a suggestion or motivation to combine the teachings of
Asano with an electronic control in the particular manner
claimed by claim 4 of the *565 patent. See Kotzab, 217 F.3d
at 1371; Rouffet, 149 F.3d at 1357. That is, the district court
was required to make specific findings as to a suggestion or
motivation to attach an electronic control to the support
bracket of the Asano assembly.

The district court correctly noted that the nature of the
problem to be solved may, under appropriate circumstances,
provide a suggestion or motivation to combine prior art
references. However, the test requires that the nature of the
problem to be solved be such that it would have led a person
of ordinary skill in the art to combine the prior art teachings
in the particular manner claimed. See Rouffet, 149 F.3d
at 1357. We have recognized this situation when two prior
art references address the precise problem that the patentee
was trying to solve. See Ruiz, 357 F.3d at 1276 (“This record
shows that the district court did not use hindsight in its
obviousness analysis, but properly found a motivation to
combine because the two references address precisely the
same problem of underpinning existing structural
foundations.”). In this case, the Asano patent does not address
the same problem as the 565 patent. The objective of the
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’565 patent was to design a smaller, less complex, and less
expensive electronic pedal assembly. The Asano patent, on
the other hand, was directed at solving the “constant ratio
problem.” The district court’s reliance on the problems
associated with the Rixon 593 patent similarly fails to
provide a sufficient motivation to combine. This is because
the Rixon ’593 patent does not address the problem to be
solved by the *595 patent; rather, it suffers from the problem.
The court did not explain how suffering from the problem
addressed by the ’595 patent would have specifically
motivated one skilled in the art to attach an electronic control
to the support bracket of the Asano assembly.

Neither do we agree with the district court’s reliance on
the express teachings of the Smith patent. This is because
the statement in the Smith patent that “the pedal assemblies
must not precipitate any motion in the connecting wires,”
does not necessarily go to the issue of motivation to attach
the electronic control on the support bracket of the pedal
assembly. In other words, solving the problem of wire chafing
is a different task than reducing the complexity and size of
pedal assemblies. What is more, the Smith patent does not
relate to adjustable pedal assemblies; therefore, it does not
address the problem of wire chafing in an adjustable pedal
assembly.

Our view of the case is not altered by the *565 patent’s
prosecution history. That is because a court’s task is not to

3. The constant ratio problem refers to the problem of creating
an assembly where the force required to depress the pedal remains
constant irrespective of the position of the pedal on the assembly.
See Asano patent, col. 1, 1. 48-col. 2, 1. 13.
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speculate as to what an examiner might have done if
confronted with a piece of prior art. Rather, a court must
make an independent obviousness determination, taking into
account the statutory presumption of patent validity.
See Torpharm, 336 F.3d at 1329-30 (“[W]here the factual
bases of an examiner’s decision to allow a claim have been
undermined—as in other cases where prior art not before
the examiner is brought to light during litigation—a court’s
responsibility is not to speculate what a particular examiner
would or would not have done in light of the new information,
but rather to assess independently the validity of the claim
against the prior art under section 102 or section 103. Such
determination must take into account the statutory
presumption of patent validity.”).*

We also agree with Teleflex that the presence of genuine
issues of material fact rendered summary judgment
inappropriate. KSR, in the first instance, failed to make out
a prima facie case of obviousness. The only declaration
offered by KSR—a declaration by its Vice President of
Design Engineering, Larry Willemsen—did not go to the
ultimate issue of motivation to combine prior art, i.e. whether
one of ordinary skill in the art would have been motivated to
attach an electronic control to the support bracket of the
assembly disclosed by Asano. Mr. Willemsen did state that

4. Noting Teleflex’s argument that the district court did not give
adequate deference to the PTO, we do not discern anything in the
record indicating the district court failed to properly defer to the
PTO. Nevertheless, we reiterate that, on remand, the district court
must independently assess the evidence and determine whether KSR
has provided clear and convincing evidence indicating invalidity of
claim 4 by reason of obviousness.
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an electronic control “could have been” mounted on the
support bracket of a pedal assembly. (Willemsen Decl. at
9 33, 36, 39.) Such testimony is not sufficient to support a
finding of obviousness, however. See, e.g., In re Deuel, 51
F.3d 1552, 1559 (Fed. Cir. 1995) (““ ‘Obvious to try” has long
been held not to constitute obviousness.”). Mr. Willemsen
also provided the following as a “specific motivation to
combine” an electronic control with an adjustable pedal
assembly:

[A]n increasing number of vehicles sold in the
United States came equipped with electronic
throttle control systems because such systems
offered various operational advantages over cable-
actuated throttle control systems. . . . In order to
function in a vehicle whose engine incorporated
an electronic throttle control, the adjustable pedal
assembly . . . would have had to be coupled to an
electronic pedal position sensor.

(Willemsen Decl. at 4 34, 37, 39.) This statement may be
factually correct. However, the issue is not whether a person
of skill in the art had a motivation to combine the electronic
control with an adjustable pedal assembly, but whether a
person skilled in the art had a motivation to attach the
electronic control to the support bracket of the pedal
assembly.

In addition, Teleflex offered two declarants—Clark J.
Radcliffe, Professor of Mechanical Engineering at Michigan
State University; and Timothy L. Andresen, a former engineer
at Ford Motor Company and McDonnel-Douglas
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Corporation—in rebuttal of the declaration of Mr. Willemsen.
Mr. Radcliffe stated, inter alia, that “[t]he location of the
electronic control” (Radcliffe Decl. at § 15) in claim 4 “was
a simple, elegant, and novel combination of features,”
(Radcliffe Decl. at 4 16) as opposed to the Rixon *593 patent’s
attachment of the electronic control to the assembly housing,
which was both electrically and mechanically complex
(Radcliffe Decl. at § 17). Mr. Andresen also stated that the
non-obviousness of claim 4 was reflected in Rixon’s choice
to mount the electronic control to the assembly housing
instead of the assembly’s support bracket. (Andresen Decl.
at 9 5.) At the summary judgment stage of a proceeding, it is
improper for a district court to make credibility
determinations. See, e.g., Jones, 727 F.2d at 1531. Therefore,
by crediting KSR’s expert declarant and discrediting the two
declarants offered by Teleflex, the district court erred as a
matter of law.

V.
In sum,

(1) We hold that, in granting summary judgment in favor
of KSR, the district court erred as a matter of law by applying
an incomplete teaching-suggestion-motivation test to its
obviousness determination. The correct standard requires a
court to make specific findings showing a teaching,
suggestion, or motivation to combine prior art teachings in
the particular manner claimed by the patent at issue.

(2) Under this standard, we hold that genuine issues of
material fact exist as to whether a person of ordinary skill in
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the art would have been motivated, at the time the invention
was made, to attach an electronic control to the support
structure of the pedal assembly disclosed by the Asano patent.

(3) We consequently vacate the decision of the district
court and remand the case for further proceedings on the
issue of obviousness, and, if necessary, proceedings on the
issues of infringement and damages.

Each party shall bear its own costs.
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APPENDIX B — OPINION AND ORDER OF THE
UNITED STATES DISTRICT COURT FOR THE
EASTERN DISTRICT OF MICHIGAN
FILED DECEMBER 12, 2003

CASE NO. 02-74586
HON. LAWRENCE P. ZATKOFF

TELEFLEX INCORPORATED, and
TECHNOLOGY HOLDING COMPANY,

Plaintiffs,
V.
KSR INTERNATIONAL CO.,
Defendant.
OPINION AND ORDER
AT A SESSION of said Court, held in the United States
Courthouse, in the City of Detroit, State of Michigan,

on December 12, 2003.

PRESENT: THE HONORABLE LAWRENCE P. ZATKOFF
CHIEF UNITED STATES DISTRICT JUDGE

I. INTRODUCTION

This matter is before the Court on Plaintiffs’ Ex Parte
Motion for Oral Argument, Plaintiffs’ Motion for Summary
Judgment of Infringement and Defendant’s Motion for
Summary Judgment of Invalidity. All motions have been fully
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briefed by the parties. The Court finds that the parties have
adequately set forth the relevant law and facts, and that oral
argument would not aid in the disposition of the instant
motion. See E.D. Micu. L.R. 7.1(e)(2). Accordingly,
Plaintiffs’ motion for oral argument is DENIED and the Court
ORDERS that the motions be decided on the briefs submitted.
For the reasons stated below, Defendant’s Motion for
Summary Judgment of Invalidity is GRANTED and
Plaintiffs’ Motion for Summary Judgment of Infringement
is DENIED as moot.

II. BACKGROUND

Plaintiffs filed a three-count Complaint on November
18, 2002, alleging the following:

Count | Infringement of United States Patent No.
6,237,565 (hereinafter “565” or the “Engelgau
patent”);

CountIl  Infringement of United States Patent No.
6,305,239 (hereinafter “°239”); and

CountIII Infringement of United States Patent No.
6,374,695 (hereinafter “<695”).

See Complaint. On August 11, 2003, however, the Court
ordered, with stipulation, dismissal of Count II and Count
III. Thus, the only remaining infringement claim relates to
the ‘565 patent, (Count I). The ‘565 patent describes and
claims a position-adjustable vehicle pedal assembly that
allows the driver of a vehicle to adjust the pedal assembly to
achieve greater driving comfort. The pedal assembly
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incorporates an electronic pedal position sensor for use in
vehicles sold with electronically controlled engine and
braking systems that require the use of an electronic sensor.
Plaintiffs contend that two of Defendant’s adjustable pedal
assemblies infringe on claim 4 of the ‘565 patent.

A. Facts and Procedural History

Plaintiff Teleflex Incorporated (hereinafter “Teleflex”)
is a Delaware corporation and a manufacturer and supplier
of adjustable pedal systems that the automotive industry uses
in automobile platforms. Plaintiff Technology Holding
Corporation (hereinafter “THC”) is a Delaware subsidiary
of Plaintiff Teleflex and is the current assignee of the ‘239,
‘695, and ‘565 patents. Defendant KSR International
Company (hereinafter “KSR”) is a Canadian company and a
manufacturer and supplier of automotive components,
including adjustable pedal systems, to the automotive
industry. Plaintiff Teleflex and Defendant KSR are direct
competitors.

This action involves position-adjustable vehicle pedal
assemblies, comprising of gas and brake pedals, that a motor
vehicle driver uses to actuate the motor vehicle’s fuel and
brake systems. The pedal assembly may also include a clutch
pedal if the vehicle is equipped with a manual transmission.
Defendant has offered evidence that adjustable pedal
assemblies have been produced since the 1970’s. It is
undisputed that earlier adjustable pedal assemblies were
designed to work in vehicles using cable-actuated throttle
controls. In vehicles using cable-actuated throttle controls,
depression of the vehicle’s gas pedal causes a cable to actuate
a carburetor or fuel injection unit, thereby increasing the
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amount of fuel and air entering the engine. It is also
undisputed that in the mid-1990’s, however, increasing
numbers of vehicles sold in the United States were
manufactured with computer controlled engines requiring the
use of “electronic throttle controls” (hereinafter “ETC’s”),
instead of cable-actuated throttle controls. Unlike a cable-
actuated throttle control, ETC’s require the use of an
electronic sensor to read the position of the gas pedal and
vary the engine speed based on the position of the gas pedal.
According to Defendant, ETC’s allow improved traction
control, simplified cruise controls, and greater use of on-
board computer systems to improve fuel efficiency and reduce
emissions. '

Defendant alleges that in mid-1998, it was chosen by
Ford to supply adjustable pedal systems for the Ford Crown
Victoria, Mercury Grand Marquis, and Lincoln Town Car
lines, commencing with the 2001 model year. According to
Defendant, the Ford engines installed in these vehicles use
cable-actuated throttle controls and, accordingly, the
adjustable pedal assemblies supplied by Defendant included
cable-attachment arms. Defendant alleges that it was awarded
U.S. Patent No. 6,151,986 for the design of the adjustable
pedal systems supplied to Ford commencing with the 2001
model year. It has not been alleged that this design infringes
on any of Plaintiffs’ patents.

1. Defendant alleges that ETC’s require the use of an electronic
sensor to communicate pedal input to the ETC in order to vary engine
speed. Defendant refers to that electronic sensor as a “potentiometer”
or “pedal position sensor.” Plaintiff refers to the sensor as an
“electronic control.” To avoid any confusion, the Court will refer to
the electronic sensor as a “pedal position sensor.”
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Defendant further alleges that in mid-2000, it was chosen
by General Motors to supply adjustable pedal assemblies for
the Chevrolet and GMC light truck lines, commencing with
the 2003 model year. Unlike the cable-actuated Ford engines,
the General Motors engines installed in the 2003 light truck
lines require the use of an ETC. Defendant alleges that to be
compatible with the General Motors engines, it supplied its
adjustable pedal assemblies with an off-the-shelf pedal
position sensor that had previously been used in 1994 and
later Chevrolet and GMC pick-up trucks with optional diesel
engines. Defendant alleges that it has patents pending for
this design. Plaintiffs allege that this design, i.e., an adjustable
pedal assembly incorporating an electronic pedal position
sensor, infringes on their adjustable pedal assembly patents.
By letter dated March 28, 2001, Plaintiff Teleflex stated the
following to Defendant:

We understand that you have made several
proposals to General Motors Corporation based
on an adjustable pedal product in combination
with an electronic throttle control .... Teleflex
believes that any supplier of a product that
combines an adjustable pedal with an electronic
throttle control necessarily employs technology
covered by one or more of the above Teleflex
patents and applications.

Willemsen Dec., at Ex. 2. After failing to persuade Defendant
enter into a “royalty arrangement,” Plaintiff Teleflex filed
the present patent infringement action on November 18, 2002.



23a

Appendix B

Before filing its Complaint on November 18, 2002,
however, Plaintiff Teleflex assigned the ‘239, ‘695’ and 565
patents to Plaintiff THC, a subsidiary corporation. On April
2, 2003, Defendant moved to dismiss the action for lack of
subject matter jurisdiction because at that point, Plaintiff
THC was not a party to the case. Defendant argued that
Plaintiff Teleflex lacked standing to sue for infringement
because the patents had been assigned to Plaintiff THC. The
Court denied Defendant’s motion as to the ‘565 patent finding
that an exclusive license granted to Plaintiff Teleflex by
Plaintiff THC afforded Plaintiff Teleflex sufficient rights in
the patent to satisfy the standing requirement,
notwithstanding the absence of Plaintiff THC from the action.
Plaintiff Teleflex did not, however, attach sufficient
documentation to prove that it had been granted an exclusive
license for the ‘239 and ‘695 patents and the Court ordered
the parties to show cause as to whether such exclusive
licenses had been granted to Plaintiff. Instead of responding
to the order to show cause, the parties stipulated to the
dismissal of the 239 and ‘695 patents, Plaintiffs dedicating
both patents to the public under 35 U.S.C. § 253. Thus, the
only remaining patent-in-suit is the ‘565 patent, invented by
Steven Englegau on February 14, 1998. The parties also
stipulated to the joinder of Plaintiff THC on September 26,
2003, and Plaintiff THC has agreed to be bound by all of the
papers filed by Plaintiff Teleflex in this action.

Plaintiffs allege that two of Defendant KSR’s adjustable
pedal systems being produced for the General Motors GMT-
800 and GMT-360 vehicle platforms literally infringe on each
requirement of claim 4 of the ‘565 patent. Defendant argues
that its adjustable pedal assemblies do not infringe on the
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‘565 patent. Moreover, according to Defendant, the ‘565
patent is invalid because it would have been obvious to
someone with ordinary skill in the art of designing pedal
systems to combine an adjustable pedal system with an
electronic pedal position sensor to work with electronically
controlled engines increasingly being used in motor vehicles.
The Court finds Defendant’s invalidity argument persuasive
and because it disposes of the case only Defendant’s Motion
for Summary Judgment of Invalidity will be addressed.

III. LEGAL STANDARD

Summary judgment is appropriate only if the answers to
interrogatories, depositions, admissions, and pleadings
combined with the affidavits in support show that no genuine
issue as to any material fact remains and the moving party is
entitled to a judgment as a matter of law. See Fed. R. Civ. P.
56(c). A genuine issue of material fact exists when there is
“sufficient evidence favoring the non-moving party for a jury
to return a verdict for that party.” Anderson v. Liberty Lobby,
Inc., 477 U.S. 242, 249 (citations omitted). In application of
this summary judgment standard, the Court must view all
materials supplied, including all pleadings, in the light most
favorable to the non-moving party. See Matsushita Elec.
Indus. Co., Ltd. v. Zenith Radio Corp., 475 U.S. 574, 587
(1986). “If the evidence is merely colorable or is not
significantly probative, summary judgment may be granted.”
Anderson, 477 U.S. at 249-50, (citations omitted).

The moving party bears the initial responsibility of
informing the Court of the basis for its motion and identifying
those portions of the record that establish the absence of a
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genuine issue of material fact. See Celotex Corp. v. Catrett,
477 U.S. 317, 323 (1986). Once the moving party has met
its burden, the nonmoving party must go beyond the pleadings
and come forward with specific facts to demonstrate that there
is a genuine issue for trial. See Fed. R. Civ. P. 56(e); Celotex,
477 U.S. at 324. The non-moving party must do more than
show that there is some abstract doubt as to the material facts.
It must present significant probative evidence in support of
its opposition to the motion for summary judgment in order
to defeat the motion for summary judgment. See Moore v.
Philip Morris Companies, 8 F.3d 335, 339-40 (6th Cir.1993).

IV. ANALYSIS
A. Claim 4 of the ‘565 Patent

The invention disclosed in the ‘565 patent is described
in the patent’s specification as a “simplified vehicle control
pedal assembly that is less expensive, and which uses fewer
parts and is easier to package within the vehicle.” See ‘565
patent, col. 2, lines 2-4, attached to Plaintiffs’ Response Brief,
at Ex. J. Although the specification is useful for interpretation
of claims, it is the claims that actually measure the invention.
See W.L. Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540,
1548 (Fed.Cir.1983) (citations omitted). Claim 4 of the ‘565
patent broadly claims the following:

A vehicle control pedal apparatus (12) comprising:

a support (18) adapted to be mounted to a vehicle
structure (20);
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an adjustable pedal assembly (22) having a pedal
arm (14) moveable in force [sic] and aft directions
with respect to said support (19);

a pivot (24) for pivotally supporting said
adjustable pedal assembly (22) with respect to said
support (18) and defining a pivot axis (26); and

an electronic control (2) attached to said support
(18) for controlling a vehicle system;

said apparatus (12) characterized by said
electronic control (28) being responsive to said
pivot (24) for providing signal (32) that
corresponds to pedal arm position as said pedal
arm (14) pivots about said pivot axis (26) between
rest and applied positions wherein the position of
said pivot (24) remains constant while said pedal
arm (14) moves in fore and aft directions with
respect to said pivot (24).

’565 patent, col. 6, lines 17-36.

According to the above-quoted language, claim 4 of the
‘565 patent describes a position-adjustable pedal assembly
with an electronic pedal position sensor attached to the
support member of the pedal assembly. Attaching the sensor
to the support member allows the sensor to remain in a fixed
position while the driver adjusts the pedal. Plaintiffs allege
that this feature results in a pedal assembly that is less
expensive, less complex, and more compact than its
predecessors. Defendant, however, argues that claim 4 is
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drafted so broadly as to render the “invention” an obvious
combination of an adjustable pedal assembly and pedal
position sensor already well known in the art.

B. Obviousness

A patent is presumed valid. See 35 U.S.C. § 282.
Therefore, a party challenging the validity of a patent bears
the burden of proving facts that establish invalidity by clear
and convincing evidence. See Moba, B.V. v. Diamond
Automation, Inc., 325 F.3d 1306, 1319 (Fed.Cir.2003). Under
35 U.S.C. § 103, prior art invalidates a patent for obviousness
when the “subject matter sought to be patented and the prior
art are such that the subject matter as a whole would have
been obvious at the time the invention was made to a person
having ordinary skill in the art to which the subject matter
pertains.” 35 U.S.C. § 103(a). An obviousness inquiry under
section 103 ultimately presents a question of law based on
several underlying factual inquiries including: (1) the scope
and content of the prior art; (2) the level of ordinary skill in
the art; (3) the differences between the prior art and the
claimed invention; and (4) the extent of any objective indicia
of non-obviousness. See Graham v. John Deere Co., 383 U.S.
1, 17-18 (1966); Winner Int’l Royalty Corp. v. Wang, 202
F.3d 1340, 1348 (Fed.Cir.2000). Moreover, the central inquiry
under section 103 is “whether the combined teachings of the
prior art, taken as a whole, would have rendered the claimed
invention obvious to one of ordinary skill in the art.” In re
Napier, 55 F.3d 610, 613 (1995). Defendant argues that claim
4 is invalid for obviousness in light of the relevant prior art
at the time of the invention. Plaintiffs argue that genuine
issues of material fact exist that preclude summary judgment
on the issue of obviousness.
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1. The Scope and Content of the Prior Art

Under the first element of the Graham test for
obviousness, the Court must determine the scope and content
of the prior art. The scope of prior art is only that art which
is analogous. See In re Clay, 966 F.2d 656, 658-59
(Fed.Cir.1992). Analogous art is art that is not “too remote
to be treated as prior art.” In re Clay, 966 F.2d at 657. In
addition, a prior art reference is analogous if it is from the
same “ ‘field of endeavor,” even if it addresses a different
problem, or, if not within the same field, if the reference is
‘reasonably pertinent’ to the particular problem with which
the inventor is involved.” In re Conte, 36 Fed. Appx. 446,
450,2002 WL 1216965, *4 (Fed.Cir.2002) (citing In re Clay,
966 F.2d at 658-59). The determination of relevant prior art
is a question of fact. In re Clay, 966 F.2d at 658.

Relevant prior art is further defined by 35 U.S.C. §§
102(a) and (b), which limit the time frame within which prior
art can be found. Sections 102(a) and (b) provide:

A person shall be entitled to a patent unless -

(a) the invention was known or used by others in this
country, or patented or described in a printed publication
in this or a foreign country, before the invention thereof
by the applicant for patent, or

(b) the invention was patented or described in a printed
publication in this or a foreign country or in public use
or on sale in this country, more than one year prior to
the date of the application for patent in the United
States.
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According to interrogatory answers served by Plaintiff
Teleflex, the inventions claimed in the ‘565 patent were made
on February 14, 1998. Under section 102(a), the prior art of
the ‘565 patent includes any analogous patents or printed
publications issued prior to February 14, 1998. Furthermore,
the 565 patent issued from a “continuation” application that
claimed priority to a “parent” application filed January 26,
1999. Thus, under section 102(b), the prior art of the ‘565
patent also includes any analogous products that were in
public use or on sale in the United States on or before January
26, 1998, a year prior to the application date of the ‘565
patent. It is undisputed that the prior art alleged by Defendant
conform to the time limitations of 35 U.S.C. §§ 102(a) and

(b).

In fact, Plaintiffs’ only dispute the relevance of one prior
art reference asserted by Defendant, U.S. Patent No.
5,010,782 (hereinafter “Asano”). Like the patent-in-suit,
Asano discloses a position adjustable pedal assembly. The
pedal assembly is pivotally mounted on a support which is
connected to the vehicle. A pedal arm moves forward and
backward along a guide member by way of a screw drive
mechanism. The position of the support pivot remains in a
constant position while the pedal arm moves forward and
backward along the guide member. Depression of the foot
pedal causes the pedal assembly to pivot and actuate a cable
operated throttle control. Plaintiffs argue that because Asano
depicts a complex pedal assembly design, an inventor
presented with Engelgau’s problem of how to design a less
complex and less expensive adjustable pedal assembly
“would shun Asano.” See Plaintiff Teleflex’s Response Brief,
at 20. Defendant responds by arguing that none of the features
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that allegedly make the ‘565 patent less complex or less
expensive are claimed in claim 4 of the invention. Therefore,
according to Defendant, the alleged features that make the
patent-in-suit less complex or less expensive are legally
irrelevant.

Each party asserts that relevant art is defined by the
nature of the problem confronting the would-be inventor. See
Ryko Mfg. Co. v. Nu-Star, Inc., 950 F.2d 714, 716
(Fed.Cir.1991); Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d
1530, 1535 (Fed.Cir.1983). Determining relevant prior art,
however, involves determining the scope of the inventor’s
“field of endeavor” before turning to the question of the
nature of the problem confronting the inventor. As the Federal
Circuit explained in In re Wood:

The determination that a reference is from a
nonanalogous art is ... two-fold. First, we decide
if the reference is within the field of the inventor’s
endeavor. If it is not, we proceed to determine
whether the reference is reasonably pertinent to
the particular problem with which the inventor
was involved.

In re Wood, 599 F.2d 1032, 1036 (Cust. & Pat.App.1979).
Thus, an inquiry into the problem facing the inventor only
arises if the alleged prior art is not within the inventor’s same
field of endeavor. Furthermore, if the alleged prior art exists
in the inventor’s field of endeavor, it constitutes relevant prior
art “regardless of the problem addressed.” In re Clay, 966
F.2d at 658-59.
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The Court finds that Asano is within Engelgau’s field of
endeavor. Engelgau’s field of endeavor is the position-
adjustable pedal assembly area of the automotive component
industry. Engelgau admits in his affidavit that before
designing the ‘565 patent he “was generally aware of the
various designs in the fields of fixed and adjustable pedal
assemblies as well as electronic controls.” Plaintiff’s
Response Brief, at Ex. A. Furthermore, references in the first
paragraph of the background section of the patent-in-suit to
position-adjustable pedal assemblies in general, apart from
their use with electronic pedal position sensors or electronic
throttle controls, supports a finding that cable-actuated
position-adjustable pedal assemblies such as Asano are within
Engelgau’s field of endeavor. See In re Wood, 599 F.2d at
1036 (finding that reference in the patent’s specification to a
field of art encompassing the alleged prior art supported a
finding that the alleged prior art was within the inventor’s
field of endeavor.) Accordingly, the Court finds Asano to be
analogous prior art to the ‘565 patent.

Other than Asano, Plaintiffs have not disputed that the
prior art cited by Defendant is analogous. The Court finds
the following to be analogous prior art and sufficient to
establish obviousness by clear and convincing evidence:

1. U.S. Patent No. 5,010,782 filed July 28, 1989
(hereinafter “Asano”);

2. U.S. Patent No. 5,998,892 filed September 4,
1996 (hereinafter “ ‘892");
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3. U.S. Patent No. 5,408,899 filed June 13, 1993
(hereinafter “ ‘899");

4. U.S. Patent No. 5,241,936 filed September 9,
1991 (hereinafter “ ‘936");

5. U.S. Patent No. 5,460,061 filed September 17,
1993 (hereinafter “Redding”);

6. U.S. Patent No. 5,063,811 filed July 9, 1990
(hereinafter “Smith”);

7. Various modular self-contained pedal position
sensors, including U.S. Patent No. 5,385,068
filed December 18, 1992 (hereinafter “ ‘068")
and the “503 Series” pedal position sensor
manufactured by CTS Corporation; and

8. A non-position adjustable pedal assembly
installed in certain 1994 Chevrolet pick-up trucks
comprising of a CTS 503 Series pedal position
sensor attached to the pedal assembly support
bracket, adjacent to the pedal and engaged with
the pivot shaft about which the pedal rotates in
operation.

The Court will briefly describe each of the above prior art.
a. The Asano patent

As the Court previously described, Asano discloses a
position adjustable pedal assembly pivotally mounted on a
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support member. A pedal arm moves forward and backward
along a guide member by way of a screw drive mechanism
depending on the driver’s desired pedal position. The position
of the support pivot remains constant while the pedal arm
moves forward and backward along the guide member. The
design also discloses an attachment for a mechanical throttle
cable, the cable being responsive to the pivoting motion of
the pedal assembly caused by depression of the accelerator
pedal.

b. The ‘892 and ‘899 patents

The ‘892 and ‘899 patents disclose electronic pedal
position sensors. Each patent teaches the desirability of
electronic throttle controls and electronic connections, as
distinguished from mechanical throttle controls and
mechanical connections, between vehicle accelerator pedals
and engine throttles.

c. The ‘936 patent

The ‘936 patent discloses a non-adjustable pedal
assembly incorporating a pedal position sensor. The ‘936
patent teaches the desirability of placing the pedal position
sensor inside the vehicle’s passenger compartment mounted
on the pedal support member adjacent to a vehicle’s
accelerator pedal, rather than in a vehicle’s engine
compartment.
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d. The Redding patent

The Redding patent discloses an adjustable accelerator
pedal assembly in which the accelerator pedal arm slides back
and forth along a guide member, but in contrast to Asano
and the patent-in-suit, the accelerator pedal pivot moves
during pedal adjustment.

e. The Smith patent

The Smith patent discloses an electronic pedal position
sensor attached to an accelerator pedal support bracket and
engaged with a pivot shaft. During the prosecution history
of the 565 patent, the Patent Examiner held the combination
of Redding and Smith to be obvious.

f. The 503 Series pedal position sensor used in certain
1994 Chevrolet pick-up trucks and the pedal
position sensor described in the ‘068 patent.

These modular pedal position sensors teach the
advantage of using a pedal position sensor that is engaged
with the pivot shaft of an accelerator pedal to send an
electronic signal to an electronic throttle control based on
the degree the pivot shaft turns in response to depression of
the accelerator pedal. In the case of the pedal assembly in
certain 1994 Chevrolet pick-up trucks, the modular 503
Series pedal position sensor is mounted to the pedal
assembly’s support bracket and engaged with the pedal’s
pivot shaft. The 503 Series pedal position sensor and the
pedal position sensor disclosed in the ‘068 patent will
hereinafter collectively be referred to as “the modular pedal
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position sensors.” As previously stated, the Court finds all
of the above described prior art to be relevant and analogous
to the patent-in-suit.

ii. The Level of Ordinary Skill in the Art

The second element in the Graham test for obviousness
requires determining the level of ordinary skill in the pertinent
art. See Graham, 383 U.S. at 17-18, 86 S.Ct. 684.
Ascertaining the level of ordinary skill in the art is necessary
for maintaining objectivity in the obviousness inquiry. See
Ryko, 950 F.2d at 719. Factors to consider include the
educational level of the inventor, the educational level of
those who work in the relevant industry, and the
sophistication of the technology involved. See id.

The parties’ experts dispute the level of ordinary skill in
the art of designing adjustable pedal assemblies. Plaintift’s
expert, Professor Clark J. Radcliffe, argues that “a person of
ordinary skill in the art would be one with an undergraduate
degree in mechanical engineering (or an equivalent amount
of industry experience) who has familiarity with pedal control
systems for vehicles.” See Plaintiff’s Response Brief, at Ex.
H, 9 7. Defendant’s expert, Larry Willemsen, argues that a
person of ordinary skill in the art would have had “a minimum
of two (2) years of college level training in mechanical
engineering and two-three years’ work experience spanning
at least one complete pedal design ‘cycle.” “ Willemsen Decl.,
at 9 20. The Court finds little difference between these two
positions. Furthermore, Defendant has agreed to adopt
Professor Radcliffe’s understanding of the level of ordinary
skill in the art to the extent it differs from Mr. Willemsen’s.
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Therefore, the Court finds the level of ordinary skill in the
art to be a hypothetical person with an undergraduate degree
in mechanical engineering or an equivalent amount of
industry experience who has familiarity with pedal control
systems for vehicles.

iii. Differences Between the Prior Art and the
ClaimedInvention

The third element in the Graham analyses requires the
determination of any differences between the teachings found
in the prior art and the claimed invention, from the vantage
point of a hypothetical person with ordinary skill in the art.
See Graham, 383 U.S. at 17-18, 86 S.Ct. 684; Velander v.
Garner, 2003 WL 2249519 (Fed.Cir.2003). The claims of
the patent-in-suit must be considered “as a whole.” W.L. Gore
& Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540, 1547-48
(Fed.Cir.1983). It is “[t]he claims, not [the] particular
embodiments [that] must be the focus of the obvious inquiry.”
Jackson Jordan, Inc. v. Plasser American Corp., 747 F.2d
1567, 1578 (Fed.Cir.1984). The Federal Circuit has expressed
the significance of claims in defining an invention:

The claims of the patent provide the concise
formal definition of the invention. They are the
numbered paragraphs which particularly point out
and distinctly claim the subject matter which the
applicant regards as his invention. It is to these
wordings that one must look to determine whether
there has been infringement. Courts can neither
broaden nor narrow the claims to give the patentee
something different than what he has set forth.
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No matter how great the temptations of fairness
or policy making, courts do not rework claims.
They only interpret them.

E.I du Pont de Nemours & Co. v. Phillips Petroleum Co.,
849 F.2d 1430, 1433 (Fed.Cir.1988) (quoting Autogiro Co.
of America v. United States, 181 Ct.Cl. 55, 384 F.2d 391,
395-96 (1967)) (internal quotations and alterations omitted).
Thus, while it is entirely proper to use the specification of
the patent to interpret what the patentee meant by a word or
phrase in a claim, adding to the claim an extraneous limitation
appearing in the specification is improper. See E.I. du Pont
de Nemours & Co., 849 F.2d at 1433 (citations omitted).

Review of prior art, however, is not limited to claims
asserted in the prior art. Differences between prior art and
the claimed invention are “ascertained by interpretation of
the teachings of the prior art and of the claims of the patent.”
Cuisum oN PatenTs, § 5.03[5], 5-239 (2003) (emphasis
added). In other words, a prior art reference must be
considered in its entirety in an obviousness inquiry and must
include a “full appreciation of what such reference fairly
suggests to one of ordinary skill in the art.” W.L. Gore, 721
F.2d at 1550.

The claims of the patent-in-suit are the starting point for
determining any differences between the patent-in-suit and
the prior art. Claim construction is a question of law for the
Court to resolve. See Markman v. Westview Instruments, Inc.,
52 F.3d 967,979 (Fed.Cir.1995). Some courts routinely hold
Markman hearings to determine the proper interpretation of
claim language. This procedure is not always necessary,
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however. See e.g. Rogers v. Desa Int’l, Inc. 166 F.Supp.2d
1202, 1204 (E.D.Mich.2001). The subject matter of the ‘565
patent is not technologically or linguistically complex.
Furthermore, neither party disputes any language of claim 4
in the context of Defendant’s motion for invalidity.
Accordingly, the Court finds a Markman hearing to be
unnecessary. See Rogers, 166 F.Supp.2d at 1205.

In addition, the Court is not faced with disputed claim
language to resolve. See U.S. Surgical Corp. v. Ethicon, Inc.,
103 F.3d 1554, 1568 (Fed.Cir.1997). As the court in U.S.
Surgical Corp. stated:

Claim construction is a matter of resolution of
disputed meanings and technical scope, to clarify
and when necessary to explain what the patentee
covered by the claims, for use in the determination
of infringement. It is not an obligatory exercise
in redundancy. [C]laim construction may
occasionally be necessary in obviousness
determinations, when the meaning or scope of
technical terms and words of art is unclear and in
dispute and requires resolution in order to
determine obviousness ....

U.S. Surgical Corp., 103 F.3d at 1568. Accordingly, the Court
will base its decision on the plain, ordinary, and undisputed
language of claim 4 and any ambiguities will be resolved
against the moving party. See Electronic Planroom, Inc. v.
McGraw-Hill Companies, 135 F.Supp.2d 805, 832
(E.D.Mich.2001).



39a

Appendix B

As described above, claim 4 of the ‘565 patent broadly
discloses the following: an adjustable pedal assembly
comprising of a support member with a pivot supporting the
pedal assembly with respect to the support member, the pivot
remaining in constant position while the pedal moves in fore
and aft directions with respect to the pivot. The ‘565 patent
further discloses an electronic pedal position sensor attached
to the support member and being responsive to the pivot of
the pedal assembly for providing a signal to the engine based
on the position of the pedal as the pedal assembly pivots
about its pivot axis.

The Court finds little difference between the teachings
of the prior art and claims of the patent-in-suit. Asano teaches
the structure and function of each of the claim 4 limitations,
except those relating to an electronic pedal position sensor.
Specifically, Asano teaches an adjustable pedal assembly
pivotally mounted on a support bracket with the pedal moving
in a fore and aft directions with respect to the support and
the pivot remaining in a constant position during movement
of the pedal arm. Thus, Asano “fairly suggests” the same
mechanical assembly design asserted in claim 4 of the patent-
in-suit. W.L. Gore, 721 F.2d at 1550.

Plaintiffs argue that Asano is vastly different from the
patent-in-suit. This may be a correct observation based on
the preferred embodiment of each patent; however, none of
the structural features asserted in claim 4, with the exception
of the electronic pedal position sensor, result in an invention
that is structurally different from Asano. As Defendant
correctly points out, it would be improper to import
extraneous limitations from the specification of the ‘565
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patent to avoid a finding of obviousness. See E.I. du Pont de
Nemours & Co., 849 F.2d at 1433. Accordingly, the Court
finds that Asano teaches every limitation contained in claim
4, with the exception of the limitation referring to an
electronic pedal position sensor.

The electronic pedal position sensor asserted in claim 4,
however, is fully disclosed by other prior art references. Both
the 503 Series pedal position sensor and the ‘068 patent teach
an electronic pedal position sensor being responsive to the
pedal pivot shaft and causing a signal to be sent to the engine
to increase or decrease engine speed based on the rotation of
the pivot shaft. In other words, the 503 Series pedal position
sensor and the pedal position sensor disclosed in the ‘068
patent are designed to be responsive to a pedal’s pivot shaft
in the same manner as the electronic pedal position sensor
described in claim 4 of the ‘565 patent. Accordingly, prior
art expressly teaches both the pivotally mounted pedal
assembly and the electronic pedal position sensor asserted
in claim 4.

a. Suggestion to combine

The fact that Asano and the modular pedal position
sensors teach the invention disclosed in claim 4 does not
render their combination obvious, however, unless there is
“some motivation or suggestion to combine the prior art
teachings,” either in the prior art itself, or by reasonable
inference from the nature of the problem, or from the
knowledge of those of ordinary skill in the art. See A/-Site
Corp., v. VSI Int’l, Inc., 174 F.3d 1308, 1324 (Fed.Cir.1999);
see also Yamanouchi Pharmaceutical Co., Ltd., v. Danbury
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Pharmacal, Inc., 231 F.3d 1339, 1343 (Fed.Cir.2000) (“[T]he
suggestion to combine requirement stands as a critical
safeguard against hindsight analysis and rote application of
the legal test for obviousness.”); ACS Hospital Sys., Inc. v.
Montefiore Hospital, 732 F.2d 1572, 1577 (Fed.Cir.1984)
(“Obviousness cannot be established by combining the
teachings of the prior art to produce the claimed invention,
absent some teaching or suggestion supporting the
combination.”) It is undisputed that in the mid-1990°s more
cars required the use of an electronic device, such as a pedal
position sensor, to communicate driver inputs to an
electronically managed engine. It is also undisputed that
adjustable pedal assemblies have existed in the art since the
late 1970’s. Clearly it was inevitable that adjustable pedal
assemblies would be joined with an electronic device to work
in conjunction with modern electronically controlled engines.
This fact is displayed in the prior art by Rixon 593, which
discloses an adjustable pedal assembly operating in
conjunction with an electronic throttle control. See Plaintiffs’
Response Brief, at Ex. L. According to one of Plaintiffs’
experts, Timothy Andresen, unlike the patent-in-suit, Rixon
‘593 discloses an adjustable pedal assembly with an
electronic sensor that is not attached to the pedal mounting
bracket and moves during pedal adjustment. See Andresen
Decl., at 99 5-6. Andresen states that placing the electronic
sensor “where it moves during pedal adjustment can be
undesirable due to the potential for electrical connector wire
fatigue failure and/or insulation abrasion.” Id. at § 6. It is
undisputed that Engelgau sought to improve on this design.
See Plaintiff’s Response Brief, at Ex. J, Col. 1, lines 43-52.
According to Andresen, Engelgau’s mounting of the
electronic pedal position sensor to the pedal assembly support
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bracket separated the pedal adjustment movement from the
electronic sensor. Andresen Decl. at § 7. Andresen argues
that this is the “critical feature” of the design that would not
have been obvious to someone familiar with the state of art.
See Andresen Decl. at § 7. It is also this feature which,
according to Andresen, “optimizes package space
requirements, minimizes weight, and simplifies the overall
design.” Id. at 4 9. Thus, the issue is whether something in
the prior art suggests combining the teachings of Asano, a
pedal assembly in which the pivot does not move with pedal
adjustment, with the teachings of the various modular pedal
position sensors known in the art to solve the problem of
designing a less expensive, less complex and more compact
design.?

The incentive to combine prior art references can come
from the prior art itself or be reasonably inferred from the
“nature of the problem to be solved, leading inventors to
look to references related to solutions to that problem.”

2. Plaintiffs’ experts agree that the alleged novelty of the ‘565
patent is found in the fact that the electronic control is mounted to
the pedal assembly support member and responsive to the pivotal
motion of the pedal pivot shaft. See Radcliffe Decl. at § 15; Andresen
Decl. at § 5-7. This feature is asserted in claim 4. In addition, however,
Plaintiffs argue that the problem of designing a less complex, less
expensive, and more compact design was also solved by the simplified
adjustable pedal assembly disclosed in the preferred embodiment of
the ‘565 patent. Plaintiffs make the argument in an attempt to
distinguish Asano. This argument, however, is unavailing because,
as the Court noted above, claim 4 contains none of the limitations
that allegedly make the preferred embodiment of the pedal assembly
structurally less complex than the Asano pedal assembly. See E.I. du
Pont de Nemours & Co., 849 F.2d at 1433 (citations omitted).
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Pro-Mold & Tool Co. v. Great Lakes Plastics, Inc., 75 F.3d
1568, 1573 (Fed.Cir.1996). According to Plaintiff’s experts,
prior art such as the Rixon ‘593 suffered from being too
complex because the pedal position sensor is located in the
pedal housing and its fore and aft movement with the
adjustment of the pedal could cause problems with wire
failure. Thus, the solution to the problem required an
electronic control that does not move with the pedal arm
while the pedal arm is being adjusted by the driver. The Court
finds that a person with ordinary skill in the art with full
knowledge of Asano and the modular pedal position sensors
such as the CTS 503 Series would be motivated to combine
the two references to avoid the problems with Rixon ‘593.

In addition, the fact that Asano and the modular pedal
position sensors both relate to the art of vehicle pedal systems
is a factor suggesting their combination. See In re Harmon,
42 C.C.P.A. 921, 222 F.2d 743, 746 (1955) ( “That the
references would have suggested doing what appellant has
done to anyone skilled in the art seems beyond doubt since
both references relate to coating ....”); In re Marx, 43
C.C.P.A. 880,232 F.2d 638, 640 (1956) ( “since both patents
relate to the same art, it would readily have occurred to one
having cognizance of the features of the references that it
might be desirable to [combine them].”); Display
Technologies, Inc. v. Paul Flum Ideas, Inc., 60 Fed.Appx.
787, 794, 2002 WL 32066815 (Fed.Cir.2002) (“The district
court did not err in combining the prior art references in this
case. The [prior art references] all are within the same field
of gravity-fed beverage dispensers.”) Furthermore, the prior
art contains express teachings with respect to the desirability
of attaching pedal position sensor to the support member of
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a pedal assembly with the sensor being responsive to the
pedal’s pivot shaft in the same manner as the invention
claimed in the ‘565 patent. See U.S. Patent No. 5,063,811 to
Smith (hereinafter “Smith”), attached to Defendant’s Reply
Brief, at Ex. 5. Smith reveals a rotary potentiometer, which
provides basically the same function as the 503 Series pedal
position sensor, attached to a fixed support member and
responsive to the pedal’s pivot shaft. Additionally, Smith
contains express teachings as to the desirability of attaching
an electronic control to a support member in order to avoid
the wire failure problems identified with Rixon 593 and
allegedly solved by the patent-in-suit: “[T]he wiring to the
electrical components must be secure from the possibility of
chafing which will eventually result in electrical failure. Thus,
the pedal assemblies must not precipitate any motion in the
connecting wires themselves . ...” Id. at Col. 1, lines 33-
38. Accordingly, the Court finds that Defendant has offered
sufficient evidence of a suggestion to combine a pivotally
mounted adjustable pedal assembly with an off-the-shelf
modular pedal position sensor to solve the problem of
designing a less expensive, less complex, and more compact
adjustable pedal assembly for use with electronically
controlled vehicles.

A finding of obviousness is further supported by the
prosecution history of the patent-in-suit. Defendant points
out that during prosecution of the ‘565 patent before the
Patent and Trademark Office, the Examiner rejected a claim
similar to claim 4 as an obvious combination of prior art.
Specifically, the Examiner cited Redding for its disclosure
of an adjustable pedal assembly comprising of a pedal
movable in fore and aft directions on a pivotally movable
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guide rail mounted to a support member. The Examiner cited
Smith for is disclosure of an electronic pedal position sensor
attached to a pedal assembly support member, which the
Examiner described as “old and well known in the art.” See
Office Action of November 13, 2000, attached to Defendant’s
Reply Brief, at Ex. 3. The Examiner stated his obviousness
conclusion in the following manner:

Since the prior are [sic] references are from the
field of endeavor, the purpose disclosed by Brown
[sic] would have been recognized in the pertinent
art of Redding. Therefore it would have been
obvious at the time the invention was made to
provide the device of Redding with the electronic
throttle control means attached to a support
member as taught by Smith.

Id. at 3.

Claim 4 of the ‘565 patent was allowed by the Examiner,
however, because of an added structural limitation, “wherein
the position of said pivot (24) remains constant while said
pedal arm (14) moves in fore and aft directions with respect
to said pivot (24).” ‘565 patent, col. 6, lines 33-36. Adding
this structural limitation distinguished the patent-in-suit from
Redding because the pedal pivot described in Redding does
not remain constant while the pedal arm moves in fore and
aft directions. Asano, however, discloses a pivot that does
remain in a constant position while the pedal arm moves back
and forth. Thus, the Court finds persuasive Defendant’s
argument that if Asano had been cited to the Examiner, he
would have found the combination of Asano and Smith to
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be obvious, just as he found the combination of Redding
and Smith to be obvious.

i. Secondary Considerations

The final element of the Graham test for obviousness
requires ascertaining the extent of any objective indicia of
non-obviousness. See Graham, 383 U.S. at 17-18, 86 S.Ct.
684. These so-called “secondary considerations” include
commercial success, long-felt need, failure of others,
skepticism and unexpected results. See 3IM v. Johnson &
Johnson Orthopaedics, Inc., 976 F.2d 1559, 1573
(Fed.Cir.1992). In some cases, such evidence is the most
probative of obviousness. See Richardson-Vicks, Inc. v.
Upjohn Co., 122 F.3d 1476, 1483 (Fed.Cir.1997) (citing
Stratoflex, 713 F.2d at 1538). Secondary considerations,
however, do not control the obviousness inquiry. See
Richardson-Vicks, 122 F.3d at 1483 (citing Newell
Companies, Inc. v. Kenney Mfg. Co., 864 F.2d 757, 768
(Fed.Cir.1988)). In other words, secondary considerations
“are but a part of the ‘totality of the evidence’ that is used to
reach the ultimate conclusion of obviousness.” See
Richardson-Vicks, 122 F.3d at 1483.

Plaintiffs argue that the commercial success of the design
depicted in the Engelgau patent supports a finding of non-
obviousness. Commercial success, however, “is relevant only
if it flows from the merits of the c/aimed invention.” Sjolund
v. Musland, 847 F.2d 1573, 1582 (Fed.Cir.1988). In other
words, the party asserting commercial success must prove a
nexus between the commercial success and the claimed

invention. See Simmons Fastener Corp. v. lllinois Tool Works,
Inc., 739 F.2d 1573, 1575 (Fed.Cir.1984).
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Plaintiffs offer the declaration of Plaintiff Teleflex’s
Director of Pedal Engineering, Charles Meier. See Plaintiffs’
Response Brief, at Ex. M. According to Mr. Meier, the
“adjustable pedal assembly design referenced in the Engelgau
patent has been placed in Ford’s U-137/P-131 program.” /d.
at 9 3. Furthermore, according to Mr. Meier, Plaintiff Teleflex
has “shipped approximately 150,000 adjustable pedal units
to Ford for the U-137/P-131 program.” Id. atq 5. The Court
finds this evidence insufficient to overcome Defendant’s
strong showing of obviousness.

Plaintiff has offered an overall sales figure for the
adjustable pedal assembly design “referenced in the Engelgau
patent.” Id. at § 3. As Defendant correctly notes, the pedal
assembly design referenced in the Engelgau patent describes
two embodiments, one comprising of a optional “cable
attachment member 78 for use with engines utilizing a cable-
actuated throttle control, and a second comprising of an
“electronic throttle control 28.” The embodiment comprising
of a “cable attachment member 78 is not protected by claim
4. Without knowing what amount, if any, of the 150,000 units
allegedly sold incorporated an electronic throttle control
protected by claim 4, it is impossible to gauge the commercial
success of the invention. Furthermore, even if the Court was
presented with enough evidence to find some or all of the
unit sales to be of a pedal assembly protected by claim 4, the
evidence would still amount to simple sales figure with no
evidence of nexus. See Kansas Jack, Inc. v. Kuhn, 719 F.2d
1144, 1151 (Fed.Cir.1983) (upholding the district court’s
invalidity ruling and holding the patent obvious when “the
evidence of commercial success consisted solely of the
number of units sold™); In re Baxter Travenol Labs., 952
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F.2d 388 (Fed.Cir.1991) (citing Kansas Jack, Inc., 719 F.2d
at 1151) (“information solely on numbers of units sold is
insufficient to establish commercial success.”)

In addition, Plaintiffs have not attempted to offer
evidence of any other secondary consideration, such as long-
felt need or failure of others. The Federal Circuit has found
that this fact warrants giving less weight to an argument based
on commercial success. See Merck & Co. v. Biocraft
Laboratories, Inc., 874 F.2d 804, 809 (Fed.Cir.1989)
(“Commercial success is an indication of nonobviousness
that must be considered in a patentability analysis ... but in
the circumstances of this case, where it is the only such
indication, it is insufficient to render Merck’s claimed
invention nonobvious.”). Therefore, the Court finds the
evidence of commercial success insufficient to overcome
Defendant’s clear and convincing evidence of obviousness.

5. Conclusion

Accordingly, the Court finds that a hypothetical person
with an undergraduate degree in mechanical engineering or
an equivalent amount of industry experience who has
familiarity with pedal control systems for vehicles would
have found it obvious to attach a modular pedal position
sensor to Asano’s support member, with the pedal position
sensor being responsive to the pedal assembly’s pivot shaft.
Therefore, claim 4 of the ‘565 is invalid for obviousness.
See 35 U.S.C. § 103(a).
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V. CONCLUSION

For the reasons set forth above, Defendant’s Motion for
Summary Judgment of Invalidity is GRANTED. Plaintiffs’
Ex Parte Motion for Oral Argument is DENIED. Plaintiffs’
Motion for Summary Judgment of Infringement is DENIED
as moot.

IT IS SO ORDERED.
Dated: December 12, 2003
LAWRENCE P. ZATKOFF

CHIEF UNITED STATES
DIRTRICT JUDGE
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QUESTION PRESENTED FOR REVIEW

The District Court granted summary judgment in favor
of Petitioner, KSR, finding the patent at issue was invalid as
obvious. To reach this conclusion, the District Court:
(1) considered competing affidavits of experts and chose to
credit the affidavit proffered by the moving party, KSR;
(2) neglected to make required factual findings relating to
obviousness, and (3) concluded as a matter of law that the
patent at issue was obvious even though no other prior design
or patent disclosed or even suggested the combination of an
adjustable pedal coupled with an electronic throttle control
that remained stationary during the adjustment process.

The issue here is whether the Federal Circuit Court erred
by vacating the District Court’s published decision, which
revealed glaring errors in the handling and weighing of
evidence on summary judgment, and which applied an
erroneous legal standard for determining obviousness.
The Federal Circuit Court’s decision is wholly consistent with
firmly-established evidentiary and procedural rules, as well
as this Court’s standards for determining obviousness. KSR’s
petition for certiorari is not nearly as significant as it attempts
to portray -- it should be denied in the same manner that this
Court has denied petitions on this issue for the last twenty-
three years.
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CORPORATE DISCLOSURE STATEMENT

Respondent Teleflex Inc. is the parent company of
Respondent Teleflex Holding Co. and is the only publicly
held company that owns 10% or more of the stock of Teleflex

Holding Co.

Respondent Teleflex Inc. has no parent corporation and
no publicly held company owns 10% or more of its stock.
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1

STATEMENT OF THE CASE

KSR’s Petition for Writ of Certiorari attempts to present
this simple infringement dispute between competitors in the
automotive supplier industry as a case of major
jurisprudential significance. Quite simply, it is not.

On November 18, 2002, Respondent Teleflex Inc.! sued
Petitioner KSR International Co. (“KSR”) for infringement
of U.S. Patent No. 6,237,565 (the “’565 Patent™). The District
Court granted KSR’s motion for summary judgment on
obviousness under Section 103 of the Patent Act, 35 U.S.C.
§ 103, in a published decision.

On appeal, the Federal Circuit Court vacated the District
Court’s decision and remanded the case for further
proceedings on the issue of obviousness, for three principal
reasons: (1) the District Court ignored the existence of
genuine issues of material fact; (2) the District Court held
that the expert affidavit proffered by KSR (the moving party)
was more credible than the two affidavits proffered by
Teleflex’s experts; and (3) the District Court failed to evaluate
the evidence using the correct standard for determining
obviousness. The Federal Circuit Court did not make any de
novo findings on whether the ‘565 Patent was obvious; it
merely vacated the erroneous decision and remanded the case
to the District Court for additional factual determinations.

This case is not an appropriate one for this Court to
accept KSR’s invitation to conduct a sweeping overhaul of

1. Respondent Teleflex Inc. was the original plaintiff in the
District Court action. Respondent Teleflex Holding Co., a wholly-
owned subsidiary of Teleflex Inc., was later added as a plaintiff
(Respondents collectively referred to as “Teleflex”).
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the “well-settled law” of obviousness, established over the
last twenty-five years, for at least three independent reasons.

First, this case does not present a significant
interpretation or application of § 103 by the Federal Circuit
Court. The record amply demonstrates that the District Court
made basic evidentiary errors in granting summary judgment
-- “weighing” the evidence, viewing conflicting expert
affidavits in the light most favorable to the non-moving party,
and generally accepting KSR’s version of “the evidence” as
undisputed. The Federal Circuit Court correctly determined
that there were, in fact, disputes of material fact presented in
the expert affidavits and other evidence, and that the District
Court should not have granted summary judgment against
Teleflex.

Second, this case is not ripe for review. The Federal
Circuit Court did not determine whether the ‘565 Patent was
obvious or not. Instead, the Federal Circuit Court merely
remanded the case for further proceedings on obviousness,
and, if necessary, infringement and damages.

Third, the Federal Circuit Court’s decision to vacate the
District Court’s award of summary judgment and remand the
case for further proceedings does not conflict with other
relevant circuit court decisions. In 1982, Congress gave the
Federal Circuit exclusive jurisdiction over complaints
alleging, in whole or in part, claims arising under federal
patent law. KSR does not cite to one post-1982 circuit court
case that is in conflict with the Federal Circuit Court’s
decision in the instant case. Moreover, the decision by the
Federal Circuit Court here is unreported and cannot be cited
as precedent, so no “conflict” with respect to this case can
exist. See Fed. Cir. R. 47.6.
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A. The Product Involved In This Suit

The product at the center of this dispute is an adjustable
pedal system combined with an electronic control. An
adjustable pedal system is a vehicle pedal (accelerator, brake,
or clutch) that can be adjusted by the driver to move the pedal
closer to or farther from the driver — much like an adjustable
seat moves the driver closer to or farther from the steering
wheel. Jt. App. at 1461-1462.2 Adjustable pedal systems
allow a driver to attain maximum comfort while still sitting
as far back from the steering wheel as possible to prevent air
bag related injuries. Adjustable pedal systems have become
a popular vehicle option because of their convenience and
safety benefits. Jt. App. at 1462.

- An electronic control that is used in conjunction with an
accelerator pedal is known in the automotive industry as an
electronic throttle control or “ETC.” An ETC is connected
to the accelerator pedal and uses a sensor to determine the
movement of the pedal as applied by the driver. The ETC
translates this movement into an electronic signal that is then
sent electronically to the throttle. This electronic signal tells
the throttle how much fuel and air to release into the engine.
This fuel and air mixture, in turn, determines the engine
output and subsequent speed of the vehicle. The ETC thus
acts as a conduit between the accelerator pedal and the
throttle. Jt. App. at 1557.

Teleflex is a leading manufacturer and supplier of
adjustable foot pedal systems that are used by the automotive
industry in motor vehicles. Jt. App. at 1461. Teleflex’s

2. The Petition for a Writ of Certiorari is referred to as “Pet.”,
the Appendix to the Petition is referred to as “App.”, and the Joint
Appendix in the Federal Circuit is referred to as “Jt. App.”
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adjustable pedal systems can be found in the Ford Excursion,
among others. KSR is also an automotive supplier and a
competitor of Teleflex. KSR, too, manufactures and sells
adjustable pedal systems. Jt. App. at 2. KSR’s adjustable pedal
systems can be found in various General Motors’ pickup trucks
and sport utility vehicles, among others.

B. The Prior Art In Effect When The Inventor Of The ‘565
Patent Invented The Teleflex Adjustable Pedal System
With Fixed Electronic Controls

Prior to the 1990s, the automobile industry used fixed pedals
with cable-actuated throttle control mechanisms. Jt. App. at
1470-1471. Subsequently, inventors replaced cables with
electronic throttle controls on these fixed pedal assemblies.
Jt. App. at 1471. These electronic controls were integrated with
the fixed pedal itself, that is, attached directly to the pivot point
of the pedal. The next significant invention in the pedal industry
was adjustable pedal systems with cable-actuated throttle
controls. The next invention was adjustable pedals with
electronic controls. These adjustable pedals with electronic
controls had the electronic control attached directly to the pedal,
in the same manner that the electronic controls were attached to
the fixed pedals. Jt. App. at 1470. In other words, the ETC moved
with the pedal during the adjustment process, a so-called “mobile
ETC.”

However, as evidence submitted by Teleflex demonstrated,
there was a major impediment to the manufacture and use of
adjustable pedals utilizing ETCs. One critical disadvantage of
the prior art mobile ETC was that it required a significant amount
of space to permit both the ETC and the pedal to move in the
area near the pedals. Jt. App. at 1471. (The area surrounding
the pedals in a vehicle, called the footwell, is a compact and
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tight space that is crowded as a result of the pedals vying
with the surrounding system and other driver control devices
for space in that area. Jt. App. at 1483-1485.) The prior art
mobile ETC takes up more space as it moves through the
footwell than would a corresponding adjustable pedal without
an attached ETC. Thus, there was a significant known
disadvantage with adjustable pedal systems coupled with an
ETC given the inherent space and “packaging” constraints
described above. This packaging problem confronted Teleflex
during the development of an adjustable pedal with ETC for
Ford’s Excursion vehicle. Jt. App. at 1483-1485. Steve
Engelgau, a Teleflex engineer, was given the task of solving
the problem. Jt. App. at 1483-1485.

C. Invention Of The ‘565 Patent

Mr. Engelgau invented the design embodied in the ‘565
Patent which solved this critical footwell space concern.
Under the <565 Patent, the ETC is attached to the bracket
that mounts the pedal to the vehicle -- not to the pedal itself;
this placement permits the pedal to be adjusted while the
ETC remains stationary. Jt. App. at 1552-1559. The stationary
ETC design set forth and claimed in the ‘565 Patent includes
an adjustable pedal system having an ETC that is attached to
the mounting bracket and in which the ETC remains fixed
during fore and aft movement of the pedal. Jt. App. at 1559.
Significantly, as of the date of conception of the ‘565 Patent
in February 1998, no other ETC adjustable pedal system
exhibited a stationary (non-mobile) ETC. Jt. App. at 1483-
1485.

Counter to KSR’s over-simplification of the invention
of the ‘565 Patent, the claim at issue in this litigation (claim
4 of the ‘565 Patent) does not just claim an adjustable pedal
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with an electronic control. Claim 4 requires a specific way
to locate and mount the ETC on an adjustable pedal system.
As one of Teleflex’s experts opined, the invention of the ‘565
Patent was a simple, elegant and novel combination of
features that would not have been obvious to one of ordinary
skill in the art. Jt. App. at 1548. '

Because the ETC is attached to the mounting bracket as
opposed to the pedal arm itself, the pedal arm is more
compact and thus can move within a narrower space.
The fact that the pedal arm can move within a narrower space
allows the vehicle manufacturer to devote more footwell
space to other vehicle components. Jt. App. at 1483-1485.
Thus, the independence of the pedal and ETC in the ‘565
Patent makes the design easier to package within vehicles, a
significant invention and improvement over prior art.

D. The District Court Decision

On July 7, 2003, Teleflex filed a motion for summary
judgment of infringement on the ‘565 Patent. On the same
day, KSR filed a motion for summary judgment of invalidity,
requesting in relevant part that the District Court declare the
‘565 Patent invalid under § 103 for obviousness.

In its obviousness challenge, KSR characterized the legal
issue before the District Court as whether there was a
suggestion in the prior art so that a person of ordinary skill
in the art would have desired to combine the prior art:

With regard to the ‘565 Patent, the legal
question raised by this motion is whether, to a
person of ordinary skill in the pedal design art as
of January 26, 1998, it would have been obvious
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to combine (a) the adjustable pedal assembly of
Asano [a prior pedal design], with (b) an off-the-
shelf electronic pedal position sensor. . . . Under
well-settled law, “when determining the patentability
of a claimed invention which combines two known
elements, ‘the question is whether there is something
in the prior art as a whole to suggest the desirability,
and thus the obviousness, of making the
combination.”” Ecolochem, Inc. v. Southern Cal.
Edison Co., 227 F.3d 1361, 1372 (Fed. Cir. 2000)
(quoting In re Beattie, 974 F.2d 1309, 1311-12 (Fed.
Cir. 1992) (quoting Lindemann Maschinenfabrik
GmbH v. American Hoist & Derrick Co., 730 F.2d
1452, 1462 (Fed. Cir. 1984))).

The record here abounds with evidence
suggesting the “desirability” of adding an electronic
pedal position sensor to Asano at relevant times.

Brief for KSR, filed July 7, 2003, at 28-29 (emphasis added).
KSR made several other references to the test for “obviousness”
as including the “motivation” for combining prior art. Brief for
KSR, filed July 7, 2003, at 29-30. Finally, KSR concluded that
“evidence” suggesting that the ‘inotivations for combining
Asano with an electronic pedal sensor ... are at least as clear
and convincing as motivations that the Federal Circuit has found
sufficient to invalidate patent claims under 35 U.S.C. § 103.”
Brief for KSR, filed July 7, 2003, at 30 (emphasis added).’

3. Of course, now that the KSR has lost its appeal, KSR has
disparaged the “well-settled law” and discarded the motivation-based
standard that it relied upon in the District Court and Federal Circuit
Court proceedings.
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A critical issue before the District Court was whether
the Asano patent constituted relevant prior art. Petitioner
acknowledged that “[t]he relevant art is defined by the nature
of the problem confronting the would-be inventor.”” Brief for
KSR, filed July 7, 2003, at 21. Teleflex submitted evidence
from the inventor and from two experts that the Asano patent
was not relevant prior art relative to the nature of the problem
confronted by the inventor of the ‘565 Patent. See, e.g.,
Jt. App. at 1551. The District Court reviewed the conflicting
evidence and, nonetheless, ruled, as a matter of law, that the
Asano patent was relevant prior art. The District Court next
reviewed the conflicting evidence, and despite the fact that
no other prior design or prior patent, disclosed, taught or
even suggested an adjustable pedal coupled with an ETC that
remained stationary during the adjustment process, the court
found, as a matter of law, that the ‘565 Patent was obvious.
App. at 39a.

E. The Federal Circuit Court Decision

Teleflex timely appealed the District Court decision.
In opposing Teleflex’s appeal, KSR argued that the District
Court properly evaluated obviousness under § 103 because
it applied the “teaching-suggestion-motivation” test:

This Court’s precedents hold that “when
determining the patentability of a claimed invention
which combines two known elements, ‘the question
is whether there is something in the prior art as a
whole to suggest the desirability, and thus the
obviousness of making the combination.””
Ecolochem, Inc. v. Southern Cal. Edison Co., 227
F.3d 1361, 1372 (Fed. Cir. 2000) (quoting In re
Beattie, 974 F.2d 1309, 1311-12 (Fed. Cir. 1992)
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(quoting Lindemann Maschinenfabrik GmbH v.
American Hoist & Derrick Co., 730 F.2d 1452,
1462 (Fed. Cir. 1984))).

Brief for KSR, filed April 30, 2004, at 27. Furthermore:

The District Court thus appropriately
analyzed the evidence of record to determine
whether, as of January 26, 1998, the prior art
included “some motivation or suggestion to
combine the prior art teachings.” 298 F. Supp. 2d
at 593 @uoting Al-Site Corp. v. VSI Int 'l Inc.,
174 F.3d 1308, 1324 (1999)).

Brief for KSR, filed April 30, 2004, at 32. Finally, KSR hailed
the District Court’s decision in employing the “motivation
or suggestion to combine” test on obviousness, which is the
same test that KSR now asserts in its Petition as violating
this Court’s precedents and the Patent Act:

In view of the foregoing, the District Court
was well-justified in concluding, as a matter of
law, that the prior art of record included “some
motivation or suggestion to combine” Asano with
a modular prior art pedal position sensor . . . .

Brief for KSR, filed April 30, 2004, at 37.

The Federal Circuit Court disagreed; the Federal Circuit
Court held that the District Court erred by granting summary
judgment in light of the fact that there were material issues
of fact on obviousness. App. at 16a-17a. In addition, the
Federal Circuit Court also held that the District Court made
improper factual and credibility determinations with respect
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to affidavits submitted by the parties’ experts: the District
Court erred as a matter of law because it credited KSR’s
expert declarant and discredited Teleflex’s two expert
declarants. App. at 16a. In addition, the Federal Circuit Court
ruled that the District Court applied an incorrect obviousness
test, and neglected to make specific factual findings relating
to obviousness. App. at 16a. Accordingly, the Federal Circuit
Court vacated the decision of the District Court and
“remand[ed] the case for further proceedings on the issue of
obviousness, and, if necessary, proceedings on the issues of
infringement and damages.” App. at 17a.

KSR timely filed this petition with the Court to review
the Federal Circuit Court’s determination that issues of
material fact existed that precluded summary judgment.

REASONS FOR DENYING THE PETITION

For the following independent reasons, Teleflex
respectfully submits that this Court should decline to review
the Federal Circuit Court’s decision to vacate the District
Court’s grant of summary judgment on obviousness.

A. The Federal Circuit Has Not Abandoned This Court’s
Precedent Or Section 103

Before turning to the central issue of whether the Federal
Circuit Court made an error in determining that factual
disputes existed in this case and that summary judgment
was improper, Teleflex addresses KSR’s assertions that
“[t]he decision below is in direct conflict with this Court’s
precedents . . . and the text of § 103 itself.” Pet. at 11. KSR
is wrong. In this case, and in the other cases cited by KSR
(several of which this Court has declined to review), the
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Federal Circuit has explicitly addressed § 103 and followed the
approach this Court set forth for applying that provision.

Section 103 provides, in pertinent part:

A patent may not be obtained .. . if the differences
between the subject matter sought to be patented
and the prior art are such that the subject matter as a
whole would have been obvious at the time the
invention was made to a person having ordinary skill
in the art to which said subject matter pertains.

35 U.S.C. § 103(a).

This Court held in Graham v. John Deere Co., 383 U.S. 1
(1966):

While the ultimate question of patent validity
is one of law, . . . the § 103 condition, which is but
one of three conditions, each of which must be
satisfied, lends itself to several basic factual
inquiries. Under § 103, the scope and content of the
prior art are to be determined; differences between
the prior art and the claims at issue are to be
ascertained; and the level of ordinary skill in the
pertinent art resolved. Against this background, the
obviousness or nonobviousness of the subject matter
is determined. Such secondary considerations as
commercial success, long felt but unsolved needs,
failure of others, etc., might be utilized to give light
to the circumstances surrounding the origin of the
subject matter sought to be patented. As indicia of
obviousness or nonobviousness, these inquiries may
have relevancy.



12

This is not to say, however, that there will
not be difficulties in applying the nonobviousness
test. What is obvious is not a question upon which
there is likely to be uniformity of thought in every
given factual context.

383 U.S. at 17-18 (citations omitted).

The Court also instructed that the standard set forth in
Graham would go beyond an inquiry of purely technical
issues:

These legal inferences or subtests do focus
attention on economic and motivational rather
than technical issues and are, therefore, more
susceptible of judicial treatment than are the
highly technical facts often present in patent
litigation. . . . Such inquiries may lend a helping
hand to the judiciary which, as Mr. Justice
Frankfurter observed, is most ill-fitted to
discharge the technological duties cast upon it by
patent legislation. . . . They may also serve to
“guard against slipping into use of hindsight,” ...
and to resist the temptation to read into the prior
art the teachings of the invention in issue.

383 U.S. at 35-36 (citations omitted).

Thus, under Graham, the obviousness inquiry is highly
fact specific, and requires an examination of the following:
(1) the scope and content of the prior art; (2) the differences
between the patented invention and what already existed in
the prior art; (3) the ordinary level of skill of people working
in the field; and (4) other objective evidence which may
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suggest that the invention would not have been obvious.
The Court also warned lower courts to “‘guard against
slipping into use of hindsight,” . . . and to resist the temptation
to read into the prior art the teachings of the invention in
issue.” 383 U.S. at 36. See also Ashland Oil, Co. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 291 (Fed. Cir.
1985), cert. denied 475 U.S. 1017 (1986).

This Court reaffirmed and relied upon the Graham fact-
intensive test in its consideration and determination of
obviousness in Sakraida v. Ag Pro, Inc., 425 U.S. 273 (1976)
and Anderson’s-Black Rock, Inc. v. Pavement Salvage Co.,
396 U.S. 57 (1969). In Sakraida, the Court expressly cited
Graham throughout its opinion and relied on the test to
evaluate the obviousness of the claimed patent. 425 U.S. at
279-280. Likewise, in Anderson’s-Black Rock, the Court
referenced Graham as laying out the test for determining
obviousness. 396 U.S. at 61-62. Under the fact situations in
both cases, the Court examined whether the combination of
“old elements” in prior art produced a “synergistic result.”

KSR suggests that the test in Graham, which the Court
relied upon in deciding Sakraida and Anderson’s-Black Rock,
should be cast aside in favor of, essentially, a one-prong
“synergistic result” test. However, nowhere in the Sakraida
or Anderson’s-Black Rock decisions does this Court state that
the “synergistic result” inquiry supersedes a finding of
nonobviousness or obviousness under the oft-cited, multiple-
prong Graham test. Indeed, after the Court issued decisions
in Sakraida and Anderson’s-Black Rock, it subsequently
expressly endorsed Graham as relevant precedent for
determining obviousness under § 103:



14

The nonobviousness requirement extends the field
of unpatentable material beyond that which is
known to the public under § 102, to include that
which could readily be deduced from publicly
available material by a person of ordinary skill in
the pertinent field of endeavor. See Graham, 383
U.S., at 15, 86 S. Ct., at 692.

Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S.
141, 150 (1989). Thus, Teleflex respectfully submits that this
Court did not intend that Sakraida or Anderson's-Black Rock
override the seminal case of Graham on obviousness.

Moreover, the Federal Circuit’s so-called “teaching-
suggestion-motivation” standard for obviousness is fully
consistent with Graham and its progeny. Under that standard,
there must be some motivation or suggestion to combine
specific prior art in such a way as to arrive at the particular
combination disclosed in the patent at issue. See, e.g.,
Ecolochem, Inc. v. Southern California Edison Co.,227F.3d
1361, 1372 (Fed. Cir. 2000), cert. denied, 532 U.S. 974
(2001)*; Ashland Oil, 776 F.2d at 293. Importantly, as
Graham instructed, the injection of hindsight in evaluating
obviousness must be avoided; the requirement of a suggestion
to combine prior art prevents hindsight reconstruction by
accused infringers who try to use the patent-in-suit as a guide
through the maze of prior art references, combining the right
references in the right way so as to achieve the result of the
claims in suit. See, e.g., Yamanouchi Pharmaceutical Co.,
Ltd. v. Danbury Pharmacal, Inc., 231 F.3d 1339, 1343 (Fed.
Cir. 2000) (“the suggestion to combine requirement stands

4. Teleflex notes that this Court denied certiorari in Ecolochem.
Indeed, as discussed below, the petition for a writ of certiorari in
Ecolochem is virtually identical to KSR’s Petition in this case.
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as a critical safeguard against hindsight analysis and rote
application of the legal test for obviousness.”); Ecolochem,
227 F.3d at 1371-72 (“Combining prior art references without
evidence of a suggestion, teaching, or motivation simply takes
the inventor’s disclosure as a blueprint for piecing together
the prior art to defeat patentability -- the essence of
hindsight.”) (citations omitted); Grain Processing Corp. v.
American Maize-Products Co., 840 F.2d 902, 907 (Fed. Cir.
1988).

The Federal Circuit’s decisions on obviousness,
including the decision in the instant case, follow this Court’s
precedents on obviousness. In addition to following Graham,
the Federal Circuit has followed this Court’s decision in
United States v. Adams, 383 U.S. 39 (1966). In Adams, as
KSR notes in its Petition, the patented product (a battery)
consisted of a combination of old elements that were well
known in the prior art. 383 U.S. at 51. The Court, nonetheless,
held that the patented battery was nonobvious. The Court
held that “known disadvantages in old devices which would
naturally discourage the search for new inventions may be
taken into account in determining obviousness.” 383 U.S. at
52. The Court also noted that “[i]f such a combination of
[old battery elements] is novel, the issue is whether bringing
them together as taught by Adams was obvious in the light
of the prior art.” 383 U.S. at 50. The Federal Circuit has
followed the Court’s holding in Adams. See, e.g., Kahn v.
General Motors Corp., 135 F.3d 1472, 1479-80 (Fed. Cir.
1998), cert. denied, 525 U.S. 875 (1998) (“In determining
obviousness, the invention must be considered as a whole.”);
In re Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994) (“a reference
will teach away if it suggests that the line of development flowing
from the reference’s disclosure is unlikely to be productive of
the result sought by the applicant.”) (citing to Adams, 383 U.S.
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it 52); McGinley v. Franklin Sports, Inc., 262 F.3d 1339,
(354 (Fed. Cir. 2001) (“If references taken in combination
would produce a ‘seemingly inoperative device,” we have
1eld that such references teach away from their
sombination.”); Custom Accessories, Inc. v. Jeffrey-Allan
'ndus., Inc., 807 F.2d 955, 959 (Fed. Cir. 1986) (a patent
vill not be deemed invalid merely because it is made up of a
‘combination of old elements™); SmithKline Diagnostics, Inc.
». Helena Labs. Corp., 859 F.2d 878, 887 (Fed. Cir. 1988)
“A finding that claims which combine several prior art
eferences are invalid based merely upon the fact that those
similar elements exist is ‘contrary to statute and would defeat
he congressional purpose in enacting Title 35.”), quoting
anduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 1577
'1987), cert. denied, 481 U.S. 1052 (1987).

Finally, as discussed above, KSR’s lower court briefs
we replete with references to “motivation”, “suggestion”, and
‘desirability” to combine prior art as the proper test and as
he “well-settled law” for determining obviousness. Although
(SR firmly embraced the “motivation to combine” test in
he District Court and Federal Circuit Court proceedings,
<SR now argues that the standard it advanced to the lower
sourts is against this Court’s precedents.

In conclusion, this Court has not repudiated Graham,
4dams, and its progeny in favor of a single-factor “synergistic
esult” test for combination patents. Graham and Adams
emain good law, and the Federal Circuit has followed those
sases and the statutory mandate of § 103.
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B. The Federal Circuit Did Not Err By Determining That
Genuine Issues Of Material Fact Existed, Thereby
Precluding Summary Judgment

The Federal Circuit reviews without deference to the
district court’s grant of summary judgment and draws all
reasonable factual inferences in favor of the non-movant.
As the Federal Circuit noted in Beckson Marine, Inc. v. NFM,
Inc., 292 F.3d 718, 722 (Fed. Cir. 2002), citing Anderson v.
Liberty Lobby, Inc., 477 U.S. 242, 255 (1986):

This court decides for itself whether ‘the
pleadings, depositions, answers to interrogatories,
and admissions on file, together with the
affidavits, if any, show that there is no genuine
issue as to any material fact and that the moving
party is entitled to a judgment as a matter of law.’
Fed.R.Civ.P. 56(c).

Beckson Marine, 292 F.3d at 722. Summary judgment is
proper on obviousness “only when the underlying factual
inquiries present no lingering genuine issues.” Beckson
Marine, 292 F.3d at 723.

Importantly, as the ‘565 Patent was issued by the United
States Patent and Trademark Office, KSR bears the burden
of proof on invalidity (in this case obviousness). See 35
U.S.C. § 282.5 This burden of proof is not the standard
“preponderance of the evidence” burden; rather, KSR was
charged with proving invalidity by clear and convincing
evidence. Ashland Oil, 776 F.2d at 292; American Hoist &

5. 35 U.S.C. § 282 provides in part, that “[a] patent shall be
presumed valid. . . . The burden of establishing invalidity of a patent
or any claim thereof shall rest on the party asserting such invalidity.”
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Dervrick Co. v. Sowa & Sons, Inc., 725 F.2d 1350, 1359 (Fed.
Cir. 1984), cert. denied, 469 U.S. 821 (1984). Clear and
convincing evidence exists when the movant “place[s] in the
mind of the ultimate fact finder an abiding conviction that
the truth of its factual contentions are ‘highly probable.””
Colorado v. New Mexico, 467 U.S. 310, 316 (1994).

The clear and convincing burden remains at all times on
the party challenging the validity of the patent. 4dmerican
Hoist, 725 F.2d at 1360. Furthermore, “[a]lthough the
ultimate determination of obviousness is a legal conclusion,
‘the presence or absence of a motivation to combine
references in an obviousness determination is a pure question
of fact.”” Medical Instrumentation and Diagnostics Corp. v.
Elekta AB, 344 F.3d 1205, 1220 (Fed. Cir. 2003), cert. denied,
541 U.S. 959 (2004) (citations omitted). See also Panduit
Corp., 810 F.2d at 1566, 1579.

The Federal Circuit Court used these standards in this
case to review de novo the District Court’s grant of summary
judgment on obviousness. None of these standards are
controversial or call into question a compelling legal issue
that this Court needs to review

Against these standards for review, the Federal Circuit
Court determined that the District Court granted summary
judgment in error as there were material issues of fact on
obviousness. App. at 16a-17a. The Federal Circuit Court also
held that the District Court impermissibly weighed the
competing expert affidavits in favor of KSR App. at 16a. In
addition, the Federal Circuit Court ruled that the District
Court applied an incorrect obviousness test, and, furthermore,
that the District Court neglected to make specific factual
findings relating to obviousness. App. at 16a. Based on these
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District Court errors relating to the District Court’s
mistreatment of disputed facts at the summary judgment
stage, the Federal Circuit Court vacated the decision of the
District Court and “remand[ed] the case for further
proceedings on the issue of obviousness, and, if necessary,

proceedings on the issues of infringement and damages.”
App. at 17a.

In addition, the Federal Circuit Court also rightfully
refused to accept the pivotal conclusions that the District
Court drew from the industry and technical expert affidavits.
The Federal Circuit Court held that “by crediting KSR’s
expert declarant and discrediting the two declarants offered
by Teleflex, the district court erred as a matter of law.”
App. at 16a. The District Court’s error was compounded as
KSR’s only expert affidavit was the arguably biased opinion
from its chief engineer; Teleflex, on the other hand, provided
two independent expert affidavits. App. at 14a-16a.
The Federal Circuit Court succinctly and properly noted:
“At the summary judgment stage of a proceeding, it is
improper for a district court to make credibility
determinations.” App. at 16a.

Given the mandate that KSR had to prove by clear and
convincing evidence that there were no genuine issues of
material fact that the ‘565 Patent was obvious, and given the
District Court’s errors in handling and weighing the evidence,
the Federal Circuit Court properly vacated the District Court’s
grant of summary judgment and remanded the case for further
evidentiary proceedings on obviousness. The District Court
should have found a question of fact. This Court need not
review the fundamental decision by the Federal Circuit Court
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to vacate the District Court’s order granting summary
Jjudgment.$

C. The Court Has Consistently Declined To Review The
Federal Circuit’s Decisions On Obviousness

KSR'’s radical plea for this Court to reverse nearly
twenty-five years of decisions by the Federal Circuit is far
from novel. Since 1985, numerous parties have sought review
of the same issues that KSR urges the Court to review in the
instant Petition. Significantly, the Court has not accepted
one petition calling into question the Federal Circuit’s
interpretation of Graham or § 103.

For example, in Nickson Indus., Inc. v. Rol Mfg. Co.,
765 F.2d 160 (Fed. Cir. 1985) (table), cert. denied, 474 U.S.
843 (1985), soon after the Federal Circuit obtained exclusive
Jjurisdiction for patent appeals, a petitioner urged the Court
to review the Federal Circuit Court’s decision reversing a
finding of invalidity on obviousness. The petition asserted
that, as here, the Federal Circuit Court’s decision conflicted
with Sakraida and Anderson’s-Black Rock and that the
Federal Circuit “utilized too low of a threshold of
patentability.” See Petition for a Writ of Certiorari in
Rol Mfg. Co. v. Nickson Indus., Inc., 1985 WL 696236, at
*6. Unlike the instant case, in Ro/ Mfg., the petitioner claimed
that the Federal Circuit Court had committed an arguably

6. Indeed, on remand, after further proceedings are conducted
and additional evidence presented, the District Court (and possibly
the Federal Circuit on appeal) may ultimately rule in favor of KSR
and find that the ‘565 Patent is, in fact, obvious and thus invalid. It
is also possible that the District Court could dispose of the instant
case on remand on several independent grounds, such as non-
infringement.
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greater offense by engaging in its own fact finding on the
issue of obviousness. See Petition for a Writ of Certiorari in
Rol Mfg. Co. v. Nickson Indus., Inc., 1985 WL 696236, at
*10. This Court declined to review the case’

In 2001, the Court was again asked to review the same
issues presented in the instant petition, and the Court declined
to do so. In Ecolochem, Inc. v. Southern California Edison
Co., 227 F.3d 1361 (Fed. Cir. 2000), cert. denied, 532 U.S.
974 (2001), the Federal Circuit reversed a district court ruling
that a patent was obvious and thus invalid. The petitioner
sought review from this Court on the basis that the Federal
Circuit has “read into section 103 ... the requirement that
the challenger must prove ... the existence of some
‘suggestion, motivation, teaching or incentive’ that would

7. The Court has consistently refused to review the Federal
Circuit’s decisions regarding obviousness. See, e.g., Polaroid Corp.
v. Eastman Kodak Co., 789 F.2d 1556 (Fed. Cir. 1986), cert. denied,
479 U.S. 850 (1986) (petition urged the Court to review Federal
Circuit decisions on obviousness, which have purportedly “wrought
a sea change in patent law”, see Petition for a Writ of Certiorari in
Eastman Kodak Co. v. Polaroid Corp., 1986 WL 766988, at *2);
see also Medtronic, Inc. v. Daig Corp., 789 F.2d 903 (Fed. Cir. 1986),
cert. denied, 479 U.S. 931 (1986) (petition sought review of Federal
Circuit decisions on § 103, see Petition for a Writ of Certiorari in
Daig Corp. v. Medtronic, Inc., 1986 WL 767041); see also Modine
Mfg. Co. v. Allen Group, Inc., 917 F.2d 538 (Fed. Cir. 1990), cert.
denied, 500 U.S. 918 (1991) (petitioner presented question for review
“[w]hether the Federal Circuit ... in this and other cases is
systematically ignoring the plain language of 35 U.S.C. section 103",
see Petition for a Writ of Certiorari in Allen Group, Inc. v. Modine
Mfg. Co., 1991 WL 11176960, at *1); see also Langston v
Southwestern Bell Telephone Co., 945 F.2d 416 (Fed. Cir. 1991),
cert. denied, 503 U.S. 914 (1992) (petition sought review of Federal
Circuit decisions on § 103, see Petition for a Writ of Certiorari in
Southwestern Bell Telephone Co. v. Langston, 1992 WL 12074335).
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have led one of ordinary skill in the art to combine or modify
the prior art in the manner of the invention.” See Petition for
a Writ of Certiorari in Southern California Edison Co. v.
Ecolochem, Inc., 2001 WL 34124948, at *2. This Court
declined to review that issue approximately four years ago
-- and this issue is the identical issue now raised by KSR.

D. KSR’s So-Called “Circuit Split” Is Overblown And
Manufactured

KSR asserts that the Court should grant certiorari because
of an “acknowledged circuit split” on interpreting § 103 of
the Patent Act (Pet. at 20), in apparent reliance on Supreme
Court Rule 10(a).

Simply put, there is no meaningful or relevant circuit
court conflict on the precise substantive issues in this
litigation. Nearly twenty-five years ago, in 1982, Congress
vested the Federal Circuit with exclusive appellate
jurisdiction over complaints involving, in whole or in part,
claims involving federal patent law. 28 U.S.C. § 1295(a)1);
Holmes Group, Inc. v. Vornado Air Circulation Systems, Inc.,
525 U.S. 826 (2002). KSR does not provide any examples
using any post-1982 decision from a circuit court other than
the Federal Circuit that is in conflict with the Federal Circuit
Court’s decision in the instant case. Nor does KSR point to
any pending cases in other courts of appeal that may create,
in the future, a circuit court split. In sum, KSR’s claims that
there is a split among the circuits is not relevant to any
pending proceeding, let alone the instant litigation.

KSR’s claim that in Allen Engineering Corp. v. Bartell
Indus., 299 F.3d 1336 (Fed. Cir. 2002), the Federal Circuit
acknowledged a circuit split, is misplaced.
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First, in Allen Engineering, the Federal Circuit did not
even cite to § 103; that case concerned claim construction
under § 112 and the application of the on-sale bar under
§ 102(b). Second, the portion of the decision in Allen
Engineering that KSR relies on to demonstrate a so-called
“acknowledged” circuit split pertained to the Federal Circuit’s
admonishment of counsel of record for inaccurately stating
the applicable law in post-trial briefs. 299 F.3d at 1356-57.
There is no contested circuit split mentioned in Allen
Engineering. KSR desperately misconstrues Allen
Engineering, and in elevating the Federal Circuit’s reprimand
to the parties’ counsel as an “acknowledged circuit split”
concerning § 103, KSR has demonstrated its inability to meet
the Court’s standards for grant of a writ of certiorari under
Supreme Court Rule 10(a).

CONCLUSION

Teleflex respectfully submits that KSR has not articulated
a compelling reason to justify discretionary review by this
Court. KSR’s petition for a writ of certiorari should be denied.

Respectfully submitted,

Robger D. Young

Counsel of Record

STEVEN SUSSER

Davip J. PoIRIER

Young & Susser, P.C.
26200 American Drive
Suite 305

Southfield, Michigan 48034
(248) 353-8620

Attorneys for Respondents
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zenberger. had violated the: Authority’s
Conduet and Discipline Directive (the “Di-
rective”). The Authority specified that
Mr. Litzenberger had violated the provi-
sion of the Directive which states, in part,
that “[elmployees are not permitted to
make irresponsible, false, or defamatery
statements which attack, without founda-
tion, the integrity of other individuals or of
an organization.” In support of the second
reason for Mr. Litzenberger’s removal, the
Authority relied upon the twelve specifica-
tions that it cited in support of the first
reason. Hach of the twelve specifications
was based upon statements that Mr. Lit-
zenberger made in a lawsuit that he filed
against the Authority in. state court in
Virginia to'require the Authority to re-
move allegedly false allegations of discrim-
ination from his employment record. The
suit ended in ajury verdict in favor of the
Authority.

Mr. thzenberger s employment with the
Authority was governed by Virginia law,
while his retirement rights under the fed-
eral civil service system are governed by
federal law. Mr. Litzenberger was re-
moved from his position after he had ex-
hausted all Authority grievance procedures
that were available to him. Following his
removal, he applied to the Office of Per-
sonnel Management (“OPM”) for a discon-
tinued service annuity pursuant to 5
U.S.C. § 8336(d)(1). That statute provides
that “[aln employee who is separated from
the service involuntarily, except by remov-
al for cause on charges of misconduct or
delinquency ... after completing 25 years
of service ... is entitled to an annuity.”
OPM denied Mr. Litzenberger’s applica-
tion because it determined that, although
he had 25 years of service and had been
separated involuntarily, he had been re-
moved for misconduct. In its reconsidera-
tion decision OPM 1nformed Mr. Litzen-
berger:

While your allegations that statements

which came out of litigation should not

be considered may go to the propriety of
your former agency’s action, it does hot
pertain to the fact the removal was for
conduct. Any challenge of your removal

231 FEDERAL REPORTER, 3d SERIES -

- is- a separate matter, and OPM has:no
-guthority to make a collateral reviewsof
your removal in connection with your

" retivement application.-

again be reviewed. " But, OPM. is re-
quired to make a determination based
" on the evidence of record. i

MY Litzenberger appealed the deni
his application to the Board. Followi
hearmg, at which' Mr. thzenberger tes
fied, ‘the administrative judge (“AJ’
whom the appeal was asmgned affirmed
OPM’s ‘decisior. The AJs decision be-

came the firial declswn of the Board When

ity under 5 U.S.C. § 8336(d)(1) by demon;
strating that his separation from the Au-
thonty was not, as OPM had determl

“for cause on charges of misconduet.” The

‘AJ concludéd that, ““on their face,” the
Authorlty’s charges against Mr. Litzen|
ger and the supporting speclﬁcatlons
stztuted charges of misconduct. Inso’
cludmg, she noted, in particular, the fact
that Mr, thzenberger had been charged
with making various accusations agamst

'Authonty employees, attorneys, and con-

tractors “recllessly and without regard for
the. truth thereof” The AJ deterrmned
that. this. charge came within the. scope of
the provision of the Directive that prohib-
its .an .Authority employee from making
“irresponsible, false, and defamatory stater
ments “which attack, without- foundation,
the integrity of other individuals or-of an
organization.” - Finally, the AJ ruled that
OPM had correctly determined that. it had
no authority to review the merits: of the
Authority’s removal action agamst Mr. th-
zenberger.

- I would affirm the decision of the Bdard
sustaining OPM's denial of Mr. Lifzénker
ger’s application for a discontinuied sefvice
annuity. In my view, this is a" very
straightforward case. Section .8336(d)(1)
provides that an individual who has:25

‘

If the removal
- ag'deseribed is reversed, the matter may -
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years of service and who is separated by
his or.her agency: mvoluntanly is entitled

a. discontinued , service, annuity unless
the: individual is removed “on charges of
misconduct: or:; -delinquency.” The lan-
guage of the statute makes it clear that, as
far as the nature of Mr. thzenbergers
involuntary separatlon was  ‘Goricerned,
OPM ‘had to do ohe thing and ofié thing
oily:” determine whether the" “éeparation
{7as based upon a charge- of misconduct or
delinquency. -As both OPM and-the Board
recoghized, OPM ‘was not: empowered to

. delve'into the merits of Mr. Litzenberger’s

separation. Rather, OPM’s sole task was
to determine the nature of the separation.
The statute uses the words “except by
moval for cause on charges of ‘'miscon-
¢t or delinguency.” It does not use the
ords “except when it is determmed that
e, pphcant was. properly removed for
cause, on charges “of misconduct or dehn-
quency.” Plainly, Mr. Litzenberger was
involuntarily separatéd because he was re-
‘moved: for miseonduct. - Oneof the reasons
why Mr.: L1tzenberger was removed was
violation:iof the provision of the Directive
that. prohibits .an employee.: from making
irresponsible,. false, .or defamatory state-
‘ments. Violation of that Directive provi-
sion obviously amounts, fo. misconduct, a
point- which both, OPM and the Board, cor-
rectly recognized In my view, that should
be, the end of the case. o
The ma.]onty states that OPM was cor-
rect when it concluded that “it could not
make a collateral review whether the re-
moval was jlistified.” However, the fajor-
ity then. goes on to ‘state that OPM erred
by decldmg that the removal was for. mis-
conduct without addressmg Mr. thzenber-
gers clalm that the statements that gave
rise to hlS removal were prmleged because
they were made ifr the state couit litiga-
tiof; Thus, the majority holds that “OPM
could not deny an’annuity for mlsconduct
‘or delinquency w1thout estabhshlng or ver—
ifying the miseondtict. or dehnquency, in-
cluding verifying ‘whether" the assertedly
culpable statements were privileged under
“Virginia law.”, . According: to thermajority,
“the Board was required to determine

whether such statements can support deni-
al;of -an annuity under § 8336(d).” It re-
mands the :case to" the:’ Board for - that
purpose. .

. I do not beheve that it was necessary
for- OPM to verify Mr. Litzenberger's miis-
coniduct and determine whether the state-
Tents he made in the state court litigation
were privileged.” Indeed; I believe that it
would have been improper for OPM to
have done so. In my view, the majority is
requiring OPM to do something ‘that is
contrary to the statute. Section
8336(d)(1) simply. required OPM to deter-
mine whether, when the Authorxty re-
moved Mr. Litzenberger, it, did so because
it (the Authotity) beheved that he was
guilty of misconduct. " As set forth above,
OPM  correctly determined that the Au-
thorlty removed Mr. thzenberger for mis-
conduct, and the Board properly affirmeéd
that determination. I believe that the ma-
jority errs in requiring OPM and the
Board to go.beyond that. determination.

For the foregoing reasons, I respectfully

digsent.
AW Lo
O EKEYNUMBERSYSTEM - -
T v

YAMANOUCHI PHARMACEUTICAL
CO., LTD Plamtlff-Appellee,

and .
Merck & Co., Inc., Plaintiff—Appellee,
DANBURY PHARMACAL, INC., Schein
Pharmaceutical,. Inc., “and: Marsam
. Pharmaceuticals, -Inc.=, . Defendants-
Appellants s .
] - Neo. 99—1521
United States Court of Appeais,
Federal Circuit.
Decided Nov. 3, 2000

Rehearmg and Rehearing En Bane
Derued Dec. 14, 2000.

Owner of patent for -anti-ulcer drug
famotidine brought. infringement action
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against ¢ompetitor, who had filed Abbrevi-
ated New Drug Application (ANDA) forr
generie version. The United States District
Court for the Southern District of New
York, Richard Owen, Senior Judge, 21
F.Supp.2d 366; held for owner and award-
ed attorney fees. On..appeal, the Court of
Appeals, Rader, Circuit Judge, held that:
(1) patent was not invalid as obvious, and
(2) filing of baseless ANDA warranted
award of attorney fees. .
Affirmed.

———

1. Patents €=16(1), 36.1(1).

Factors relevant to determination of
whether patent is invalid due to obvious-
ness are: (1) scope and content of prior art,
(2) differences between prior art and
claimed invention, (3) level of skill in art,
and (4) objective indicia of nonobviousness.
85 U.S.C.A. § 103.

2. Patents ¢16.25

For chemical compound prima fac1e
case of patent obviousness requires struc-
tural similarity between.claimed and prior
art subject matter, where prior art gives
reason or motivation to make claimed com-
positions. 35 U.S.C.A. § 103.

3. Patents <=36.2(1)

Reasonable expectation of success, not
absolute predictability, supports conclusion
of patent obviousness. 35 U.S.C.A. § 103.

4. Patents =16.25

Patent for anti-ulcer drug famotidine
was not invalid due to obviousness absent
showing that oné of skill in art would have
found motivation to combine piece from
one chemical compound in prior art.patent
with piece of another compound in second
prior art patent, and to then alter resulting
intermediate compound to create famoti-
dme 35USCA.§ 103.

5. Patents 313

Patent invalidity claimant was not de-
prived of right to be fully heard, on paten-
tee’s motion for judgment as matter of law,
even though claimant was not allowed to
examine inventor; claimant had had oppor-
tunity to depose inventor, but chose not to

231 FEDERAL REPORTER, 3d SERIES

do so, inventor’s proposed testimony would
have contradicted. testimony of claitharit’§
expert, and inventor's proposed testirtoriy

would not have been relevant to dispositivé -

issue. Fed Rules Civ:Proc.Rule 52(c), ‘28
US.CA: : g

6. Federal Courts €=830.

Court of Appeals reviews dlstr,lct'

court’s decision to award attorney fees. -un;

- der abuse of discretion standard, -under

which decision is affirmed unless it is
clearly unreasonable, arbitrary, or faneiful,

fact.

7. Patents €=249.1

Abbreviated New Drug Apphcat
(ANDA) filer may infringe prescrlpt
dirug manufacturer’s patent without engag-

-ing in any actual commercial activities;

mere act of filing ANDA can constltute
mfnngement 36 U.S.C. A. § 27 1(e)(2)

8. Patents ¢=325.11(3)

Generic drug manufacturer’s- ﬁhng of
unjustified Abbreviated New Drug-Appli-
cation (ANDA), asserting invalidity of ul-
cer drug manufacturer’s patent, as well a8
its misconduct in ensuing ‘litigation, wait~
ranted finding that case was exceptional
one justifying award of attorney fees.

Federal Food, Drug, and Cosmetic Act,
US.CA. -

§ 505G)@(AG), . 2L
§ 355()(@)(A)Iv); 35 US.CA. §§ 271(e),
285. :

Robert L. Baechtold, Fitzpatrick, Cella,

Harper & Scinto, of New York, New York,

argued for plaintiff-appellees. - With him
on the brief were Hugh C. Barrett, Brlan
V. Slater, William E. Solander, and Amr 0.
Aly. On the. brief for Merck & Co., I

were Paul D. Matukaitis and William Kro-
vatin, of Merck & Co., Inc., of Rahw,

New Jersey. Also on the brief for Me

& Co., Ine,, were John F. Lynch, Nicolag
and Gerard M. Devlin, Jz;.

G. Barzoukas, »
Arnold, White & Durkee, of Houston, Tex-
as.. . .
William A. Alper, Cohen, Pontani, Lie-

berman- & Pavane, of New York, New

»

or based on erroneous conclusion of law.or- -
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York, argued for defendants-appellants.
With him on“the brief were Thomas C.
Pontani, Michael C. Stuart, Myron Cohen,
Julla S. me and Martin B. Pavane

James F. Hurst Wmston & Strawn, of
Chlcago, Ilhnms, for amicus curiae Nation-
al- Phannaceutlcal Alliance. - Of counsel
was Christine J. Siwik.

' Before NEWMAN, RADER, and
GAJARSA, Cilfcuit Judges. -

. RADER, Circuit Judge.
On a motion for judgment as a matter of
law (JMOL), the United States District
urt. for the Southern District of New
fork upheld the validity of claim 4 of U.S.
>atent No. 4,283,408 (the '408 patent) in .
favor of Yamanouchi Pharmaceutical Co.,
Ltd. and Merck & Co., Inc. (collectively,
Yamanouchl) See Yamamouchi Pharm.
Co. v. Danbury Pharmacal, Inc, 21
F.Supp.2d 366, 370, 48 USPQ2d 1741, 1744
(S.D.N.Y.1998). The district court .also
found that defendants .Danbury Pharma-

cal, Inc. (Danbury), Schein Pharmaceuti-
cal, Inc.’(Schein), and Marsam Pharmaceu-
ticals, Inc. (Marsam) willfully infringed
the 408 patent and awarded attorney fees
to Yamanouchi. See id. at 378. Because
the district court correctly upheld the va-
lidity of the 408 patent and did not abuse
its discretion in awarding attorney fees,
this court affirms.
I

The 408 patent, issued to Yamanouchi
on August 11, 1981, relates to inhibitors of
gastric acid secretion, Claim 4 of‘the 408
patent, the only claim at issue; claims-fam-
otidine for treating heartburn and ulcers.
Famotidine belongs to a class of com-
pounds known as histamine, antagonists
(Hj ‘antagonists); which inhibit production
of stomach acid. As Figure 1 illustrates,
the general chemical structure of ‘Hy an--
tagonists' includes a “substituted heterocy-
cle” group, a’ “alkyl containing” chain
(called a “bridge™), and a “polar tail,” eop-
nected in that order: ‘

—NH>

Hy=—S—CHy~—CHy—C
/4 N—SO,NH;
c N
il I [
 Substtuted Heterocycle . Polar Tail

Bridge. . -

. Figure 1~ Famotidine .

. During the 1960s and 705;‘drug manu.-
facturers searched for H, antagonists with

improved pharmacological properties, in-
vc.lud_mg low toxicity, high.activity, and lack
.of side effects, Research revealed hun-

dreds.of thousands of potential compounds.
Indeed, pharmaceutical companies synthe-

‘sized more than 11,000 H, antagonist com-

pounds. See Yamanouchi, 21 F.Supp.2d

-at 371. Very rarely, however, were these

compounds pharmacologically. suitable. H,

antagonists. . Nofable failures include tioti-
dine, which caused cancer in rats; buri-
mamide, which was ineffective for oral dos-
ing; metiamide, which caused white blood
cell loss; lupmdme, Wthh caused pre-can-
cerous lesions -in rats;-.and oxmetidine,
which caused hepatitis.

Of the 11,000 :candidatés for suitable
compounds, fewer than fifty showed
enough promise.to warrant human clinical
trials. Ultimately; the FDA. approved only
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four for consumer use:- ;cunetldme, ramtl-
dine,? famotidine,*:and- nizatidine;* . Rameo-
tidine, the claimed eompound. af. issue;.has
been. extremely successful,. .In. 1996, for
example, prescnpt.mn sales of famotldme
in the United States alone reached over
690 million dollaz's

Danbury is a: subs1d1ary of Schem, Whlch
produces and markets generic. drugs. -
January 1997, Danbury filed an Abbreviat-
ed New Drug Application (ANDA) with
the Food and Drug Administration (FDA)
.seeking:approval to market generic famioti-
‘dine. - Under: the:: ANDA: procedure, :an

applicant seeks-FDA -approval to:market.a.

generic. drug’™ The Hatch~Waxman.-Act,
also known as.The Drug Price Competition
and: Patent Term Restoration Act, Pub.L.

No. 98-417, 98 Stat. 1685 (1984) (codified -

as amended at 21 U.8.C.§.855.-and ;35
U.S.C. §:271(e) (1994)), amended the Fed-
eral . Food, Drug, ; and.,Cosmetlc Act
(FDCA), PubL No. '52-6175,,52. Stat., 1040
(1938) (codlﬁed as amended
§§ 301—397 (1994)), to perrm .ﬁhng of an
ANDA to expedite FDA™approval of a
generie version of a drug previously ap-
proved by the FDA. See, e.g., Bayer AG .

Elon Pharm. Réséavch” Corp, 212 F3a~

1241, 1244, 54 USPQZd 1711, 1712 (Fed.
Cir2000). = °

Under the FDCA, an AN DA filer must
certify one of the following four statements
concerning the previously approved drug:
it is not patented (paragraph I certifica-

tion), its patent has- expn'ed (paragraph II-
certification), its patent soon will expire on-

a spemfied date (paragraph IIT - certlﬁca-
tion), or its patent “is invalid or. will not be
infringed by the manufactureé, use, o sale’
of the new drug” covered by the ANDA
(paragraph IV certification). "S‘éé ~:21
‘US.C:§ 355(.])(2)(A)(vu)(1) (IV). "To""ob-
‘tain approval of an ANDA, ‘the FDCA
‘requires only that, the generie drug is the
“bmequxvalent” of ‘the previously approved
driig. See 21 U.S. C ‘§. 355(3)(2)(A)(1v)

1, The FDA approved c1met1dme in 1977;
SmlthK.lme Beecham sells it as TAGAMET@.

'2." The FDA -apprOVed-ramndme- in.: 1983;
-.Glaxo-Wellcomé: $élls it 2s:ZANTAC®. - .} ..
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" §:271(e}(2)(A); and willful mfrmgément Lbi

filed- & ‘numbér of paragraph IVoAN
-Ble versions:of famotidine.

two suits were consolidated (Danbury,
Schein, and Marsam are hereinafter collec-

.52(e))... With that motion, Yamanouchi ar-

“the time: ‘of invention. The district court

“combine selected  portions of variou

) Merck se]ls it as PEPCID®. .~

In Danbury’s -ANDA" for.. famotiding,
Danbury made -a paragraph-IV..certifi¢
tion- that. clamm 4-0of the '408. pate
invalid, , © See 221 .
§3550)(2)(A)(V11)(IV) AS the eI
quires, Danbury, on March 26, 1997
Yamanouch1 a Patent Certlﬁca

dinary properties. See id. at 373.- The
district court characterized Danbury’s case
for obviousness as largely hindsight, spec-
ulation, and argument without an adequate
foundation. ,-See .id. at 370, 373, 376.
Based on those findings, the district court
determined that Danbury willfully infring-
ed the 408 patent. The distriet court thus
found the case “exceptional” and awarded
attorney fees and costs to Yamanouchi.
‘See id. at 878.

Yamanouchi of Danbuiy’s parigrs
ANDA ﬁlmg Accompanymg the certlﬁc_,

1L

To grant a JMOL under Rule 52(c), a
district judge must weigh the evidence and
resolve credibility. See Fed.R.Civ.P. 52(a)
and (¢); Lemelson v. United States, 752
F.2d 1538, 1547, 224 USPQ 526, 530-31
(Fed.Cir.1985). . Therefore, this court re-
Views the district court’s JMOL findings as
if entered at the conclus1on of all the evi-
dence. * See Lemelsomn, - 752 F.2d at 1547T;
Woods v. North Am. Rockwell Corp., 480
F.2d 644, 64546 (10th Cir.1973). This

the reasons for the asserted invalidity

Wlthm forty ﬁve days of recewm h:e
ii‘:t

the 408~ patent ‘under " 35 U
der85 U.8.C: §285 (1994). See 35S
§ 271(e)(4) During ‘this period, Marsam
Als
seeking  FDA approval to market inj
- Yarianetichi
then filed suit against Marsam, and the

ness, a gitestion of law, without deference,
and the underlying findings of fact for
cear error. See Univ. of Colo. Found.,
Inc. v. Am. Cyanamid Co., 196 F.3d 1366,
1370, 52 USPQ2d 1801, 1803 (Fed.Cir.

tively: referred to as Danbury). The par- 1999)

ties agreed to a bench trial. -

_After.Danbury presented its last witness
on obviousness, Yamanouchi moved for
JMOL under Fed.R.Civ.P. 52(c) (Rule

A

critical factual underpinnings: (1) the
scope and content of the prior art, (2) the
differences between the prior art and the
claimed invention, (3) the level of skill in
the art, and (4) the objective indicia of
nonobviousness. - See Panduit Corp. v.
Denmison Mfy. Co., 810 F.2d 1561, 1566~
67, 1 USPQ2d 1593, 1595-96 (Fed.Cir.
1987); Graham v. John Deere Co., 383
US. 1, 17, 86 S.Ct. 684, 15 L.Ed.2d 545
(1966). For a chemical compound, a prima

gued that Danbury had-not shown by clear
and convincing evidence that claim 4 of
the '408 patent would have been obvious at

granted Yamanouch’s JMOL motion. See
Yammmm, 21 F.Supp.2d at 870 "Speeif-

bury ha‘d nét ’sho'wﬂ any motivat

ait compounds to create the spehlfi
tural similarity between claimed and prior

art subject matter ... where the prior art
gives reason or motlvatlon to make the
claimed composmons ? In re Dillon, 919
F.2d 688, 692, 16 USPQ2d 1897, 1901 (Fed.
‘Cir.1990) (en .banc). “[A] reasonable ex-

3 The FDA approved famoudme

4 The FDA approved mzatldme in 19
.. Lilly/ sells it as AXID®,. . {
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court reviews the conclusion on obvious-:

[1-3] Obviousness rests on several

facie case of obviousness requires “strue-
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pectation of suceess, ‘not. absolute. predict-
ability” supports a conclitsion of obvious-
ness. In re Longi, 7159 F.2d 887, 896, 225
USPQ 645, 651-52(Fed.Cir.1985).

As notéd earlier, the district court dis-
cerned that Danbury had not proven any
motivation to combine prior art references
to produce the claimed invention. This
court has recently reemphasized the im-
portanée of the motivation to combine:

As this court has stated, “virtually all
[inventions] are combinations of old ele-
ments.” Therefore, an examiner [or ac-
cused infringer] may often find every

-element ‘of a claimed invention in the

prior ‘art. If identification of each

claimed element in the prior art were
sufficient to negate patentability, very
few patents would ever issue. Further-
more, rejecting patents solely by finding
prior art corollaries for the claimed ele-
ments would permit an examiner {or
accused infringer] to use the claimed
invention itself as a blueprint for piecing
together elements in the prior art to

- defeat the patentability of the claimed

invention.

. To counter -this potential weak-
ness in the obviousnéss construct, the
suggestion to combine requirement
stands .as a critical safeguard against
hindsight analysis and rote application
of the legal test for obviousness.

In re Rouffet, 149 F.3d 1350, 135758, 47

USPQ2d 1453, 1457 (Fed.Cir.1998) (inter-

nal citations omitted).

[4] At the heart of this validity dispute
is whether one. of skill in this art would
have found motivation to combine pieces
from one compound in a prior art patent
with a piece of another compound in the
second prior art patent through a series of
manipulations. According to Danbury, one
of skill in the art would have considered it
obvious to select the example 44 compound
from Yamanouchi’s U.S. Patent No. 4,252,-

819 (the 819 patent) and tiotidine from

the '378 patent to use as leads for making
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famotidine. These compounds, respective-
ly, are three and eleven times more active
than cimetidine—the ~benchmark com-
pound at the time of invention (Figure 2).
After selecting these, two, lead compounds,
Danbury continues, it would . have been
obvious to combine the polar tail from
example 44 (Fxg'ure 3) thh the, substltuted

. Hz--S—CHf-CHz—NH—E—NH—CFb

" -.-231 FEDERAL REPORTER, 3d SERIES

ure 5).

‘moyl group (SOZNHZ)

Figure 2 - Cimetidine -

- 3cnz——s cnz—cnz—c N
N CO NHz

Flgure 3- Example 44

——S—CH;——CHz—-NH-—-c—NH—-CH,
: Ce=N

Figure 4 —_‘Tio’tidin‘e B

CH —-s---cm,——cr-lz—(:—-nu2
corm2

' Figure‘»5'— l.nvterrnediatje Cbmpouha : :

The dxstrlct eourh correctly reJected
Danbury’s argument Spec1ﬁcally, Dan-
bury did not show sufficient motivatjon. for
one of, ordmary sklll in, the art at the time

heterogyele from tiotidine (Figure 4)
creating: the intermediate compound
Thereafter, to .create famo
Danbury argues. that it would have
obvious to perform a bioisosteric Subs
tion  of the: carbamoyl (CONHy) gro
the intermediate compound Wlt

of invention to take any one of the foll
ing steps, let' alone the entxre com;
combination: . (1) selectmg example 44 A
lead compound, (2) combmmg the polar. tal 1

from example 44 with the substituted’het-
«erocycle from tiotidine, and (3).substituting
the earbamoyl (CONH,) group in:the inter-
mediate compound with a sulfamoyl group
(SO.NH,) to create famotidine. -: :

At the'outset; Danbury did not'show the
tequired motivation for selecting example
44 3§'a lead compound. -Danbury’s asser-
n of motivation rests on the- fact that
example 44 is three times more active than
¢imetidine. That activity alone, however,
is not sufficient motivation. As-the trial
court noted, other prior art references dis-
osed compounds. with H, antagonist ac-
tivity up to ten times higher than cimeti-
dine. See Yamanouchi, 21 F.Supp.2d at
373. If activity alone was the sole motiva-
tion, other more active compounds would
have been the obvious chmces, not example
44.

Danbury also does not show the motiva-
tion .to combine the polar tail of example
44 with; the substituted heterocycle of tioti-
dine, then. to substitute the carbamoyl with
a-:sulfamoyl. To show -such motivation,
Danbury argues only that an ordinary me-
" dicinal chemist would have reasonably ex-
pected the resulting. compound to exhibit

he bageline level of activity is a mere Hes
. th the activity of cxmetldme This level of
motlvatlon does not ‘show a “reasonable
éxpectatxon of success.” In e Lcmgz, 769
F.2d at 897. The success of dlscovenng
famohdme was not discovering one of the
‘tens of thousands of eompounds’ that ex-
hibit " baseline H, antagonist activity.
Rather, . the success was finding a com-
pound ‘that had high actmty, few side ef-
féets, ‘and’ ladked toxicity.-”'As Danbury’s
expert ‘téstified, “the ' ordinary -medicinal
chemist- wotld ‘not hive expected famoti-
dirie to have the “most desirablé:combina-
tion of pharmacological properties™ that it
possesses. -J.A. at 1062..

- Furthermore, ‘the  prior art offers no
. suggestion to pursue the particular -order
of manipulating parts of the compounds.
Danbury’s proposed obvious course of in-
vention requires a very-specific series of
:steps.-- Any deviation in the order of eom-

YAMANOUCHI PHARMACEUTICAL v. DANBURY PHARMACAL
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bination would have taught away from
famotidine. - If, for instance, the sulfamoyl
group were substituted. for the carbamoyl
group on example 44 without attaching the
substituted heteroeycle from tictidine, the
evidence showed that the resulting com-

pound would have Yuwth the activity of
cimétidine, Famotidine, on the other
hand, has 40 times the activity of cimeti-
dine.. Danbury offered no evidence sug-
gesting what might have led an ordinary
artisan in-this field -to follow the precise
steps that produced-a remarkable inven-
tion.

Danbury falls far short of satisfying its
burden of showing a prima facie case for
structural obviousness by ¢lear and con-
vineing evidence. Instead, as the district
court aptly concluded, this case “has all
the earmarks of somebody looking at. this
from _ hindsight” = Yamanouchi, 21
F.Supp.2d at 370. Because Danbury .did
not show even a prima facie case for obvi-
ousness, this court has considered, but
need not separately address, the strong
objective evidence of non-obviousness.

: "B.

[5]1 On appeal, Danbury contends that
the distriet eourt improperly rejected its
request to examine the inventor of the '408
patent, Dr. Yanagisawa, .and. thereby

.abndged its right, to be fully heard. At

trial, Danbury proffered that Dr. Yanagi-

‘sawa’s- testimony would .show an. alleged

distortion in his data provided to the U.S.
Patent- and Trademark Office.. The al-
leged distortion, according to Danbury,
would:prove that tiotidine is actually more
active than famotidine.

“Upon review, this court concludes that

‘the distriet ‘court did not abuse its discre-

tion in exclirding Dr.-Yanagisawa as a wit-
ness. Under Rule 52(c), “the right to be
“fully heard’ does not amount to a right to

introduce every shred of evidence that a
‘party wishes, without regard to the proba-

tive value of that evidence. . First Va.
Banks, Inc. v. BP Explorationi& Oil, Inc.,
206.F.3d 404, 407 (4th Cir.2000); see Gran-
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ite State Ins. Co. v. Smart Modular Teck.
Inc, 76 F.3d- 1023, 1031 (9th Cir.1996).
Moreover, the advisory committee notes
clarify that the:rule “authorizes the eourt
to-enter judgment at any-time that:it can
appropriately make a. dispositive finding .of
fact .on. the evidence.” Fed.R.Civ.P. .52
-advisory committee .notes (1991 amend—
ment). . iy

made a: dispositive finding that-the. record
showed no. motivation to combine the prior
art. in the way suggested by Danbury. Dr.
Yanagisawa’s testimony would not bear. on
this dispositive. finding, . Rather, Dan-
bury’s own expert Dr. Loev, testxﬁed that
famotldme is more active than tiotidine—a
position dlrectly contrary ‘o what Danbury
stated would be showm by Dr. Yanaglsa-
wa's testlmony Further,,,Danbury, on ap-
peal, admitted that it had an opportumty
to notice and depose Dr. Yanaglsawa, but
did not do so.

Accordmgly, thls court agrees w1th the
dlstnct court’s finding that Danbury was
fully” heard within the meanmg of Rule
52(c).  This court therefore afﬁrms "the
district court’s grant of JMOL, sustammg
the validity of claim 4 of the ’408 patent

Do oL o

[6] This court’ 're\'iiews f,he “district
court’s decision fo award attorney fees n-
der an abuse of discretioni standard See
Avia Group Tiit; Tne v LA Géar Cal,
‘Ine., 853 F.2d 1567, 1567, 7 USPQZd 1548,
1556 (Fed.Cir:1988); -“Undérthat standard,
this‘court affirms the district court’s deci-
sion unless the court’s decision- is clearly
unreasonable, - arbitrary .or fanciful;: or
based on an erroneous conclusion of law or
fact. . See Heat.& Control, Inc, v. Hester
Indus., Inc, 785 . F.2d 1017,.. 1022, 228
USPQ . 926, 930 (Fed.Cir. 1986) (c1tat10ns
omLtted)

[7] At the outset, this court recognizes
that 'the Hatch~Waxman: Act authorizes an
award of attorney fees to the prevailing
party in exceptiorial cases on the basis of
an ANDA filing: ~-As an initial matter, title

-35. recognizes that. the: submission. of .an
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In the present case, the . dlstmct court

“provides: “The’ court in exceptxonal' éases

tYet with rega.rd to paragraph ().in:
ment the Act mcorporates no such restng

§ 271(e)(4)

varieties-of misconduct that make.a:

of misconduet include willful infringement,
Ssée,- e, Avig,-853 F.2d at 1667; Rose-
mownt, Inc. v. Beckman Instruments, Inc.,
727- F.2d 1540, 1548, 221 USPQ 1, 8-9
(Fed.Cir.1984), inequitable conduct before
the PTO, offensive litigation tactics, vexa-
tious or unjustified Htigation, or frivolous
filings, see Hoffmann-La Roche Inc. v.
Invamed Inc, 213 F.3d 1359, 1365; 54
USPQ2d 1846, 1850 (Fed.Cir.2000); Beck-
man Instruments; Inc.v. LKB Produkter
AB,: 892 F.2d 1547, 1651, 13 USPQZd 1301,
1304 (Fed.Cir:1989), R

" [8] “In’ the present case, -the district
court detertnined -that Danbury’s conduct
amiotrited to willful -infringement. See
Yamianouchi, 21 F.Supp.2d at 876, An
DA filing by its very nature is a “highly
artificial” act .of infringement,” therefore,
the trial court neéd not have elevated the
ANDA certification into a finding of willful
infringement. See Eli Lilly & Co. v. Med-
tromic, Inc, 496 U.S. 661, 678, 110 S.Ct.
9683, 110 L.Ed:2d 605, 15 USPQ2d 1121,
1130 (1990). Rather, Danbury’s miscon-
duct in filing a wholly unjustified ANDA
certification-and miseonduct during the liti-
.gation that followed warranted the district
.court’s finding. that this. case was excep-
tional.. :
The joint operation of §§ 271(e) and 285
‘require the paragraph (2) infringer to dis-
-play care and regard for thé strict stan-
ards of the Hatch-Waxman Aet when
‘challenging patent validity.. As already
-noted; the Hatch=Waxman.Act authorizes
.challenges - to- the validity of  patents. in
aécordance with strict statutory require-
ments. Specifically, a paragraph IV filing
requires “a certification, in the opinion of
the applicant and to the best of his knowl-
edge, Tthat] each patent .- for which the
applicant is seeking approval ;.. -is inval-
id” 21 U.S.C. § 355()2)(A)vi)TV) (em-
phasis added).  The Hatch-Waxman Act
sthus imposes a duty of care on an ANDA
‘certifier. - Thus, a case initiated by a para-
-graph *(2)- filing, like any: other- form of
-infringement litigation, may become excep-
-tional if the ANDA ﬁler makes baseless
-certifications.

AN DA “shall be an act of infringement.:- i
if .the -purpose of such - :submission: jsvie
obtain.approval under such Act-to-engage
in ‘the commercial - manufacture, -use;sor
sale of a drug ... .-claimed in a; paterte
before the. expiration of such patent.?:
Cor § 271(e)(@):.
Thus, ;under the terms. of the A an
ANDA filer may infringe without. eyen;en-
gaging in any. actual commercial. activities.
The -mere act, of ﬁhng an’ ANDA Consti-
tutes infringement. -

‘The Act also perrmts an: award of ttor-
ney féees- for infringement” by “an ANDA
filing.  Section 271(e)(4) states: SUEGHR
act of infringement déseribed in paragraph
@) ... 4 cdurt ‘may award" attcrney fees
urider séction 285.” * Section 285, ifi t‘urn

may award reasonable attorney fees to e
prevailing. party.” -86.U.S.C. § 285:+(The
“paragraph (2)” infringement specifiedcih
§ 271(e)(d) is ‘the filing:of an ANDAw Ae-
cordingly, the Act uriambiguously pertiiits
an award of attorney fees to the prevalhng

(4)0).
frmge-

AT

(2) mfrmgement to cases 1nvolv1ng ';
ing, : commerecial : sales, See .35 .]

As noted above, section 271(e)(4) autho-
rizes; fee awards for, paragraph::(2):i

fringement -in accordance .with:the:-stan-
dards.-for section 285. exceptional ,
This court, in-turn,:has recognized:

exceptional for a fee-award. These forths

YAMANOUCHI PHARMACEUTICAL v. DANBURY PHARMACAL
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This court :concludes that the district
court’s finding that Danbury made a base-
less. certification is not clearly erroneous.
In the first place, Danbury’s case for obvi-
ousness presented at trial contained-glar-
ing. weaknesses, precipitating a'-JMOL.
The ANDA certification notice and its sup-
porting affidavits, upon which Danbury re-
lies to show that it had a good faith belief
in invalidity; suffer- similar. weaknesses.
The certification statute requires notice to
the patentee of “the factual and legal ba-
sis” of invalidity.. See 21 U.S.C.
§ 355()(2)(B)(i). .Danbury’s notice does
not present 2. prima facie case of invalidi-
ty, and makes no referénce to famotidine’s
potency, safety, and lack of side effects,
among other dlstmgulshmg properties ac-

,companymg its unusually high aectivity.

See Vamanouchi, 21 F.Supp.2d at 376.
“Moreover, Dr. Loev admitted at trial
that, as of 1992, he could not tell from
[famotidine’s] chemical structure whether
it would be toxic nor predict its lack of
side effects. He further testified that he
could not predict the effects on potency
that would be ¢aused by, the structural
manipulations he claimed to be obvious.”
Id. When Danbury proceeded in the face
of these weaknesses, its ecertification
amounted to baseless and unjustified mis-
conduct. In certifying invalidity, Danbury
disregarded. its duty to exercise due care.
In assessing whether a case qualifies as
exceptional, the district court must look at
the totality of the circumstances. See
Kaufman Co., Inc. v. Lantech, Inc, 807
F.2d 970 at 978-79, 1 USPQ2d 1202, 1208
(Fed.Cir.1986). These circumstances in-
clude Danbury’s choice to produce during
trial'a 1993 opinion from its patent-attor-
ney, Mr. Alfred B. Engelberg. This legal
opinion contained an acknowledged -error
in chemistry, which was eritical to its con-
clusion of obviousness. Danbury’s own ex-
pert, Dr. Loev, conceded at trial that “En-
gelberg’s interpretation of the ['408] patent
was. patently incorrect-and that the [?408]
paterit nowhere described the formulation
relied upon by Engelberg.” See Yama-
nouchi, 21 F.Supp.2d at 376. ’
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- ‘Based: on. the foregoing, .the dlstnct
court : properly found::that -Danbury’s
ANDA filing was “without adequate foun-
dation-and speculative at best.”:* Yamd-
nouchi, 21. F.Supp.2d at 376, - The-district
court thus found-the case -“éxceptional”
and awarded attorney fees to' Yamanouchi.
Thiscourt detects no abuse- of diseretion
by the distriet: court’ in its ‘award. - This
court therefore affirms the district court’s
'award of attorney fees to Yamanouch1

CONCLUSION

Because the prior art does not render
obvious claim 4 of the 7408 patént, this
court affirms the"district cotirt’s ‘gkant of
JMOL upholding- its validity. Moreover,
because thé district’ eourt dld not 'abuse its
discretion in- awa.rdmg attorney fees, thlS
court, affirms. ' '

coSTs -«
~"Each pa.rty shall bear 1ts own costs
- AFFIRMED ’
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'John O. ROANE, Plaintiff-Appellee,
UNITED STATES, Defendant—
.. Appellant,
No. 00-5015."

Umted States Court of Appeals,
Federal Clrcult

. Decided Noy. 3, 2000.

- Major:who retired from. the: Air-Force
after having been . considered: .but nonse-
lected for promotion:three times brought
action’ alleging that- procedures used by
seléction boards violated .statute:and. De-
partment of Defense Directive..The United
States Court of Federal: Claims, Robert H.
‘Hodges, Jr., J.,; 36 Fed.CL. 168, awarded
reinstatement and back pay. United States
appealed. The .Court: of Appeals, Plager,
Circuit Judge, held: that Air. Foree's: divi-

‘tant Attorney General; :David. M. Coh
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sion of 1ts Promotlon Review Boardsirito
smaller réview. panels was permissiblesir
terpretation: of relevant statutes arid:cof:
sistent -with ’ Department of Defe ige
reetxve :

) R_eversed,

Armed Serv1ces @==7

- Air Foree’s' division’ of -its  Promistion
Review Boards into smaller rewew Siéls .

was permissiblé mterpretatlon of “§tat
governing promotion recommiendatio Hh

the armed forces and. reports of selectlon ;

ment of Defense ;dire_ctive requiring
single hoard be convened to consids
eligible officers. in the same grade
competltwe category 10 U S.C.A:8§

"Guy J. Fetrante, King & Everha
P.C, of Falls Church, Vlrglma, argue
plaintiff- appellee

- Armando-Q. Bomlla, Attorney’,' Commer—

cial- Litigation Braneh, Civil Divisioti;:De-
partmentof Justice; of ‘Washington; DG
argued for defendant-appellee.” - With
on the brief were David W. Ogden, ‘As

Director;. and-Kirk T. Manhardt, Assist
Director: .
sella, Deputy.:Director. : Of counsel on-the
brief was. Lt. Col: Ralph A. Bauer,:Chiéf,

‘Military. Personnel ‘Branch, Officé of
-eral Counsel, General Litigation Division,

United States Air Force, of ’Arlington
ginia. Vet

v Before PLAGER Clrcmt Judge, s
ARCHER, Senior Circuit Judge, and
GAJARSA, Circnit Judge.

PLAGER, Clrcult Judge

The United States appeals the. Judgment
of the Court of Federal Claims, which held
that the method used by the United States
Air ‘Foree-(“Air- Force™). in awarding ‘pro-
motions was invalid because it was incon-
sistent with various statutes and 'a Depart:

- (1996).

Of. counsel was James M. Kin
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] ment of Defense (“DoD”) Directive. See

Roane v. United States; 36 Fed. Cl. 168
The Court of Federal Claims
awarded reinstatement with back pay to
Major John Roane, on the grounds that
the Air Force Promotion Review Boards

~ that denied his promotion were illegally

constituted.  Because the decision: of the

“Court of Federal Claimsis inconsistent

with binding precedent subsequently -is-
sued by this court, we reverse. Before the
Court of Federal Claims, Major Roane

~ challenged the legality of the Air Force

Promotion Review Boards that denied him
promotion, on the grounds that they were
d1v1ded 1nto smaller reyiew panels, which
he alleges is contrary to the dictates of 10
USC §8 616 and’ 617 (1994), as. well as
DoD Directive. 1320.9 (Sept. 18 1981).
The Court of Federal Claims held for Ma-
jor Roane, stating: . “Neither the governing
statute nor DoD Directive 1820.9 provides
for panels in this circumstance.... The
A1r Force System is contrary to the stated
purpose of the statute and the’ regula-
tions,” 36 Fed. Cl. at 170. Ho_wev_er, the
Court of Federal Claims rendered its deci-
sion before the issuance of our opinion in
Smail v. United States, 158 F.8d 576 (Fed.
Cir.1998). In Small, we held that the Air

Foree’s division of its Promotion Review -

Boards into-smaller panels was a permissi-
ble interpretation of §§ 616 and 617, as
well as consistent with .DoD Directive
1320.9.; Id..at 581; see also. Fluellen v
United. States, 226 F.3d 1298 (Fed.Cir.
2000). -Because it is contrary to this bind-
ing precedent; the decision of the Court of
Federal Claims is

" REVERSED.

W
O £ KEYNUMBER SYSTEM
T

William K. VanCANAGAN, in his capac-
ity as personal representative of the
Estate of Ford Bovey, and Sharon Bo-
vey, Plaintiff_szbpellants,

. v v' - ..
UNITED STATES, Defendant-Appellee.
‘ No. 99-5040.

United States Court of Appeals,
Federal Circuit.

Decided Oct. 17, 2000.

" Taxpayers filed income tax refund
suit. The United States Court of Federal
Claims, Robert H. Hodges, Jr., J., dis-
missed the suit, and taxpayers appealed.

* The Court of Appeals for the Federal Cir-

cuit, Friedman, Senior Circuit Judge, held
that: (1) where taxpayers received two ex-
tensions, totaling six months, for filing
their returns, the amount of credit or re-
fund could not “exceed the amount of the
tax they paid during the 42 months before
the filing of their return; more than four
years after the extended due date, and (2)
the $150,000 the taxpayers remitted with
their application for an extension of time
for filing income tax return was a “pay-

‘ment” and not a “deposit,” and thus they

could not obtain a credit or refund more
than 42 months later. -

Affirmed. -

1. Internal Revenue €=>4969

Where taxpayers received two exten-
sions, totaling six months, for filing their
income tax returns, the amount of credit or
refund for overpayment could not exceed
the amount of the tax they paid during the
42 months before the filing of their return,
more than four years after the extended
due date. 26 US.CA. § 6511(a), ®)@).

2. Internal Revenue €=4960

The $150,000 the taxpayers remitted
with their application for an extension of
time for filing income tax return was a
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proffer:any evidence-iri support-of its argu-
ment that its marks are famous, and there-
fore,.the Board declined to find. that the
HP mark was famous. In-its brief to this
court, HP does not argue that the Board
erred in not treating- HP’s mark as famous.
At oral argument, however, counsel for HP
suggested that the Board might have tak-
en judicial notice of HP’s fame, based. on
the proffered reglstratlon .of HP’s house
mark, At oral argument in response %o
questions from. the bench as. to why . HP
had failed to make any record at the Board
to support a fame argument the questxon
arose as to whether Jud1c1al riotice should
have been taken of the fame of the HP
mark. This court has, on one’ oceasion i
the past, taken judicial notice of the fame
of a mark when considering’ & Board' decic
sion ‘on appeal.” See B.V.D. Lwensmg
Corp. v. Body Action Design, Inc, 846
F.2d 727, 728 (Fed.Cir.1988). ‘In that case,
however, the request for judicial notice
was made-in the briefs, and not at the late
stage of oral argument, as is the case here,
We consequently .decline to. consider
whether to take judicial notice of the fame
of HP’s marks. See Henry . Department
of Justice, 157 F 3d 863, 865 (Fed.Cir,1998)
(stating that, arguments raised for, the first
time at oral argument.come too late)

Therefore, we have no _oceasion today to
consider whether our authorlt,y to take
‘judicial notlce of 'a mark’s fame, for the
first time on appeal survives in the light of
Dickinson v. Zurko, 527 U.8, 150, 165, 119
S.Ct. 1816, 144 L.Ed.2d 148, 50 USPQ2d
1930, 1937 (1999), and our need to faithful-
ly follow the rule of Securities and Ex-
change Comm’n v. Chenery Corp; 318 U.S.
80, 95, 63 S.Ct. 454,:.87 L.Bd. 626 (1943)
(“[Aln. adiinistrative order cannot -be up-
held unless the -grounds upon which the
agency acted in exercising its powers.were
those upon which its. action can be sus-
tained.”). . . :

[13]° We hold that the Bodrd c‘orrectly
declined to consider the fame factor. “Our
caselaw has consistently ‘stated ' that the
conclusion that a mark:is:famous is based
on several important factual findings. See
DuPont, 476 F.2d"at 1861, 177 USPQ at
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567 (mdlcatmg that the sales, advertising;
and' length of use of’ the miark are to be

i

considered “When' evaluating” the fameof

the’ mark), Recot, 214 -F.3d at 1326, 54,-

USPQ2d at 1896 (descnbmg rélevatit’ 5
denegof record supporting concliision {l st
the FRITO-LAY, mark is famous) Ty
the fame ‘factor is based on underl ‘
factﬁndlng dlctates that reIevant ev1de
must be submltted in support of a requ
for treatment under the fartie factgr
respons1bﬂ1ty to.create a factual r is
heightened . under the more deferent’ai
standard that this eourt must apply when
reviewing - PTO factﬁndmg Sée' Zhirko,.
527 U S ‘at 165 119 S Ct 1816’ 0

cludmg the underlymg factﬁndmgs
agencys ratlonale This necessarily.
quires that facts be submxtted to the;agen
ey to create the record on.which the agens,
cy-bases its decision. - Because HP did: t
proffer. -such - evidence .in support ofits
argument. that its marks are. famous, the
Board properly dechned to address thls
issue. ‘

III'

Packard asserts that it profferred evi
that 1ts planned trade .channels. and

dence. :See DuPont, 476 F 2d at 1361 173
USPQ at 567 (describing channel of trade
and class of customer factors). Packard
made the same argument concerningithe
relatedness of its .services: to HP’s goods
and the Board properly rejected Packand's
argument, . -as.. hoted -abové.: .Specifieally;
the- Board did. fiot err by :looking:
identification of the services set
Packard’s :application. See: Octocor)9:
F.2d at 942, 16 USPQ2d at 1787 (FedlCitk
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1990). When the registration..does :not
contain limitations describing a particular
channel of trade. or; class. of -customer, the
goods .or services are assumed to travel in
all normal. channels of trade. .See Canadi-
an . Imperial Bank.of Commerce v.. Wells
Fargo, Bank, .N.A,, 811 F.2d 1490, 1492, 1
UsPQ2d: 1813, . 181415 - (Fed.Cir.1987).
The Board properly based.its analysis on
Packard’s. registration, which contains . no
restrictions as to 2 particular class of con-
sumer. or channel . of trade,- and assumed
that;. applicant . and opposer’s. .goods. and
services may be marketed “in some of the
same manners” to the same classes of
purchasers. Hewlett—Packard, slip op. at
8;1999 WL 792477. We perceive ho revers-
ible” efror in- the’ Board’s treatment of
these DuPont factors .

CONCLUSION

For the reasons stated above, we vac'ate
the Board’s decision and.remand . the case
to the Board for further proceedlngs con-
slstent w1th this demswn e L

COSTS
Nocosts. . .. ’
VACATED AND REMANDED
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ECOLOCHEM INC, Plaintiff-
‘ Appellant ‘ >

. v :
SOUTHERN CALIFORNIA EDISON
COMPANY Defendant—
Appellee ’
' No..99-1043.

United States Court of Appeals,
:; Federal Cireuit.

Sept. 7, 2000.

Patentee of deoxygenation processes
for liquid containing :.dissolved :oxygen
‘hrought patent infringement action against
operator of nuclear generating station. Op-

erator .counterclaimed for: - declaratory
judgment of invalidity, and asserted equi-
table defenses. The United States Distriet
Court for the Central Distriet of Califor-
nia, 863 F.Supp. 1165, granted partial sum-
mary judgment for operator, invalidating
certain claims.: The Court of Appeals af-
firmed in part and reversed in part. Fol-
lowing bench trial, the District Court,
Richard A. Paez, J., 1998 ‘WL 1182000,
found willfiil mfrmgement but determined
that all infringed claims were invalid. Pat-
entee appealed The Court of ‘Appeals, Mi-
chel, Circuit Judge, held that: b patent
claims were ot ant1c1pated by prior art
articles; (2) one claim was anticipated by
scientist’s public presentation; (3) majority
of .claims were not. rendered obvious by
prior art, absent motivation to combine
prior art references; but 4) patentee did
not rebut prima fac1e case of obviousness
as to one claim.

Affirmed in part, reversed in part, and
remanded. .

1. Patents =70

" Claims in patent for deoxygenation
processes for, lquid containing dissolved
oxygen were not anticipated by prior art
articles, since articles’ dlscussmn of appli-
cations of deoxygenated ‘water was limited
to use of hydrogen deoxygenatxon, while
patent claims involved "deoxygenation by
hydrazine in combination with a mixed bed
jon exchange resin. 85 US.CA. § 102(a)

2. Patents €=324.55(1)

Court of Appeals reviews for clear
error the district court’s: decision on antici-
pation..of a patentclaim after trial. 35
U.S.C.A. § 102(a).

3. Patents =60

Claims in patent for deoxygenatwn
processes- for liquid containing dissolved
oxygen, which required removal of excess
_hydrazine in the final ion exchange step,
were not anticipated by scientist’s public
presentation at International Water Con-
ference, which did not discuss removal of
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excess hydrazine, but presentation d1d an-
ticipate - claim directed - to déoxygenation
process comprising steps of passing liquid
containing oxygen and hydrazine through
activated carbon, and then passing’liquid
through mixed bed ion exchange resins to
remove at least the dissolved contami-
nants. 35 U.S.C.A. § 102(a).

4. Patents €60

', A public presentatlon 1nd1cat1ve of the
state of knowledge and use of an mventlon
in the United States qualifies as prior art
for ant1c1pat10n purposes under the patent
statute. 35 U. S. C A § 102(3.)

5. Patents &»324. 55(4) :

Court of Appeals reviews de novo: the
district court’s conelusion of obviousness of
a patent claim. . 35 U.S.C.A § 103(a)

6. Patents &=16. 5(1)

Patent claims directed to deoxygena?
tion processes for liquid containing dis-
solved oxygen, - which used ‘process set
forth in prior art article, including use of
carbon bed, followed by use of mixed bed
jon exchange resin downstream of carbon
bed, were not rendered obvious by combi-
nation of artlcle and other references, as
there was no evxdence of any suggestlon,
teaching, or motivation to combine article
and other references, and there was evi-
dence of teaching away from demineraliza-
tion and deoxygenation processes used by
patentee. 35 U.S.C.A. § 103(a). )

7. Patents &=16(4)

Court of Appeals cannot use hmds1ght
reconstruction to pick and choosé among
isolated disclostires in the prior art to dep-
recate the claimed invention pursuant to a
claim that patent is invalid for obvmusness
35 U.S.C.A. § 103(a).

8. Patents ¢&26(1). :

When a rejection for obviousness de-
pends on a combination of prior art ref-
erences, there must be some teaching,
suggestion, or motivation to combine the
references, and the same principle applies
to invalidation of the patent 35 US.CA
§ 103(a). -
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9: Patents &=»16(4),; 26(1) :

- "Although- the suggestlon’to combitié
prior art refererices may flow fromthé
nature of the problem;’ deﬁmng the Pr
lem in terms of:its solution reveals improp:
erhindsight in the seléction of ‘the: prlor
art relevant to obwousness, therefore,
whien determining the  patentability - off- 4
claimed invention .-which .‘combines ‘two-
kriown -elements, the question is whethiet
there is semething in’ the prior art as’i
whole to suggest the desirability, and thiis
the obviousness, of making the- combma-
tion. 85 U.S.C.A. § 103(a):

10. Patents =36(1) .
Broad. conclusory statements regar
ing the teach_mg of multiple prior art refer:
ences, standing alone, are not evidence ofa
motivation to combine those references, as
would support.a ‘claim of obviousness. 35
U.S.C.A. §.103(2). . ;

11. Patents ¢=36. 1(2 3), 36. 2(1) o
" Patentee ‘failéd to rebut prima facie
case of obviousness as 1o claim for deoxy
genation process for liquid containing dis-
solved oxygen, despite some evidence, of
secondary considerations of nonobvmus-
ness such as modest commercial success
and teaching away from use of prior art
process incorporated in.claiined process, in
light of absence of any evidence that oth-
ers were trying to emulate patented pro-
cess, and fact that patentee. apphed for

patent on the process within two years of

publication of industry guidelines recom-
mending use of deoxygenated water in nu-
clear- power plants 85 U8 C.A § 103(2).

12. Patents &=324.5, 324 55(4)

While Court of Appeals review the
district court’s factual findings on the sec-
ondary considerations of obviousress for
clear error, on claim'of patent invalidity,
Court reviews the. ultimate determination

of obviousness de novo. 85 US.CA
§ 103(a). .
18. Patents @7?36 2(4) 324 55(4) i

. District court clearly. erred in finding
that operator. of nuclear generating.station
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established that success of patentee’s in-
vention, namely, a deoxygenation process
for liquid containing dissolved oxygen, was
due to factors not claimed in the patented
invention, for purpose of claim that patent
claim was invalid as obvious, in light of
gperator’s own statements that success
was based both on mobility of commercial
embodiment of invention, which was not
claimed, and on invention’s improved filtra-
tion process, which was claimed. 35
US.CA. § 103(a).

14. Federal Courts 844

Court of Appeals gives great defer-
énce to the district court’s decisions re-
garding credibility of witnesses.

5. Patents =3
. The fact of near-sunultaneous inven-
tlon, though not determinative of statutory
obviousness, is strong evidence of what
constitutes the level of ordinary skﬂl in the

Y art, although the possibility of near simul-

taneous invention by two or moré equally
talented inventors working independently
may -or may not be'an indication of obvi-
ousness when considered in light of all the
circumstances. -85 U.S.C.A: § 108(a).

16. Patents @‘;’36(3)
" "Distriet court clearly erred in finding
that prior art did not teach’ away from

| using process set forth in prior art article,

or from combining it with a mixed bed on
exchange resin in any manner, to develop

. claimed deoxygenation and demineraliza-
© tion process used in nuclear power genera-

tor, for purpose of claim that patent direct-

¢ ed to deoxygenation process was obvious,
- in view of various references . warning

against use of prior art process due to
earbon contaminants, and reference find-
ing prior art process to be inefficient and
expensive. 35 U.S.C.A. § 103(a).

. 17. Patents &=36. 1(2, 5)

One md1c1a of non-obviousness of a
patented product is the acclamations it
eceives when it is released, and the eopy-
ing that oceurs. 35 US.CA. § _103(3).

8. Patents ¢=36.1(2) .
Court’s belief. that patented ' process
was not novel was not proper basis for

discounting copying of claimed invention as
evidence of nonobviousness.” 35 U.S.C.A.
§ 103(a).- :

19. Patents ¢=36.1(2)

A showing of copying of a claimed
invention is only equivocal evidence of non-
obviousness in the absence of more com-
pelling objective indicia of other secondary
considerations, because the alleged copy-
ing could have occurred out of a general
lack of concern for patent property. 385
U.S.C.A. § 103(a).

Clifton E. MeCann, Lane, Aitken &
MeCann, of Washington, DC, argued for
plaintiff-appellant. With him on the brief
was Andrew C. Aitken.

Ted G. Dane, Munger, Tolles & Olson, of
Los Argeles, California, argued for defen-
dant-appellee. With him on the brief was
Gregory P. Stone.

Before MICHEL, CLEVENGER, and
RADER, Circuit Judges.

MICHEL, Circuit Judge.

Ecolochem, Ine. (“Ecolochem”) filed suit
in 1992, alleging that Southern California
Edison Company (“Edison”) infringed Ec-
olochem’s U.S. Patent Nos. 4,556,492
(“the 492 patent”) and 4,818,411 (“the 411
patent”) when deoxygenating water in the
High-Flow = Makeup Demineralizer
(*HFMUD”) at Edison’s San Onofre Nu-
clear Generating Station (“SONGS™). Ed-
ison denied -infringement, counterclaimed
for declaratory judgment of invalidity, and
asserted .equitable defenses. By grant of
partial summary judgment to Edison, the
United States District Court for the.Cen-
tral Distriet of California invalidated
claims 1, 2, .and 5-10 of the 492 patent and
claims 20-21 of the ’411 patent, holding the
subject matter of each of these claims to
be either anticipated under 85 U.S.C.
§ 102 and/or obvious under 35. U.S.C.
§ 103..: On appeal to this court, we re-
versed: the holding by the distriet court
that there was no genuine issue of material
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fact -that the invention of :claim 20 of
the ’411. patent would have been obvious at
the time of the invention, and remanded
the case for a trial on invalidity in light of
Ecolochem’s evidenee ' of secondary consid-
erations.- As to' the invalidation of the
other: appealed claims, we ‘affirmed. Eco-
lochem continued to assert infringement of
claims 1, 3-18, 15, 17, 18,'and 20 of the 411
patent after remand, but dropped its-suit
as to. the remaining claims of the '492
patent. - After a bench, trial, .the distriet
court found that Edison, had willfully in-
fringed claims 1, 8-18, 15, 17, 18, and 20 of
Ecolochem’s 411 patent and rejected Edi-
son’s -equitable defenses. *The’ court:then
went on to invalidate all of - the 'claims
found to be infringed. Ecolochem appeals
the holdings of invalidity as to claims 1, 8~
18, 15, 17, 18, and 20 of the ’411 patent
here, Edison does not, cross-appeal the
distriet court’s finding that Edison wﬂlfully
infringed those claims of the *411 patent

We affirm the district’ court’s” finding
that claim 20 of the 411 patent was. proven
invalid by clear and convincing evidence.
both as antieipated under 35 U.8.C. § 102
and obvious under..35 U.S:C. §-108:: We
reyerse its findings of invalidity for antici-
pat1on for claims 1, 4, and 7-12, because we
discern clear error in the district court’
ﬁndmg that the prior art was proven by
clear and convineing evidence to have re-
cited every limitation of claims 1, 4, and 7~
12. We also reverse the dlstrxct court’
conclusions "~ that the subject. matter of
claims 1, 3-13; 15 17, and 18 of the ’411
patent was proven invalid for obviousness
by clear and convmcmg evidénce, 'as we
discern-clear- error in the distriet court’s

- implicit finding that thete was motivation
to combine the teachings of the prior art
references. As the district cotrt’s findings
of willful'infringement stand unchallenged,
we' remand for a determlnatlon of - dam-
ages

BACKGROUNl) s

‘Edison operates SONGS, a type of nu-
clear power 'plant known as a Pressurized
Water Reactor-(“PWR”). PWRs use wa-

ter in-two- systems;: called the -“primary
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system” and the “secondary. system.?:::A
minute amount. of water from the second:
ary system- is"lost. during -each operatmn
cyéle. This- water iust ‘be replaced;: and
the replacement water is commonly’ re-
ferred to'as “fnake-up water.”’ Because
water in the secondary system must ‘be* of .
extremely high pirity, make-up Watel i
supplied from a make-up demlnerahz
system, which takes outsxde source w
and refines it through "demmerahzatl k4
i.e, the removal of mmeral ions. " ’

During the.. start—up operatlons for .
SONGS, Edison. decided: .to construct; s
HFMUD to meet  the - make-up. water
needs of SONGS' two. active reactors
While the HFMUD was bemg constructed
EdlSOIl employed outmde vendors, inelud:
ing’ Ecolochem, to prov1de the o
make-up water, - Before hlrmg Ecolo
Edison hired other vendors who pr ed
poor quality water.and constantly shuttled
demineralization trucks on . and: off :
son’s property to rneet desonsre_q
ments. In.the summerof 1982, Edison
hired Ecolochem to-provide purer.quality
water at the large volumes Edlson needed

servxces, whxch enabled it to- regenera\
trailers on-site, thus avoiding the oth
vendors needs to truck. the impure wi te

off-site. - Ecolochem, however, was.. hu:ed
only :to. produce demineralized- water, not
water  that had. been:both demmerahzed
and deoxygenated

The Electncal Power Research In te
(“EPRI"), a research orgamzatxon for €
power industry, published .new guideline
in 1982, recommendmg the use of d 0%

these g ehnes, Edison; asked Ecol it

to deoxygenate the” make—up water use@m
SONGS. Shortly thereafter,- Ecoloéhéih
began: developing the patented process;af
issuein.the instant case: . [viv: it
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-Once: construction .of the HFMUD was
finished, Edison: had ‘no.further: need for
Ecolochem’s services,-being: able - to. now
produce, on its: own, sufficient, high purity,
deoxygenated make-up. water by passing
the . water through the HFMUD. ‘The
HFMUD passes the make up “water
through a ‘strong acld cation? resin béd; 8
predommantly weak' base anion? resin
bed, an actlvated carbon bed a second
strong acid catlon resin bed, @ strong basé
anion bed, and ﬁnally, a vacliim dearea-

tor. ‘This process removes suspended un-’

dxssolved solids ‘and dlssolved ‘impurities,

mcludmg salt, mmeral 1ons, orgamc cherm-

cals, and’ oxygen '
" Ecoldéher "2l ged “thiat Edison’s pro-
¢ess, as desciibed sbove; infringes its 411

 patent. " Ecolochem asserted all thrée in-

dep ndent claims of the “411 patent, and
multlple dependent ‘claim8. The indepen-
dént claims read'as follows T
1. K deoxygenatmn process comprising
a first step of contacting ‘a liquid con-
-tacting [sic] dissolved-oxygen and hydra-
{i.zine. with’ a‘ bed:.of -activated  carbon to
1.catalyze..a reaction between said dis-
i, solved oxygen :and a portion of said hy-
.-drazine, whereby an amount.of dissolved
"earbon - contaminants is- added.: to said
liquid, and a second step of removing
. sald. contaminants - and sald unreacted
hydrazme that compnses passing said
liquid through a strong acid cation ex-
change resin and a strong base anion
exchange resin. o
15. A deoxygenation: process compris-
ing a first step of contactmg water eon-
talmng ‘dissolved oxygen and hydrazine
< with*4 bed “of activited carbon to cata-
3 Iyze  reaction betweeri -said dissolved
+ oxygeh' dnd’ & portion of said: hydrazme,
" wheréby an afnount of dissolved and un-
dxssolved aétivated carbon contamiinants
‘. are: added to sa.ld water, a second step of

1. Catlon An ion havmg a posmve " charge.
See Webster's Nmth New Collegiate Dictionary
216 (1990) g

2. Anion: An ion’ havmg a neganve charge
. See Webster's Ninth New Collegiate, chttonary
87 (1990).

removing said - dissolved - contaminants

and said unreacted hydrazine by passing

said water through a strong acid cation
" exchange resin and a strong base anion

exchange resin, said water being at a

temperature above the freezing point of
. water and. below a temperature that

would damage said resins, removing said

undissolved contaminants by passing
" said water through a filter whereby said

undissolved - contaminants are filtered

from said water, -and a fourth step of

circulating said watér in a power gener-

ating  apparatus dfter said removing
: step. g -

20. ' A deoxygenation process ‘compris-

ing a first step of contacting ‘a liquid
. containing dissolved oxygen and hydra-

zine with a bed of activated carbon to
- catalyze a reaction between-said dis-
“-solved oxygen .and said hydrazine,
whereby an amount of dissolved activat-
ed carbon contaminants.is added. to said
liquid; and a second step of removing at
least said dissolved contaminants by
passing said hqmd through a strong acid
.cation exchange resin and a strong base
anion exchange resin.
Asserted claims. 3-13 depend..on claim 1.
Asserted claims, 17 and 18 depend on claim
15. Claim 20.is independent, and no
claims dependent thereon are asserted.

- All asserted claims in suit recite a deox-
ygenation process for removing dissolved
oxygen from a liquid. . In representative
claim 20, liquid containing oxygen and hy-
drazine ‘passes. through activated earbon,
thus catalyzing a reaction between the ox-
ygen and hydrazine; whereby an amount of
dissolved carbon contaminants falls out of
the reaction ‘and is added to-the liquid.
Then' the liquid - passes through jon ex-
change resins, including both strong acid
cation and strong base anion exchange res-
ins,? to rernove at least. the: dissolved con-

3 A cation/anion exchange resin is a resin
“which, when brought in contact with liquid
containing cation/anion contammants, re-
moves them.



1366

taminants. - The invention -of independent
claim'¥ is  similar, except that the resins
also remove -.any unreacted- hydrazine.
Claims 8 through 6 and claims 10-through
13 require further steps in the deoxygena-
tion process, e.g., filtration. Claim 7 re-
quires the temperature of the liquid to be
above the liquid’s freezing point, and below
the temperature at which the resins would
be damaged. Claim 8 requires the liquid
to be water. Claim 9 requires that the
liquid of ‘claim 1 be water and that the
water be circulated. in a power generating
apparatus. Independent claim 15 recites a
combination similar to claim 9, and claims
17 and 18 add hydrazine and demineralize
the water.

The 411 patent issued in 1989 from a
continuation of an application which issued
as the ’492 patent on ‘December 5, 1985.
Both the ’411 and ’492 patents are entitled
“Deoxygenation: Process.” At the outset
of this - litigation, Ecolochem - asserted
claims under both the '492 and ’411 pat-
ents.

" On September 1, 1994, Judge Gadbois,
the original “trial Jjudge;” granted-in-part
and denied-in-part ‘Edison’s motion “for
summary judgment seekmg to invalidate
various asserted ‘claims of “Ecolochem’s
patents. See Ecolochem, Inc. v. Southern
Cal. - Edison Co, 863 F.Supp. 1165
(C.D.Cal.1994).. - Judge . Gadbois held
claims 1, 2,.and 5-10 of the 492 patent and
claims 20 and 21 of the ’411 patent to be
invalid as either obvious and/or:anticipat-
ed. Ecolochem appealed the partial sum-
mary judgment as to claims 1, 2, 5-7, and
10 of the ’492 patent and claim 20 of
the.’411 patent. Ecolochem did not appeal
the findings.of invalidity of:claims 8 and 9
of the '492 patent or claim. 21 of the 411
patent. - We affirmed the district court’s
holdings -of anticipation of:.claims 1, 2, 5,
and 6 and obviousness of claims 7 and 10
of the '492 patent. We reversed the sum-
mary judgment of ob\nousness of claim 20
of the ’411 patent and remanded the case
for a trial weighing the secondary consid-

4. On March 9, 2000, the Senate confirmed
the nomination of Judge Richard A. Paez to
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eration evidence as to claim 20. -See E¢o-
lochem;:- Inc:. v. - Southern Cal. Edison Co;,
No.:-95-1320, 91 F:3d 169, 1996 WL 297601
(Fed Cir, June 5,-1996) (table)

Upon remand the case was randow

Richard A. Pacz® to conduct a tmal
claim 20 and the remajning claims 1
which summary judgment. had not_
granted in the earlier district court, d
sion.. Ecolochem asserted infringer
with _respect to clalms,l 8-18, 15, .17, 18;
and 20 of the 411 patent. See Ecolochém,
Inc. v. Southern Cal. Edison, No. 92-3436;
1998 WL 1182000, *5 (C.D.Cal.1998) (“E'co-
lochem ”). After a bench trial, Judge Paez
found that Edison had willfully mfrmged
claims 1, 3-13, 15, 17, 18, and 20 of Ecolo-
chern’s 411 patent. Judge Paez, howe 1y
held claims 1, 3-18, 15, 17, 18, and 20; ag
the 411 patent to be invalid for obvmus.)
ness and claims 1, 4, 7-12 and 20 also to be
invalid ag anticipated..

Ecolochem -appeals  the- rulmgs of the
district court that claims 1, 4, 7-12, and:20
were anticipated and that the inventions;of
claims 1, 3-13, 15, 17, 18, and 20 -would
have been obvious.: Edison does not.cross-
appeal the district court’s’ findmgs of wxll
ful infringement..

We have Jurlsdlctlon under 28 U C.
§ 1295(3.)(1) (1994).

ANALYSIS
1. Anticipation :
A. The Martinola Reference

[1,2] The district court found clalms 1,
4, 7-12,-and 20 of the 411 patent to,be
anticipated by either of two articles, ,one
published in-1980. and the other in 1981, by:
Dr. Friedrich Martinola and-a' co-author,
both of which are entitled “Saving Energy
by Catalytic Reduction of Oxygen in Feed-
water.” See Dr. Friedrich Martinola & P
Thomas, Saving Energy by Catalytic Re
duction of Oxygen in Feedwater, in Pro:

the” United' States Court of Appeals for e

Ninth Circuit.
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ceedings of the-41st International Water
Conference Pittsburgh:: 77 .¢1980); .Dr.
Friedrich Martinola. and P. Thomas, Sav-
ing Energy by Catalytic -Reduction of . Ox-
ygen. in Feedwater, in Effluent and Water
Treatment Journal, 542 (December 1981),5
Because these. two articles are in.most
aspects 1dent1cal we refer to them togeth-
er throughout as “the Martinola refer-
énce.”” We review the district court’s deci-
sion on antlclpatlon after trial for “clear
error, ' Se¢ Lindemann Maschmenfalmlc
GMBH . Amencan Hoist’ and Derrick
Co., 730 F:2d 1452 1462 221 USPQ 481,
488 (Fed.Cir. 1984)

The district court focused 6n Flgure 10
of .the Martinola reference (which is:the
same figure in both- articles).. - Figure 10
shows. a few possible uses for deoxygenat-
ed water, such-as supplying make-up.water
for boﬂers, or: for nuclear: reactors, _The.
figure is. essentlally a. flow chart mdlcatmg
various ways for the water to be deoxygen—
ated, depending on the. potentlal destina-
tion of the water. Water des1gnated for
nuclear reactors is shown flowing through
three steps: .demineralization, and:then a
two-step deoxygenation. process,. which is
accomplished ..by - passing the; water
through a catalyst column. and.a mixed
bed.f  The district court.interpreted Fig-
ure 10.as showing that, the catalyst column
can contain either the Lewatit catalyst. or

: actlvated carbon.. The dxstnct court found

that the reactant. can be exther hydrogen
or hydrazme )

~.On the face of the 1980 Martmola arti-
cle, which fails to provxde a detailed de-

g SC!’lpthn of Figure 10, -there is a bold

heading readmg Apphcatlon of oxygen
reduction in water with. hydrogen Be-

" neath this’ headmg are two paragraphs of
- text, followed by Fxgure 10. The text

reads }
The process is recommended wherever
the heat used for thermal degassing can-
i.not be recovered. ‘It will therefore be

5. The International Water Conference is:.an
. annual convention: focusing..on water; treat-
.ment issues. -

oL,

primarily used where the work has to be
cafried out:at. ambient temperature or
where there is no heating steam avail-
able: - ’ :

"Fig. 10 shows a few suggested applica~
_tions. Tt also includes systems for the

E smnultaneous treatment of water with
ion ‘exchiange resins and oxygen reduc-
tion vmth catalysts

Martmola at 81-82 (1980) The 1981 artl—
cle,.on the other hand, has no bold head-
ings; but discusses Figure 10 in more de-
tail. The: paragraph directly followmg
Figure 10 reads:

" [Thhe apphcatlon of hydrogen to reduce
oxygen in water is recomiriended wher-
ever the heat used for thermal degass-
ing canmot be recovered. It will there-
fore be pmmanly used where the work
‘has to be carried out at ambient temper-
ature or where there is no heatmg steam
available.

Fxgure 10 shows a few suggested apph-
..cations.

Martinola at 546 (1981) The latter de-
sciiption clarifies that Figure 10°is not
meant to illustrate the use of either hydro-
gen or hydrazine, biit only liydrogen, con-
trary to the findings of the district-court in
the instant case. This is particularly ap-
parent when we examine the differences
between the two articles. The heading in
the 1980 article clearly illustrates that Fig-
ure 10 refers only to hydrogen, and the
discussion in the text explains only that
Figure 10 shows a few applications. The
1981 artiele does not limit Figure 10s ap-
plications to hydrogen through a heading,
but states clearly in the text (“the applica-
tion of Hydrogen to reduce oxygen....
Figure 10 shows a few suggested applica-
tions.”) that the suggested applications are
for the ufilization of hydrogen to reduce
oxygen in water.
6. A mixed bed is a resin bed which, when
brought in-contact with liquid -containing ca-
tion and/or anion - contaminants, removes

-them. In other words, a resin bed containing
..a-mixture of cation and anion resins.



1368

We hold that the district court clearly
erred in finding that the articles anticipate
claims 1, 4, 7-12, and 20 ofthe 411 patent.
Each article is entitled “Saving Energy by
Catalytic Reduction of Oxygen in Feedwa-
ter” Each article discusses methods to
deoxygenate water, dividing the methods
in use at the time of the article into phys1—
cal processes (vacuum degassing at low
temperaturés and pressure degassmg at
high temperatures), and chemical process-
es (reduction with sulfite, hydrazine or hy-
drogen). The articles state that: the physi-
cal processes (or thermal degassing) have
been the most common method of deoxy-
genating, as the chemical processes are
expensive, slow to react at low tempera-
tures, and contaminate the water by add-
ing salts. The articles then state that the
chemical process of deoxygenating water
with hydrazine had been in use, but that
the chemical process of deoxygenating wa-
ter with hydrogen had not been, and con-
cludes that the hydrogen process is prefer—
able’ At the end of the articles:is- a
comparison of the thermal degassing
method, the hydrazine method, and the
hydrogen method. The articles state that;

Precondition for the proper use of hy—
drazine is the pH-value of the water to
be higher than 8.5, because only in this
range the reaction with oxygen takes,
place with sufficient rate. . When ap-
plying activated carbon as a catalyst in
the removal of oxygen with hydrazine at
ambient temperatures it has to be taken
into account that the carbon releases
salts into the demineralized water.
Martinola at 81 (1980); Martinola at 545-
46 (1981). . The articles then, conclude that
“[i)f we compare the final costs for all
three processes ... we find that the meth-
od of oxygen reductlon with hydrogen is
rauch _cheaper than the other methods.
The requlred apparatus is also sunple and

7. The ‘411 specification explains: further that
“[iIn the prior art deoxygenaton [sic] process-
es, hydrazine has been used-as a strong re-
ducing agent to prevent corrosion and other
problems associated with ‘oxygenated :wa-
ter.” '411 pat., col. 1, IL. 27-30. A review of
the prior art indicates that small amounts of
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change resin . following the hydra-
z1ne/carbon process..

Id.. at 781-82. .This is to be contrasbed
with:the district court in the instant case,

needs Mually no maintenance.” Martinos
la‘at 81 (1980); Martinola at 546 (1981)l

1.[TThe Court respectfully dlsagrees with
. the district court’s conclusion in Mobile
Water that beeatse Dlagram 10.is posi-
ioned on the page followmg the headmg
“Application of oxygen reduction in wa-
ter with hydrogen” and the associated
text, D1agram 10 necessanly refers ex-
cluswely to reduction of oxygen in water
- with hydrogen and not_to reducmon of
"oxygen with hydrazme in"an aetivated
“¢arbon colimn, . ‘There is 'no room
for Figure 10 at the ‘bottom ‘of page 81
-because Figure 9 extends too far down
the page. Followmg F1gure 9 is a brief
conclusion to the article, in which the
uthors: recommend use of the Martinola
ystemr whienever deoxygenation is to be
arried-‘i' out - at’ ambient ‘- tempera-
iires. .+ This, Figure 10 refers gen-
rally to methods of deoxygenatlng and
~purifying water. :
colochem; at *88.:
“The distriet eourt clearly erred’ by ‘iis-
nstruing’ Figure™10%s rélationship to the
text of -the article. ~As discussed above,
his becomes even clearer once we exam-
e the. difference between the two articles.
)r. Martinola and his co-author very care-
Cfully made sure; in both the 1980 article,
hrough the heading, and the 1981 article,
through the language, that Figure 10 re-
rs only to:hydrogen. and not to hydra-
zine The authors would not haye been.so
areful wﬂ;h the language in the 1981 arti-
they had not meant for F1gure 10 to
e under the “hydrogen-only heading
1980 article. We disagree with the
trict court in this case that the publish-
ers rather thah the authors chose where to
‘Place” Figure 105 * Rather, we agree with
Arkansas distriet court that the au-
ors intended. the placement of F1gure 10
ider the hydrogen-only heading, and that
gure 10 therefore only refers to-applica-
ons -of‘the palladium/hydrogen catalysis.
distriet court we hold, clearly erred in
: finding that Martinola anticipates deoxy-

column with a mixed bed if one plan
use water deoxygenated by hydroge
nuclear power plants. The articles do ¥
discuss the uge of water deoxygenated,b
any other method in nuclear power -plant
The articles’- dlscusswn .of applications .
deoxygenated water is limited to the use; of
hydrogen deoxygenation. T

The distriet court in the 1nstant ¢as
disagreed with the earlier discussion oft]
Martinola refererice by the district court:
Ecolochem, Inc.-2. Mobile Water Tech. T
690 F. Supp 7718 (BE.D:Ark.1988), aff'd, 8
F.2d 1096, 10 USPQ2d 1557, 1989 W
16031 (Fed.Cir, 1989) (table) In the e
er case, the d1str1ct court held that: -

{tlhe diagram : found on page 82 of the
Martinola article:is under the bold-faced
heading “Application of oxygen reduc:
. tion in water with hydrogen.” [See-M
tinola at-81 (1980) ] (emphasis supplie
“Thus, the disgrarm refers to apphcahoné
of the process the authors are trymg
'promo'oe——-the palladmm/hydrogen ca
lysis—and not the hydrazine proce
which is discussed in a separate section,
This conclusion is buttressed by the. fa
that the palladxum/hydrogen procese
may. also release ionic impurities into the "
effluent, sée id. at 79 (“traces ‘of chl
rides’ or other ions may be reléased”
thus necess1tatmg 5 downstream ot
change ‘regin when high purity de
‘genated water is Fequired. . Nothing
in the Martinola reference expressly
teaches the use of a mixed bed ion ex-

hydrazine were: used in the final stagewf
deoxygenation, after the thermal degassing or

. other chemical process had been used, 16
rémove the last traces of oxygen; while keep-
ing to a minimum the contaminate byprod-
ucts of the hydrazine process.
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genation by hydrazine in combination with
a mixed bed. - Consequently, we reverse
the district court’s finding that the Marti-
nola reference was proven by clear and
convincing evidence to have. anticipated
certain of the asserted claims of the 411
patent. . '

B. The Martmola Presentation

[3] The dlstnct court also found the
same claims-—4,.7-12, and 20—of the ’411
patent. to ‘be anticipated by a public pre-
sentation-made by Dr. Martinola at the
International Water Conference in Pitts-
burgh..in October .1980.. Specifically, the
distriet court found that “Martinola stated
at. his deposition that during his presenta-
tion at the 1980 conference he used Figure
10 of lis diagram [sic] as a slide and
discussed: ‘the use. of -a mixed bed ion ex-~
change resin-after hydrazine and activated
carbon’:for the same purposes and uses
described in Ecolochem’s patents.” . Ecolo-
chem, at *40 (quoting -Martinola Dep. at
18:16-19:6). Finding this to be undisput~
ed, the distriet court found that this testi-
mony established that:-the Martinola pre-
sentation, like his articles, anticipated the
above claims;-of Ecolochem’s 411 patent.
See id.

{41} Ecolochem argues that “Dr. Marti-
nola’s oral presentatmn must stand or fall
with - the artlcle as allegedly" anticipatory
prior art, since Dr. Martinola could not
remember in 1992 what he had said twelve
years earlier.” Appellant’s Br. at 35. We
do not agree that the presentation, in and
of itself, eann'ot ‘anticipate claims of
the ’411 patent. Section 102 provides that

“ person shall be entitled to a patent
unless ... the invention was known or
used by others in this country.” 85 U.S.C.
§ 102(a) (1994). A:presentation indicative
of the state of knowledge and use'in this
country therefore qualifies as prior art for
anticipation purposes’ under § 102. Fur-
thermore, whether Dr. Martinola correctly
remembered his: presentation twelve years
later is an issue of credibility, on which we
review the district court's finding ‘with def-
erence. The district court found, based on
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Dr. Martinola’s testimony, that Figure 10

was indeed presented in 1980 by Dr. Mar-

tinola with an explanation that it was ad-

dressing the use of hydrazine. See Ecolo-
chem, at ¥40.

The key element of the presentation','
found by the district court to anticipate the
claims of the 411 patent, is Figure 10.
We first note that both independent claims
1 and 15 differ from independent claim 20
in contemplating that the final ion -ex-
change step will remove not only dissolved
carbon contaminants, but also any excess
hydrazine that has not reacted with the
dissolved oxygen in‘ the water. Claims 4
and 7-12 (which all depend on claim 1) also
require the additional step of removing the
excess hydrazine. Actording to his depo-
sition testimony, Dr. Martinola discussed
the removal of the dissolved carbon con-
taminants at the 1980 presentation, but not
the removal of excess, %.e., unreacted, hy-
drazine® This omission renders clearly
erroneous the district court’s finding that
claims 1, 4, and 7-12 were anticipated by
Dr. Martinola’s presentation, and conse-
quently we reverse that finding.-

Therefore, the only claim that could be
anticipated is claim 20, which claims a
deoxygenation process comprising the
steps of passing liquid containing oxygen
and hydrazine through activated earbon,
and then passing the liquid through ion
exchange resins, ineluding both strong acid
cation and strong base anion exchange res-
ins, to remove at least the dissolved con-
taminants. This is the exact process de-
seribed by Dr. Martinola’s presentatlon of
Flgure 10. We therefore affirm the dis-
triet court’s finding of anticipation of claim
20 of the ’411 patent as not clearly errone-
ous.

8. Dr. Martinola testified that, during his pre-
sentation, he described his paper as showing:
[Tthat you can apply activated carbon as a
catalyst and it will remove oxygen. with
hydrazine; but it has to be taken into ac-
count that the carbon releases salts in the
- demineralized water, and; afterwards, in
Figure 10, there is shown a system with a
catalyst column and.a mixed bed.
Martinola Dep..at 18:6-12. :
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I1. " Obviousness

[5]1 The district court also held that the
mventmns of claims 1, 3-13, 15, 17, 18 _and

of Ecolochem,,and its scientists began per-
forming, experiments to determine if the
results . predicted. -in, Houghton’s paper
could be replicated.in a laboratory setting.
icolochem’s scientists .were skeptical, be-
cause they “had understood, that.hydrazine
eacted very slowly with ,d}ssolved oxygen
and one of [their] objectives. in [the] pre-
mmary experimentation was to run the
process. to determine if the Houghton pro-
-cess, sufﬁclently catalyzed the reaction.”
Mﬂler Decl. 122. The tests supported the
H ughton artlcle, but also revealed the
p sence of ionic substances in the deoxy-
genated water coming out, of the ‘carbon
Houghton did not dlscuss the ionic
contammatlon Ecolochem performed
subsequent tests to assess its attempts to
reduce ‘the” presence of "the ionic  sitb-
s rices, and after cons1derable experlmen-
tai on, eventually succeeded with'the pat-
ented -process “aftér ‘more research ‘and
considerable experimentation. The' dis-
triet court found that “for years it had
beén known in the art of water-treatment
fhat activated earbon - veleases ionic sub-
stances into water,” but that Ecolocliem’s
seiéntists, who the district court found had
‘been -employed in the water treatment in-
- distry for over:a decade by the time the
patent issued, were-tinaware of this con-
tamination at the "time they conducted
heir experiments. Ecolochem, at *11.
“The district ‘court recognized that the
loughton réference did not antlclpate the
patent, but felt thiats

aken together, the prior art references
‘velevant to Ecolochem’s inventior dig-
close all of the elements of the ‘¢laimed
vention, and their combined teachings
‘would have suggested to one of ordinary
-gkill in-the art thatthe “Houghton ‘pro-
ess could: be followed by the use of
-mixed bed ion exchange resins to pro-
-vide ambient temperat’ure deoxygena—

a tixed bed ion exchange resin t6 rembye :
€XCess hydrazme and/or dissolved atid/or -
undissolved carbon contaminants.” Id."
*37. We review the district couzjt’s co clu-
sion of obviousness de novo.
the district court’s conclusion of. o‘
ness with regard to clalm 20, and
the holding that obviousness was
by clear and convincing evidence
gard to all other claims at issue. .

A. The Hotighton’ Process_
as a “Blueprint”

{61 The district court essentxally 1 und :
that the most innovative aspect of, Ecolo-
chem’s process was its “[ulnearthin,
long-neglected art,” holding that “Ecelo-
¢hem’s good fortune 'in obtaining:-the
Houghton reference just as the <ERRI
guidelines created increased attentionyin
the PWR industry to the problem of am-

entitle Ecolochem to patent protectlon\

Id. at *33.

Hoiighton was the co-author of
on deoxygenation by carbon catalysis 'f
the reaction betwéen hydrazine and dis”
solved oxygen, entitled “The Use o
Carbon ‘With Hydrazme in the Tr tnien”

ence ‘at Bournemouth, Englard
Brought to the attentlon of Ecolo:'

9. William M111er, one of the mvento
deoxygenation process, described in th
patent, testified that he attended the Interp
tional Water Conference in 1982 " th i
inténtion of finding’ altematlve deoxy na
processes, if there were’ any Mlller‘D‘eb
919 (Qct: 28, 1997), J.A. at'931. - By alte
tive,- Mr. Miller was referring to
other than deoxygenation through the
vacuum degasifier. While at the co

Mr. Miller spoke to an Ecolochem area sales
manager, John Pugsley.

Mr. Pugsley worked for the Florida Power
and Light Company before he ¢ame to work
¢ for. Ecolochem and. he: recalled that some-
. one at Florida Po,wer_‘and Light was doing
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tion.. and. remove excess:hydrazine as

well as dissolved and undissolved carben

contaminants. .

Id. at *34.

“A patent may not be obtamed . if the
differences - between the- [clalmed inven-
tion] ‘and ‘the prior art are such that the
subject matter asa whole would have been
obvious at the time the invention was made
to a:person having ordinary skill in the
art.” 35 U.S.C. § 103(a) (Supp. III 1997).
Our-analysis of the patentability of Ecolo-
chem'’s .invention beging with' the phrase
“at the -time ‘the invention was made.”
Here, the date of the invention is pre-
sumed to be the filing date of the parent
appl1cat10n, December 16, 1983. :

[71 In In re Dembiczak, we noted ‘that:
Measuring a claimed invention against
the standard established by section 103
: requires. the oft—dlfﬁcult but critical step
of casting the mind back to the time of
inventijon, to consider the thmlqng of one
.of ordinary skill in the art, guided only
by the prior art references and the then-
-accepted wisdom in the field,

In: ve -Dembiczak, 175 F.3d 994, 999, 50
USPQ2d 1614, 1617 (Fed:Cir.1999). -We
“cannot- -use - hindsight ‘reconstruction -to
pick -and. choose amiong isolated disclosures
in'the prior art to deprecate’the-claimed
invention.” -In-re Fine, 837 F.2d 1071,
1075, 5 USPQ2d 1596 (Fed.Cir.1988).

‘Our case law makes clear that the best
defense against hmds1ght based obvious-
ness analysis is the rigorous application of
the requ]rement for a showing of a teach-
ing or motivation:to combine the prior art
references:  See Dembiczak, 175 F.3d at
999, 50.USPQ2d at 1617. -“Combining pri-
or art references without. evidence of such
a suggestion, teaching, or motivation sim-
ply - takes" the .inventor's: disclosure as a
blueprint for piecing together the prior art

some work on deoxygenanon involving car-

‘bon. As a result of that conversation, Mr.

Pugsley arranged for someone at Florida
Power :and Light to send me {the Houghton

article]..
Id .
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to defeat patentabmty——the essence* of
hindsight.” - Id.

[8,9]1 “When a rejection depénds ona
combination of prior art references, there
must be some teaching, suggestion, or mo-
tivation to eombine the references.” "In re
Rouffet, 149 F.3d 1850, 18565, 47 USPQ2d
1453, 1456 (Fed:Cir.1998) (citing In e
Geiger, 815 F.2d 686, 688, 2 USPQ2d 1276,
1278 (Fed.Cir:1987)). The same principle
applies to invalidation. - “Obviousness can-
not be established by combining the teach-
ings of the prior art to produce the claimed
invention, absent some teaching or sugges-
tion - supporting the combination.” ACS
Hosp. Sys., Inc. v. Montefiore Hosp., 732
F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.
Cir.1984). Although the suggestion to
combine references may flow from the na-
ture of the problem, see Pro-Mold & Tool
Co. v. Great Lakes Plastics, Inc, 75 F.8d
1568, 1573, 37 USPQ2d 1626, 1630 (Fed.
Cir.1996), “[d]éfining the problem in terms
of its solution reveals improper hindsight
in the selection of the prior art relevant to
obviousnéss,” Morarch Knitting Maich.
Corp. v. Sulzer Morat Gmbh, 139 F.8d'877,

880, 45 USPQ2d 1977, 1981 (Fed.Cir.1998).
Therefore, “[wlhen determining the:pat-
entability of a claimed invention which
combines two known elements; ‘the ques-
tion is whether there is something in the
prior art as a whole to suggest the. desira-
bility, and thus the obviousnéss, of making
the combination.’” In re. Beattie, 974 F.2d
1309, 1811-12, 24 USPQ2d 1040, 1042
(Fed.Cir.1992) (quctmg Lmdemcm’n, 730
F.2d at 1462, 221 USPQ at 488). -

[10] In this case, the district eourt
used the 411 patent as a blueprint, with
the Houghton process as the main strue-
tural diagram, and looked to other prior
art for the elements present in the patent
but missing from the Houghton- process.
The district court opinion does not diseuss
any specific evidence of motivation  to
combine, but only makes conclugory state-
ments. “Broad conclusory statements re-
garding the teaching of multiple refer-
ences, standing alone, are not ‘evidence.””
Dembiczak, 175 F.3d at 999, 50 USPQ2d
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‘would produce water with high leve

* “getivated carbon -leaches dissolv

1893.. However; -while these references
téach the :leaching- of: dissolved: contami-
hants by activated carbenand-the use of
ion-exchange resins to rerhove earbon con-
taminants, neither reference suggests com-
bining, nér, provides any motivation: to so
combine, the two.-elements’ of the Ecolo:
¢hem . process, i.e., .deoxygenation of the
water-by the Houghton process: and: dem-
ineralization of :the-water,.by the mlxed
bed.

at 1617. The district " court prowdeané
support for its broad conclusory staté et
that it was known in the art thata-¢
bed, as used in the Houghton .p

conductivity caused “by the presefice'
ionic contaminants. Nor does the’disti
court then prov1de support for its irnplics
finding that giveén water so contamin:

Martmola reference implicitly suggests the
combmatlon of the two, elements,. but dis-
counts, “ItThe fact that Martmola did- not,
make Ecolochems mventmn, and instead
focused on the hydrogen—palladmm method
fdeoxygenatxon [a]s not, relevant.” Id. at
The: district court clearly erred in
his regard This fact is completely rele-
vant to the _obviousness analy31s, since
Martmola actually teaches away from com-
bmmg at least one of the Martlnola articles
with the Houghton process to achleve Eco-
lochem s claimed process. . Wh]le the Mar-
tlnola reference deseribes ah
Lewatlt-based deoxygenatlon process and
mentlons deoxygenatlon by carbon cataly-
s of a hydrazme/oxygen reaction, it does
S0 only for comparative purposes. The
Martmola reference actually unfavorably
compares, the hydrazme/carbon process,
saymg that it “releases ‘Salts into the dem-
:erahzed water” and’ that the hydrogen-
based process is energy savmg and 51gmﬁ-
cantly less expenswe 0

& The Martmola reference is: not the only
reference that, points-to problems. and con-
cerns -with.the Houghton , process, - The
Houghton, a.rtlcle 'was challenged from the

teaching, of otivation to eom ne”
Houghton process with a mixed bed"ior
exchange resin to achieve’ the §
process.

The district court avoids the 1ss {
makes implicit findings, but can point
nothing that suggests the combinati
deoxygenation and demmerahzatxon
cesses that comprise Ecolochem’s mven
tion. For instance, the district court, fin
that Ecolochem “did not try any other w;
to- remove the ionic contaminants leache
by the.carbon bed:other than addingthy
mixed bed,” Ecolochem, at *12, and:thy
“[t]here is no-evidence that any systemfo
production of ultra-pure water ever includ:
ed a carbon bed as. the. final step in
treatment.” . Id: at *22. In addition
district eourt makes the unsupported i
ing that “{m]any.in the art knew as of
that carbon beds leached  contamingnf
which could be removed by ion exchan
Id. at *21. In support of this staf
the dlstnct court relies upon the Mar,
reference, and U.S. Patent No. 443
(“the '226 patent”), for a: dlsclosure

" The'1980 artlcle states:’
‘A large rittmbér of cherical -compounds
can be used. for reducing the -elementary
oxygen in water. ... Until_now, however,
. they have merely been 'used for the residual
dégassing that’ follows on froin thermal pro-
. cesses.: ‘The: reasons’ for ‘this-are the high
. costs involved, the slowness to.react at low
temperatures “and the addmonal introduc-
tion of salts into the water. For the ‘elimi-
nation of oxygen in boiler feedwatér and
. hot. water, use has been made for a long
 time now of hydrazine in the form of hydra-

taminants.” . For the disclosure, of
moval of dlssolved carbon contaminan
ion exchange”, the -district court. reljet
upon the ’226 patent and John W.
sler’s 1974 article “Purification w1th Acti
vated Carbon,” which do state that-wlt
some types of carbon, “ion-exchange 1
have been employed to remove inorgari
compounds, alkalinity, or ac1d1ty not!ab
sorbable” by activated - carbon.” - J.A! 4
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day it was presented, when an audience
member ‘asked ‘whether- the -process could
produce water with acteptable amounts- of
siliea. Houghton responded that contami-
nation was a coneern with his process, and
both -this ‘inquiry’ and-the response were
pitblished with the paper in a section enti-
tled “Discussion.”  Anothér paper publish-
ed contémporaneously with the Houghton
artlcle states that;
if an actlvated carbon—bed is used to
" accelerate the oxygen/hydrazme reac-
. tion, it is. partlcularly 1mp0rtant that no
trace of carbon should enter the boiler
Cflfitis conmdered essential that the
hydrazme and oxygen should ‘react be-
.fore entering the. boiler, then the use of
ultra-wolet light is a promising means of
accelerating the reactlon,‘\mthout intro-
ducing any impurities.into the system.
S:R.M. Ellis, C. Moreland, The Reaction
Between Hydrazine-& Oygen, in The Ac-
count of the Proceedings of the Interna-
tional Conference held at Bowrnemouth,
15th~17th May 1957 8, 21 ¢1958). In 1960,
T.F. Deniitt prepared-a “Preliminary Re-
port on the Use of Activated Carbon as a
Catalyst for the Dissolved Oxygen-Aque-
ous Hydrazine Reaction. ” Demmltt stated
that “[m]agnetlte would be more desirable
than activated carbon sinee there would be
no fendency to ‘deactivate’ magnetite in
filtered water,” and thereby taught away
from the ‘idea of usmg a carbon bed as the
catalyst J.A. at1696H. “In 1962, apaper
was presented at the’ Internatlonal ‘Water
Conference, “stating that research had
$hown two methods “to remoye oxygen to
sufﬁclently Jow levels with adequate capac-

zine hydrate.... A particulaily simple pro-
cess, which takes place in partxcularly well-
known stages and is also energy-saving,. is
~ the Teaction between the dissolved oxygen
“and hydrogen gas' introduced irito the wa-
ter. If we compare the final costs for
[the dlfferent methods] .we -find: that the
. method of. oxygen reduction with hydrogen
is much cheaper than the other methods.
The required apparatus is also sxmple and
needs virtually nio mamtenance
“Martinola at 77-81 (1980).
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ities to be practical.” Piero Sturla, Polisk-
ing Condensate and Dearating by Ion Ex-
change at 63 (1962). Neither of these
methods was based on the Houghton pro-
cess.. These two methods-were still being
used in 1977, when Culligan (a water:treat-
ment company) recommended .one of the
two in_an . internal memo for use in porta-
ble containers, and the\cllauenges contin-
ved through the time of the invention.
Even Ecolochem’s scientists themselves
testified that,” pnor to ‘their succéssful
tests, they 'did not believe they would be
able to replicate the results stated in the
Houghton article. :

Furthermore, the distriet ‘court found
even the mixed bed, of which the use “to
remove carbon contaminants was Well
known in the field,” had detractors. Eco-
lochem, -at *39." Edisor’s own eng'meers
testified that they cons1dered ‘

a four-bed [a primary cation bed, & pri-

mary anion bed, a secondary cation bed

_and a secondary -anion bed] system su-
perior to - .. .a three-bed system [a ca-

tion bed, an anion bed and a mixed bed]

. because of the problems that Edison

had encountered . in . regenerating the -

mixed bed, ... and based on ... per-
sonal expemence that four-bed systems
generally outperformed mixed bed sys-
tems in producmg pure water
Id. at *13. There is clear evidence of
teaching away in the prior- art from both
the demmerahzatlon process and the. deox-
ygenatlon process uséd by Ecolochem, and
no evidence that there Was any suggestlon
in the prior art to combine these two pro-
cesses, yet the dlstnct cotirt finds the '411
patent obvious in light of the prior art.
‘The absence of a convinheing discussion
of the speeiﬁesources of the motivation to
combine the:prior art references, particu-
larly 'in hght of the strength of prior art
teaching away from the use: of the Hough-
ton process, is a critical omission in the
district court’s obviousness analysis, which
mainly discusses the ways that the multi-
ple prior art references can be eombined
to read on the claimed” invention. For
example, the d1str1ct court: ﬁnd_s that the
invention of claim 20 would have been
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obvious, and that, although claims 1 and15:
differ from claim: 20, “[elach of the 4ddi
tional steps of claims 1 and 15 is disclose
in the prior art.” Id. at *22. The opinio
then lists each step-and states whereui
the'cited prior art references the step-¢

limitation-by-limitation - analysis
fails to demonstrate how the prio;

claimed in the 411 patent. .
With hindsight, we could perhaps agrée’
that the Houghton article seems liké
obvious place to start to-address the neéd -
ir" the power plant industry for ar’ il
proved carbon-catalyzed deoxygenatmn"

process, employlng hydrazine that ‘¢
used commercially in a vamety “of app!
tions. * But, “obvious to try” is ‘not
standard.- As embodied in'the 411 pa
the process would secure for the art all“
the advantages that ‘catalyzation of & reac
tion normally prov1des without prohi
its uge due to all ‘of the incumbent’ disadl-
yantages associated with the usé of hydr &
zine. However, the incumbent disads
tages associated with the use of hydt:
to deoxygenate water'as deseribed in the: -
Houghton articlé include the release of
unwanted impurities into the water, ticlug
ing dissolved siibstanees such as salts,
ganie chemicals and suspended solids
4 result, the industry widely regardé
Houghton process as too 1rnpract1ca1 7
used for large amounts of water, of
high purity deoxygenated water.  Un
the conditions in which PWRs' operate,
even’ minute amounts- of these -conta
nants can adversely affect generator fhteg:
rity. ~ See  id. at *b5. Variations ot this:
method had been. tried, but discounted n
favor of other deoxygenation processes:

* Dr. Martinola himself testified that-at the-

time of his presentation he stated ‘that the’
hydrazme method of deoxygenatwn Jed-to
contaminated deoxygenated water.
supra at LB. Finally, the process not-only
worked, but worked better than’ expected;
leading Edison to investigate “why, Ecolo:
chem’s equipment can reduce [the organie
concentratxon in the water] to less than 10
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plarts} pler]:blillion] ‘with ‘2 device not
designed to [do sol” Ecolochem, at *15.

“Edison, in. fact, gave four. prospective bid-

ders for the HFMUD., construction:job:a
tour of Ecolochem’s-equipment and shared
“information about KEeolochem’s. process
with others. in" violation -of. [Ecolochem’s]
secrecy agreement.” . Id.. Only after this
sharing of  information. and subsequent
testing was a prospectwe bidder .able, to
develop the process used.in the HFMUD
and accused -by, Ecolochem of mfrmgmg
the "411 patent. The dxstnct court in fact
found that. the bidder’s “proposed system

effectlvely copled Ecolochem’s deoxy-
genatlon process.” Id. at *15. - This evi-
dence undermines the dlstnct court’s con-
clus1on that Ecolochems process .would
have been obvipus to one of ordmary skill
in the art

Because we do not . dlscern any eviden-
tlary hasis for the finding by the. district
court, that there was a suggestion; teach-
ing, or motivation to-ecombine the prior art
references cited against the claimed inven-
tion, the dlstmct court’s. conclusion. of obvi-
ousness cannot stand “The 1mp11c1t gener-
ahzed fmdmg by the dlstnct court that,
When one of oxd;nary skill in the art was
aced with the ‘p'roblem of deoxygenatlng
water for uge in a nuclear. power ‘plant and
the Houghton article, ; ‘the  combination
claimed by Ecolochem in ‘the 411 patent
would. have been obv10us is insufficient.
We have prevmusly held’ that “[t]he sug-
gestlon to combine may be found in explie-
it or 1mphclt teachmgs within the. refer-
énces thémselves, “from the ordlnary
knowledge ‘of those skilled in the art, o0t
from the nature of the” problem ‘to be
solved”” wMSs" Gaming, Inc. v. Inferni-
tional Game Tech, 184 F.3d 1339 18585, 51
USPQ2d 1385, 1397 (Fed Cir. 1999) How-
ever, there still ‘must be evidence that

- skilled artisan, confronted with the same

problems as- ‘the inventor and with no
Knowledge of the claiined invention; would
select the elements from-the cited prior-art

- references for combination in the. manner
= claimed.” - In re Rouffet; 149 F.3d at 1357,

47 USPQ2d at 1456; see-also In re Werner
Kotzab, 217 F.3d 1865, 1371, 55.USPQ2d

.

1313,. 1317 . (Fed.Cir.2000) (“[A] rejection
cannot be predicated on the mere identifi-
cation .:. -of .individual components of
claimed limitations.. Rather, - particular
findings miist be made as-to the reason the
skilled artisan; with no knowledge of the
claimed “invention, would- have selected
these comipénents for combination in' the
manner' claimed.”). ‘Here, there was ‘no
such- evidenc¢e: presented. The only evi-
dence “oh this issue présumes’ the very
problem at hand—two experts testified
that “if someone of ordinary skill in the art
had been given'the' Houghton referencé in
1982 and [4f] they were asked to make it
Usable in a high-pressure power plant,
they would have come up with Ecolochem’s
invention.” Ecolochem, at *31 (emphasis
added). The evidence avallahle, ‘however,
indicates that if one of ordinary skill in the
art had been given the Houghton refer-
ence, they would not have been inclined to
use it, due fo the Iarge amount. of teaching
away, and the rehance in.the industry on
vacuum degasxﬁers to deoxygenate water,
This finding by the district court presumes
the knowledge acquired from Ecolochem’s
patent. ;We hold that the distriet court’s
finding. that a. skilled artisan would com-
bine- these references was clearly errone-
ous, and- we.hold that. on this record the
distriet court clearly erred in finding clear
and-convincing evidence of a suggestion to
combine:the prior art references, a sugges-
tion to use. the Houghton article as the
backbone of the invention. Therefore, we
reverse the-distriet court’s conclusion of
obviousness ‘with regard to-claims 1, 3-13,
16, 17, and 18 of the ’411 patent. As to
claim 20, however, our prior decision man-
dates that we now undertake further anal-
ysis respectmg 1ts 1nvahdat10n by the dis-
trict court

B Prima, Facie Case of Obviousness
of Cla1m 20 :
[11] We prev1ously held in our June
1996 non-precedential decision that:
the district court. clearly mischaracter-
ized the import of Demmitt as a prior
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art reference for the determination of
obviousness of claim 20. Demmitt ...
- did -not- disclose the removal of carbon
contaminants with an ion: exchange res-
in. Despite the district court’s mischar-
acterization of the importance of Dem-
mitt, Ecolochem concedes that there is a
‘prima facie case of obviousness before
 Demmitt and there remains. one after.
_However, Ecolochem argues that the
secondary consxde@‘,lons, in this case,
could rebut the prim3 facie case and that
the. district eourt wrongly failed to con-
_gider its ewdence of secondary consider-
ations and conclude that the evidence
raised a genuine issue of fact requiring
trial. We agree:. For the foregoing
reasons ... the trla.l court’s holding of
obviousneéss of claim 20 of the 411 pat-
ent is reversed, and the case is remand-
ed for trial on validity and infringement
astoclaim20. -
Ecolochem, at *4-5. Given our earlier re-
liance on Ecolochem’s concession of the
prima facie obviousness of clalm 20, which
is binding as law of the case, we must
treat claim 20 separately from the other
claims held obvious in the decision appeal-
ed herein. "We may only conclude that
Ecolochem rebutted the prima fucie case
of obviousness with regard to claim 20 if
the evidence of secondary considerations
supports such a holding." See'id; In re
Pidsecki, 745 F.2d 1468, 1471, 223 -USPQ
786, 787 (Fed.Cir.1984).- We therefore re-
view the distriet: court’s findings on ‘the
evidence of secondary considerations, and,
for purposes of -completeéness;,” address
whether and how this evidence affects the
_adjudicated mvahdlty of all other asserted
“claims.

C. 'Evidence of Secondary Con-
" siderations With Regard to
: All Claims

[12] The idea that a patented. inven-
tion might appear to be obvious given the
excellent vision accorded by hindsight, but
might not have been obvious at the time
the invention was made, was discussed by
the Supreme Court: in Grakam . John
Deere Co., 383 U.S. 1, 17-18, 86 S.Ct. 684,
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15 L.Ed.2d 545 (1966). -In the intervening-

years since Graham a great deal of atte
tion has ‘been-paid to the. importance
secondary considerations. We discuss: B
low many of the’secondary considerations
used by the courts in an effort to compén-
sate for hindsight. The Supreme Colitt
held that “[sluch secondary consideratiof
as commereial  success, long felt bu
solved needs, failure of others, ete., might
be utilized to ‘give light to the clrcur;’
stances’ surrounding the origin of the
ject mattér sought to be patented
indicia of obvicusness or nonobvious sfsl
these inquiries may have relevancy.
U.S. at 17-18, 86 S.Ct. 684 (internal ©
tions omitted). ' While we review thé. dlg
trict court’s factual findings on the §ec:
ondary considerations for clear erfor, we
review the ultimate determination of obvi-
ousness de movo; See B.F. GoodrichCo,
v Atieraft Braking -Sys. Corp, T2 3d
1577, 1582, 87 USPQ2d 1314," 13174 18
(Fed Cir.1996). We find clear error in-

low, but upon rev1ew1ng the obvi
conclusion de novo, hold that even
rected, the ﬁndmgs respectmg second
consxderatlons support the district’ ¢
holding. of obkusness of cla1m 20
instant case. Thls ‘conclusion has
fect on the obviousness of the invi "tl
of claims 1, 3-13, 15,17, and 18, wh"
have already held would’ not have,
obvious given the absence of any m
tion to combine the teachmgs of the,
prior art references. Ecoloche
however, failed to rebut the conceded ;

1. ‘Long—Feit _ButiI‘Jinsollved N .

The district court found that “[tThe find
ings- of fact do not support Ecolochern!
contention that. there was a long-felt:hu
unsolved need to create an ambient:
erature deoxygenation process for ‘useé
start up and restart of nuclear power fdcik
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ities.” * Ecolochem; at *35. It went on to
hold: that-even. if there-had been such a
need, .the ‘“required -nexus between the
¢laimed invention and the long-felt need is
attenuated by the increased market de-
mand resulting from adoption of the EPRI
g'uldehnes in 1982 “ Id

Ecolochem argues that the 1982 EPRI
guldelmes merely reflected the acknowl-
ged need for deoxygenated water that
arose in the late 1970s and that the regula-
ons, only recommended rather "than re-
qulred deoxygenated water Ecolochem
further argues, that there Were reasons
her than the 1ssuance of ‘these regula—
tions for it to develop its processes. . Fur-
thermore, it argues that its mobile chemi-

1 process was the only ‘way to ‘meéet this .

]ong—felt but unsolved ‘need for deoxygen-
ated ‘water, dunng the tlme requlred to
build and mstall the permanent deoxygen-
ators. Ecolochem argues that the guide-
lines (like emissions requlrements for auto-
oblles) were issued only after a long-felt
need was realized, and that the regulations
may have been unattamable at the time
ey were issued. Even Edlson in its brief
pointed out that Ecolochem had the only
actical solution to the need of SONGS
for deoxygendted and demmerahzed water
before the completlon of the HFMUD

: Our review, of the dlstrlct court’s finding
of no. longffel’t but unsolved need is for
clear. error, a deferential standard of ap-
peliate review. We cannot say the district
court’s . finding. that: Ecolochem -produced
demineralized water in: response-to the
guidelines issued -by EPRI to.be clearly
erroneous. The -record- shows that- the
guidelines urging the use of deoxygenated
water were issued in 1982, and Ecolochem
filed - for a :patent on its deoxygenization
process -on:December 16, 1983, This evi-
dence supports the district court’s finding
that Eecolochem’s process was developed
ot in response: to a Jong-felt- need in the
power industry, but in response to a short-
ly-felti requlrement nnposed by EPRI’
guidelines.; . . .

i+ 2+ Commercial Success

" [18] We have previously held that a
party - cannot ~ “demonstrate commereial
success, for purposes of countering the
challenge of obviousness, unless it can
show that the commerdial success of the
product results from the claimed inven-
tion.” L.T. Eaton & Co. v. Atlantic Paste
&: Gluie Co,‘ 106 F.34 1568, 1571 41
USPQZd 1641, 1647 (Fed. Cir.1997),

have further held that a presumptlon
anses that, the patented invention is com-
mermally successful “{wlhen a patentee
can demonstrate commercial suecess, usu-
ally ‘shown by s1g'mﬁcant sales in a rele-
vant market, and that the successful prod-
tiet s the invention disclosed and claimed
in the patent.” Id. In the instant case,
Ecolochem offered evidence that its inven-
tion was practiced at 28 plants and. gener-
ated almost $13 million in revenue from
1983,to 1990. .Once Ecolochem made the
requisite showing of nexus between com-
mercial  success: and the patented inven-
tion, the burden shifted to Edison to prove
that the commercial success was instead
due to other factors extraneous to the
patented invention. - See id.

At trial, Edison countered that the com-
mercial. suecess of .Ecolochem’s process
was due solely to the fact that it was part
of-a mobile apparatus; and that since none
of the claims at issue include such a mobili-
ty limitation, the commercial success factor
favors a finding of obviousness in the in-
stant ‘case. The district ¢ourt found that
both Edison and Ecolochém had carried
thexr respective burdens, finding that the
volume ‘of Ecolochem’s ‘sales satisfied the
réquirements to ‘show commerclal suceess,
but. also that EdlSOIl proved the commer-
cial Success was due to factors other than
those clalmed The district court ex-
plained:

Ecolochems hmxted commerc1a1 success

with its patented process was primarily

attributable to (1) Ecolochem’s ability to
meet, the need in the PWR industry for
.- short:term-emergeney services through
its Mobile Flow serviee; (2) Ecolochem’s
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ability to provide deoxygenation services whlch support patent invalidity.”):". Ct
while- PWR plants built permanent quently, the district court clearly erred)
_deaeration . equipment. to meet new finding that Edison met its burden'of pr
EPRI standards; (3) Ecolochem’s head ing that the success of the inverition
_start in marketing mobile deoxygenation due to factors not clalmed in the patenté’

treatment . services through use of its invention.
patented Mobile Flow trailer; (4) the

increased. blowdown rates that resulted 3 Failure of Others to Make Invention
from tfhe 1982 tlghtelmng of EPRI guide- In evaluatitig this Factor, the
- lines for salts in the. steam generator court held that an unsolved problem
evidence of non-obkusness unlé !
workers in the art have tried an éﬁl ;
solve the problem See Ecolochem at™*36:
The district court then held that‘
. chem did not show that others had trié
Eeolochem, at *36. - but failed to’ miake Ecolochems inveriti

In short, Ecolocher?ﬁ‘ commercial sue-
cess was due not to the nature of the
claimed invention, but to ofther’ economic

and commiercial factors unrelated to the
technical quality of the patented process.

The district court’s ﬁndmg, however, 1g— See id. -
nores Edison’s own statements to. the ‘con-
trary. Edison indicated in its brlefs that it
chose  Ecolochem bécause the “first ven-
dors Edison hired. provided poor quahty
water and constantly shuttled deminerali:
zation trucks on and off Edison’s property
to- meet Edison’s capacity’ requirements.”

Appellee’s Br. 'at 3. Edison’s' brief also for deoxygenation aﬂd has éxploite
states that Ecolochem’s process “enabled market with little or no interfer 0
it, unlike Edison’s previous vendors, -to Arrowhead. ~ Markets exist prlmarﬂy
regenerate its trailers on-sité and provide the nticlear plants Several  app ac
purer quality water at the large volumes for deoxygenatlon exist. .

Edison needed.” Id. [14] Edlson, in turn, responded
These statements make it clear that the testimony from its employees thai
commercial success of Ecolochem’s prod- Edison discussed its .deoxygenatio
uct was, in fact, based on two factors: the itk contractors in 1982, only two contr
improved filtration process, and the mobili-  ¢,s ‘mentjoned chemieal deoxygenitio
ty of the commercial embodiment. Edison  aygwhead and ‘Ecolochem. Edison et
did not differentiate the improved filtra- ployees further testified that vacuum
tion process from. the patented process in sifiers were the industry standard, We
any . way, focusing only on the. missing relisble ' and ‘economical, and that:eve%
other contractor stated that it inten
deoxygenate  with a vacuum degasifi®
There was no téstimony as to whethé
Arrowhead succeeded in making a workin
chemical' deoxygenation device. - The dig
trict court evaluated Edison’s testimonj
and the absence of any testimony coritr?

undermines its argument, by conceding the dicting it, and found that' no-competit
benefits of Ecolochem’s filtration process. had attenipted to employ a chemical deo
See Ryko Mfy. Co. v. Nu=Star, Inc., 950 - ygenation process.  The failure of-other
F.2d 714, 716, 21 USPQ2d 1053, 1055 (Fed. therefore reduced to a credibility questio:
Cir.1991) (“To overturn a patent, the chal- whether the district court believed the

lenger :must” clearly. ‘prove’ those: facts ison employees. “This court gives'gre

limitation of mob1hty in the claims at issue.
The success was_due to both the mobility,
undlsputedly not, covered by the clalms,
and to the improved fitération process, un-
disputedly covered by the claims. Edison
had. the burden of dlsprovmg that the im-
proved filtration process contribitted to the
success of the invention, and its own brief

_ f‘.4. ‘;‘Siinultaneous Tnvention .

“The fact of near-simultaneous in-
ntlon, though.not determinative of statu-
ry obviousness, - is : strong evidence of
hat constitutes the level-ofordinary. skill
the art.”. The.Int’l Glass Co. v. United
tates, 187 Ct Cl. 3176, 408 F. od 395 405 neous 1nvent10n by the district court.
“[TIhe possibility:of.near simulta- :
us, mventlon by- two . or ;more: equally )
nted inventors worklng mdependently, [16} The district court found that “Ec-
may .or .may: not be-aniindication of olochem presented no evidenice ‘that the
sness when.considered in light of all  prior art expressed ‘Skepticism concerning
¢-circumstances.”’ -.Lindemann, 730 F.24  the efficacy of using the Houghton process

Ecolochem mted 21986 1nternal busm
memorandum circulated at Arro
competltor of Ecolochem s. In this
randum, under the headmg “OPPOR’
NITY” Arrowhead ‘wrote th,
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deference. to, the  district court’s:decisions  .The issue of simultaneous invention is
garding: credibility of -witnesses.” Car-  directly tied to the level of knowledge at-
L. Touch, Inc. . Blectro Mechanical tributable to- one -of ordinary skill in the
vs., Inc.,. 16 F.3d 1673, 1580, 27 USPQ2d  art. The district court weighed the testi-
36, 1842 (Fed.Cir.1998) (citing Anderson  mony discussed above, and determined
ity of - Bessemer :City, 470 U.S. 564, that there was evidence of simultaneous
6, 105. S.Ct. 1604, 84 L.Ed:2d 518 invention, and the fact that the one who
985)). - We cannot find.it clearly errone- performed the experiment was supervised
ousion the part of the district court to have by one.of extraordinary skill in the art did
und no evidence of failure by others 0 ;4 enhance the former’s level of knowl-
ake a chemical deoxygenatlon device or edge. Essentially, the district court found
evelop such 4 process:.. ) that this  secondary consideration factor

favors obviousness.. As this was based on
the district court’s determination that Di:
Sawoehka’s and Mr. Hook’s testimony was
credible, wé thust give that finding great
déferénce.’ Consequently; we cannot dis-
cern clear error in the finding of simulta-

5 Teachmg Away

or of comblnmg the Houghton process with

'he . district court found that “prior to 1on exchange ‘Likewise, the Court’s find-
e igsuance. of ‘Ecolochem’s patent, Todd mgs of fact establish that the prior art did
ok of NWT:indeperidently combined the not teach away. from Eecolochem’s inven-
oughton process with. 2" mixed bed ion tlon ” Ecolochmn, at” *37. Eecolochem ar-
xchange resin, thereby: independently de- gued that the Houghton process had been
veloping ‘Eeolochem’s:invention.” Ecolo-  around for decades and was not, well
' chem, ab *36. - Ecolo¢hem argues that Mr.  known or regarded, citing a number of
ook testified at trial that the: ' articles stating concerns with the Hough-
-idea- embodiedin - his--test: apparatus, ton process.

s“which -combined thé :hydrazine/carbon
tpFocess and-ion exchange; was not his
ut: Dr:: Sawochka’s:: Dr. Sawochka, an
acknowledged expert:in the field; provid-
d the system.-sketch. and configured the
st apparatus.embodying the idea. .Ob-
-viousness . or. nonobviousness .to experts
is. irrelevant, to: obviousness under See- chem, Inc. w. Southern Cal.. Edison Co.,
; .108. Competmg innovation by Dr. 1996 WL ‘297601, at . *5. We dxscussed
Sawochka ‘may show bias ,but nothing above the fact that Martinola teaches away

* We prevxously found, in our unpubhshed
June 1996 declslon, that Ecolochem had
put forth. ev1dence “that various references
taught, away from the mventlon as they
warned agamst the Houghton process be-
cause of the carbon contammants Ecolo-

from the Houghton process, as that refer-

\ pellant’s Br at 56 Edlson responds by ence found the process inefficient . and ex-
tating that. “as both -Sawechka-and Hook pensive. We.also discussed: above the his-
stified, Hook was:left largely on'his own tory of . prior :art teaching away : from
erformmg his pro_)ect & Appellee s Br. Houghton. .Based on the body of evidence

provided -to the district court, we .find
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clearly erroneous the distriet court’s deter-
mination that the prior art did not teach
away from using the Houghton process or
from combining it with-a mixed bed in any
manner.

6. Copying and Acclamationv.

[17] Another indicia of non-obvious-
ness of a product is the acclamations it
receives when it is released, and the copy-
ing that occurs. - The district court found
“that [although] Ecolochem’s. process was
warmly received in the water- treatment
industry and was copied by at least two
competitors, that. copying did not result
from the novelty of Ecolochem’s invention
and is of little weight in assessing obvious-
ness.” FEcolochem, at *37...

[18]1 Ecolochem argues persuasively
that its device was copied because it was
significantly less expensive than vacuum
degasifiers, the only alternative in .the
field. Furthermore, testimony from Edi-
son indicates that Ecolochem’s process was
better than its, competitors’. The disfrict
court gives little credit to Ecolochem’s ar-
guments, finding only that the process was
not novel. It is a factual ‘determination as
to what the exact reason for the copying
was, but here we hold that it was’ clear
error on the dlstmct court’s part to dis-
count the copymg because the court be-
lieved that the process was not novel.
Therefore,‘ this facmr euts against a con-
clusion of obviousness. ot

[19] We note, however, that-a showmg
of copying is only equlvocal evidence of
non-obvioushéss in the absence of more
compelhng objective indicia of other sec-
oridary considerations. See In e GPAC,
57 F.3d 1573, 1580, 35 USPQ2d 1116, 1122
(Fed.Cir.1995)" (* ‘[M]ore than ‘the mere
fact of copying by an accused infringer is
needed 6 make that action s1gmﬁcant to a
determination of the obviousness issue.’”)
(quoting Cable Eléc. Prods. w. ‘Genmark;
Ine, 770 F:2d 1015, 1028, 226 USPQ 881,
889 (Fed.Cir.1985)). The reason is that
the alleged copying “could have oceurred
out of a general lack of concern for patent
property.” See Cable Elec. Prods, 710
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. need, that- there was no failure by othier

F.2d at1028, 226 USPQ at 889. Con
quently, ever though. the -district - coutt
clearly erred in stating that the copyin
was not connected to the patented aspect:s
of the invention, its error does not ¢
great weight in our evaluation of the obvi
ousness of the invention of claim 20 in.ligh
of all the secondary- congiderations, ‘¢
bined with the other ev1dence and ﬁndmg
on the pl'lOl‘ art

-~ close one, but we hold that the secondary
onsiderations, taken as a whole, do not
wvercome the other evidence of obvious-
ess.

Our earlier unpublished decision placed
he burden on Ecolochem to rebut, based
n all the secondary -considerations, the
prima facie case of obviousness with re-
gard to claim 20. We cannot say that the
. distriet court erred in concluding that Eco-
ochem has not rebutted the prima facie
case of obviousness with regard to claim

7. Welghmg of the Factors .

We. must now weigh all the secondary
considerations to determine whether th
distriet -court’s -error in not finding com
mercial success and teaching away, whe
aggravated by its error in failing to fin
copying; renders erroneous its conclusio
that the invention of the claims. at is
here. would have: been. obvious. The:
trict court did not clearly err in findin;
that. there wag no long-felt but unsolve

However, for the remaining claims at
issue, claims 1, 8-13, 15, 17, and 18, the
secondary consideration evidence is but
one of several factors, all of which must be
assessed in determining obviousness. See
Graham, 383 U.S. at 17-18, 86 S.Ct. 684.
Given the absence of any proof of a moti-
vation to combine, we hold .that the re-
maining elaims were not proven obvious by

to make-the invention, and- that there w: dear and convincing evidence in light of

a successful simultaneous invention by’ oth
ers. As explamed ‘abjove, ‘the district co
clearly erred in finding that the comriets
cial success of: Ecolochem’s product -was :
based only upon its. mobility; that th
prior art did not teach. away from::th
Houghton process; and that, there was
evidence of copying. . However, only. tw of::
these factors are .actually -stated in.Gra:
ham; the other - falls- under Graham’s
“ate,” clause.: The: factors specifically
mentioned in Grakam, and those that we
give the.most. weighti to in the. instant case,
are the commercial success:of the inven-
tion, long-felt but unsolved needs, and faxl-
ure of others to invent. -

“~In our de novo: obviousness ‘review, we
hold that the abserice ‘of any evidence that
others were trying to emulate the patented
process; and the fact that ‘within two-years
of the publication of the EPRI guidelines
Ecolochem had applied for a patent on'the
process, is more indicative of obviousness
than the evidencé: of modest commiereidl
suecess, and the teaching away from: the
use of the unmodified Houghton process-is
indicative: of non-obviousness. - The ques
tion of obviousness in the instant case’isa
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CONCLUSION

For the reasons stated above, we affirm
the district court’s holding that it was
proven by clear and convincing evidence
that the invention of claim 20 would have
been obvious and was anticipated, but re-
verse the distriet court’s holdings that
claims 1, 3-13, 15, 17, and 18 were proven
invalid either as anticipated and/or obvi-
ous. We remand this case for award of
damages, consistent with the district
court’s finding of willful infringement
which stands. The deecision, therefore, is

AFFIRMED-IN~-PART, REVERSED-
IN-PART, and REMANDED.

COSTS
Defendant shall pay costs.

M
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chaft Kohle, M.B:H. .v. Shell Oil Co.,"112
F.3d 1561, 1564, 42 USPQ2d - 1674, 1677
(Fed.Cir:1997). ~ Zebeco - posits that' if'
the 835 patent i net entitled to the June:
1990- filing date of the *586 application,
then the invention:of the 835 patent was’
on-sale or in public use more than-one year:
_ before the July 1992 filing date of the."254
application, which matured into the 835
patent? However, Zebeo does not ‘¢ontend
that the applicant impermissibly -added
new matter to the 254 application: Gf. 85
U.S.C. § 182 (1994) (“No amendment shall
introduce new matter into the disclosure-of
the invention.”). Further, there is no dis-
pute that the disclosures of the ’'586
and 254 applications—and thus.the '324
and 835 patents, respectively—are: the
same in all but a few respects.® Zebco's:
position thus reduces-to-the argument that
the claims of .the 835 patent violate the
written description requirement of section
112, 11. But to state the argument is to
realize its objection; as we discussed
above, the written deseription of the '835
patent provides ample support for the or-
dmary and accustomed meanmg of the
terms of the 835 cla1ms Thus, the. 835
clalms, as construed by the d;stﬁct court
and this court, are entitled to the benefit
of the filing date. of the 586 application.
No v101at10n of section 102(b)’s on- -sale bar
has decurred.

v _
Zehco has failed to- demonstrate to this
court that the -disputed claim terms “of

claim 1 of the 835 patent should be inter-
preted in a way other than their ordmary

and accustomed meaning. ~Therefore, we
find that the district'court’s claim interpre-
tation, and the summary judgment of in-
fringement conditioned thereon, was not'
We also hold that the district

efroneous. )
court corréctly determined that the rele-
vant claim of the’835 patent, as co_nstrued,

2... Johnson-does not dispute that products em-
bodying the '835 invention were on sale more
than cne year prior to the ﬁhng of the '254
application in.July. 1992. .
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is not mvahd The judgment of the.dis« Patents &=16(1). -
triet court is affirmed. 2

AFFI RMED.

WA
O EKEYNUMBER SYSTEM ).
$ /'

iousness requires the oft-difficult but ecrit-
o idal'step of casting the mind:back to the
tinse of invention, to consider the thinking
ofi oherof ordinary skill in the art, guided
only:by the prior art references and the
then-accepted “wisdom in- the ﬁeld 35

atents. ®=16(4)
»Best defense. against the rsubtle but

Zinbarg, Appellants.
No. 98-1498.

. obviousness .analysis. of a. patent applica-
" tiom)is rigorous application;of the require-
ment” for- a- showing of the: teaching or
tivation to combine prior art references.

Federal Circuit. SBUS.CA § 103@). ..

April 28, 1999

- Evidence of a suggestlon, teaching, or
. mot}vatwn to combine prior art references,
L sufficient to render.invention obvious and
npatentable, may flow from the prior art
eferences themselves; the’ knowledge of
e oneof ordinary skill in the. art, or, in some

- ¢hses) from thé naturée of the problem to
' B‘ésolved 35 US.C.A. § 103(a)

”atents @36(1)

* Broad conclusory statements regard—

pithe teaching of multiple references,

tanding. alone, are not.evidence sufficient

tosretider invention obvious :and unpatent-
35USCA.§ 103(a) :

nts @16 2r .

)1;,(Board of. Patent Appeals and Interfer-
rred by denying .for .obviousness
pplication for -utility -patent, for: orange,
ed plastic. trash: bag with: markings,

ences upheld rejection of applicat;
utility patent, and appeal was taken
United States Court, of Appeals for, t}.l‘
Federal Cu'cmt .Clevenger, Circuit Judge,

apphcatlon for patent on. plastlc trash
with pumpkm face on grounds of .ob;

or motlvatxon to combme prior art ;
ences, and _(2) apphcant’s earlier
patents mvolvmg pumpkin faces o
did not; preclude issuance of patent,
ent case, under obviousness-type
patenting doctrine. :

Reversed:

1.. Patents €=113(6)
" Federal Circuit: determines leg:
tion of obviousness of ‘patent withou
erence to Board of Patent Appeals i
Interferences, and  examines any factii
findings  for -clear error. 35 Us:
§ 103(a) : ks

3. The utles and abstracts are chfferen
example

.showing. placement of ‘pumpkin:
repe -paper-and which disclosed.
eatures of plastic trash bags and econclud-
d, that prior art references collectively
cribed all limitations of present claims;
oard should have found a suggestion,
ching, or metivation to combine .prior
ferences. 35.U.8.C.A, § 103(a). .
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Measuring a:claimed invention for ob-

US.C.A. § 103(a). e

: pm’zverful attraction of ‘a hindsight-based

995

.. Patents;\@113(6) .

Federal Circuit would not consider ar-
gument made in support of obviousness of
patent application, which was not raised
before Board. of Patent Appeals and Inter-
ferences 35 USs. C. A § 103(a)

8. Patents @»120

The doctrine of ‘“obviousness-type
double patenting” prohibits claims in a sec-

‘ _ond patent which defirie merely an obvious

variation of an invention claimed by the
siime inventor: in an earlier patent. 385
U:8.C.A.§ 103(a). -

See publication Words and Phras-

.es for other judicial constructions
and definitions.

9. Patents @314(5)

Question whether patent apphcatmn is
to be rejected, under obvious-type .double
patenting doctrine, on  grounds that
claimed invention was metely an obvious
variation on mventlon dlsclosed in existing
patent, is one of law, which Federal Circuit
reviews de novo 85 US.CA. § 103(a).

10. Patents ¢=120

In some very rare cases, obvious-type
double patenting, in  which invention
claimed in patent application was obvious
variation on:inivention disclosed by éxisting
patent, may. be found between, design and
utility patents 35 US.CA. & 103(a)

11 Patents =120

" When utility patent, is” sought to beé
invalidated due to obviousness, in light of
prewous desugn paterits, rejection under
obwousness-ty'pe double patenting doctrine
ig approprlate only if the claims of the two'
patents cross- -read, meaning that the test
is whether the subject matter of the claims
of the patent sought to be invalidated
would have been. obvious from the subject
matter of the claims of the other patent,
and vice versa. 35 U.S.C.A.§ 103(a).

12 Patents €=28

In order for. a design to be unpatent—
able:. because of obvioushess, there must.
first ‘be a basic design reference in the
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prior art, the design charactenstlcs of
which are basically the same as the
claimed design. 85 U.8.C.A. § 103(a)

13. Patents ¢>120
Phrase “I_;avlng facial indicia thereon,”
contained in elaim of application for utility

patent on plastic trash bag with pumpkin:

face, was not design reference that was
basically the same -as claimed design cov-
ered by design.patents on jack-o-lantern
faces on -bags, and. application was conse-
quently not required to be rejected under
obviousness-type double patenting doe-
trine. 35 U.S.C.A. § 103(a)

David P. Gordon, of Stamford, Connecti-
cut, argued for appellant. *Of counsel was
Thomas A Gallagher, of Stamford Con-
necticut. - :

John" M. Whealan, Associate Sohcltor,
Office of the Solicitor, of Arlifigton, Virgi-
nia, argued for appellee. With him on the
brief were Albin F. Dijost, Acting Solicitor,
and David R. Nichols'on, ‘Assocgate Solici-
tor.

Before MAYER, Chief Judge, MICHEL
and CLEVENGER, Circuit Judges

CLEVENGER, Circuit Judge.

- Anita Dembiczak and Benson Zinbarg
appeal the rejection, upheld by the Board.

of Patent Appeals and Interferences, of all
pending claims in their Application No:
08/427,732. See Ea: Parte Dembiczak, No.
96-2648, slip. op. at 43 (May 14, 1998).
Because the Board erréd i in sustaining re-
Jjections. of the pending clalms as obvious
under 35 U. S.C. § 103(a) (Supp 1998), and
for obwousness-type double pabentmg, we
reverse..

I /

The invention at issue in this case ‘is,

generally speaking, a large trash bag made

of orange plastic and decorated with lines.

and facial features, allowing the bag, when

filled with trash-or leaves; to resemble a-

Halloween-style ' pumpkin, or: jack-o-lan-

tern. As the inventors, Anita’ Dembiczak:
and Benson Zinbarg (collectively, “Dem-
biczak”) note, the invention solves.:thes
long-standing problem of unsightly trash
bags placed on the curbs of America, and;
by fortuitous happenstance, allows users {o;

express. their whimsical or festive nature.

while properly storing garbage, leaves; or:
other household debris awaiting collection;
Embodiments of the invention—sold under
a variety of names, inclading Giant Stuffs
A-Pumpkin, ‘Funkins, Jack Sak, and-Bag-
O-Fun-~have undisputedly been well-re-
ceived by consumers, who bought more:
than "seven million units in 1990 alone.
Indeed,: in 1990, the popularity - of : the:
pumpkin bags engendered a rash.of thefts:
around Houston, Texas, leading some’owri:
ers to resort to preventative measures,
such as greasing the bags with petroleum’
jelly and tying them to trees. See R.
Piller, “Halloween Hopes Die on the: V1 ,”"
Hous. Chron., Oct. 19, 1990, at 13A. -

The road to profits has proved much,
easier than the path to patentability, hows,
ever. In. July 1989, Dembiczak filed-a,
utility patent application generally directed:
to the pumpkin bags. In a February 1992
appeal, the Board of Patent Appeals:and
Interferences - (“the Board”) reversed the

- Examiner’s rejection,. but entered new;

grounds for rejection.- Dembiczak elected:
to continue .prosecution, filing a continua-
tion applcation to. address the new

grounds for rejection. Thereafter, the in-.

g

vention made a second appearance beford
the Board, in April 1993, when the Board
both sustained the Examiner’s- rejeetiot
and again entered new- grounds for rejec+
tion. - Again, a continuation application whs:
filed (the instant application).”  And agaiti’
the Examiner's rejection was appealed 15’
the' Board, which sustained the rejectior: iri
a May 14, 1998, decision: Seé¢ Dembiczak;
slip op. at 43. Cod

The patent-application at issue includest
claims- directed to various-embodiments of

". IN RE DEMBICZAK. ' 997
Cite as 175 F.3d 994 (Fed. Cir. 1999)

the pumpkin.bag. Claims 37,49, 51, 52,:58

through 64, 66 -through 69, and 72 through
81 are at jssue in this appeal.. Though the
.clauns vary, independent claim 74 is per-
haps most representatlve
74. A decorative bag for use by a user
with trash filling material, the bag
-~ simulating the general. outer ap-
< ... pearance of an outer surface of a
- pumpkin having facial indicia there:
i on, comprising:
" g flexible waterproof ‘plastic trash:or
eaf bag having - :
an-outer surface which'is premanufac-
-tiired ‘orange in color for the user to
" simulate the general appearance of
-~ the outer: skm of a pumplcm and hav-
. Ing
- fagial indicia mcludmg at least two of
“"-an eye, a nose and a 'motith on the
orange color outer surface for forming
“ a face pattern on said orange color
~ outer surface to simulate the general
" outer appearance of a decoratlve
 purnpkin with a face thereon,
* said trash or leaf bag havmg first and
" seeond opposite ends, ‘at least said
second end having an’ opening extend-
mg substantlally across-the full width
©oof said trash or leaf bag for receiving
* the‘trash filling material, _
wheréin when said trash or leaf bag is

filled with trash filling material and

closed, said trash or leaf bag takes the
- formi and general appearance of a
purnpkin with a face thereon.

All of the independent claims on appe_'él,

namely 87, 52, 72, and 74, contain limita-
E tions that the bag must be “premanufac-
' tured orange in color,” have “facial indi-

¢ia,” have openings suitable for filling with
trash material;-and that when filled, the
bag must have .a generally rounded. .ap-
pearance, -like »a pumpkin. Independent

i claims 37; 52, and 72’ add the limitation
. that the bag’s height must at least 86
i inches. Claim 72 requires that the bag be

made of a “weatherproof material,”. and
claim 74, as shown above, requires-that the
bag be “waterproof.”... Claim’ 52: recites.a

“method. of assembling” a. bag with the
general characteristics of apparatus claim
317.

B

The prior art cited by the Board in-

cludes:

(1) pages 24-25 of a book- entitled “A
Handbook . for ‘Teachers of Elemen-
tary Art,” by Holiday Art Activities
(“Holiday™); describing how to teach

- children to make a “Crepe Paper
Jack-O-Lantern” out of a strip of
orange crepe paper, construction pa-
per cut-outs in the shape of facial
features, and “wadded newspapers”
as filling;
page 73 of a book entitled “The Ev-
erything Book for Teachers of
Young Children,” by Martha Shapiro
and Valerie Indenbaum (“Shapire”),

' describing a method ‘of making a

“paper bag pumpkin” by stuffing a

bag w1th newspapers, painting it
orange, and then painting on facial
features with black paint;

3) U.S. Patent No. 3,349,991 .to Leon-
ard Kessler, entitled “Flexible Con-
tainer” (“Kessler”), describing a bag.
apparatus wherein the bag closure is
accomplished by the use of folds or
gussets in the bag material;

(4) U.S. Patent No. Des. 310,023, issued
August .21, 1990 to Dembiczak
(“Dembiczak - '023”), a design patent
depieting a- bag with a jack-o’ -lantern
face;

*(5) U.S. Patent'No. Des, 317.254; ssued
Jurie 4, 1991 to Dembiczak (“Dem-

_ biczak ’254”), a design patent deplct,

ing a bag with a jack-o -lantern face,:
and,

(6) Prior a.rt “conventional” plastic Iawn’

_or trash bags (“the conventlonal trash,

bags”). . Iy

Using : this -art, the Board afﬁrmed the>
" Examiner’s: final -rejection. of -all the:inde:
pendent claims:!(37,. 52,.72,.74) under"35;

@

=
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U.S.C. § 103, holding that they would have
been obvious in light of the conventional

trash bags in view of the Holiday and.

Shapiro references. The Board deter-
mined that, in its view of the prior art,
“the only difference between the invention
presently defined in the independent
claims on appeal and the orange plastic
trash bags of the prior art and the use of
such bags resides in the application of the
facial -indicia to the outer surface of the
bag.” Dembiczak, slip. op. at 18 The
Board further held that the missing facial
indicia elements were provided by the Hol-
iday and Shapiro references’ description of
painting jack-o’-lantern faces on paper
bags.. .See id. at 18-19. Dependent claims
49 and 79, which, include a “gussets” limita-
tion, were considered obvious under simi-
lar reasoning, except that the references
cited against them included Kessler. See
id. at 7.

The Board also affirmed the Examiner’s
obviousness-type double paténting rejec-
tion of all the independent claims in light
of the two Dembiczak design patents (023
and '254) and Holiday. See id. at 12. The
Board held that the design patents depict
a generally rounded bag with jack-o-lan-
- tern facial indicia, and that the Holiday
reference supplies the missing limitations,
such as the “thin, flexible material” of
manufacture, the orange color, the initial-
ly-open upper ‘end,-and the trash filling
material. The Board also stated that the
various limitations of the dependent
claims—e.g., cdlpr, the inclusion of leaves
as stuffing, and the dimensions—would all
be obvious variations of the depictions in
the Dembiczak design patents. See.id. at
8-9. In addition, using a two-way test for
obwousness-type double patenting, the
Board held that the claims of the Dembic-
zak design patents “do not exclude” the
additional structural limitations of the
pending utility claims, and thus the design
patents were merely obvious-variations of
the subject matter disclosed in the utility
claims. See id. at 11. “The Board further:
upheld, on similar grounds and with the:
inclusion of the Kessler reference, the ob-:
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1097 (Fed.Cir.1998), when analyzing .the
tentability - of claims- pursuant to that
iori. - Measuring a claimed invention
st:the standard. established by section
4requires the'. oft-difficult but eritical
tep’ of ‘casting-the mind back to the'time
invention, to consider the thinking of
he, of ordinary skill in the art, guided only
Y the, prior art references and the then-
epted wisdom in the ﬁeld ‘See, e.g.,
ore & Assocs., Ine. v. -Garlock, Inc.,
2d 1540, 1553, 220. UPSQ 303, 313
.1983).. Close adherence to this
tho lology is especlally nnportant in the,
aase o of less technologlcally complex mven—
where the very ease with which the
tion, can be understood may prompt
fall vietim to the insidious effect of
{)l‘undsxght syndrome wherem that whxch

viousness-type double patenting rejection i
of dependent claim 49. “See id. -apsl2l-
This' appeal followed, vesting this
with jurisdiction pursuant to 28 U
§ 1295(3)(4)(A) (1994) '

II“'

[11 A claimed invention is. unpatent-
able if the differences between it and the °
prior art “are such that the subject matter
as a whole would have been. obvious: at, the
time the invention was made to aiperson
having ordinary. .skill, in the. art.”. 85 -
U.8.C. § 103(a) (Supp. 1998), see: Gmham
. John Deere Co.,383 U.S. 1,.14, 86.-S.Ct.
684, 15 L.Ed.2d- 545, 148 USPQ 459;: 465
(1966). The ultimate determination of. :
whether an invention is or is not, obvious is
a Jegal conclusion based on underlying. fae-
tual inquiries.including: (1) the scope,and
content. of the. prior art; (2) the level of :
ordinary skill in the prior art; (3) the. dif-
ferences between the claimed invention
and the prior art; and (4) objective- eﬁ-’
dence of nonobviousness. See Gmham,
383 U.S. at 17-18, 86 S.Ct. 684, 15 L, Ed.2d
545, 148 USPQ at 467;. Miles. Labs, Inc 7,
Shandon  Inc, 997 F.2d 870, 8‘77 27
USPQ2d 1123, 1128 (Fed.Cir. 1993.). . W
therefore review- the ultimate detemﬁna-
tion. of obviousness without deference to
the Board, while examining any factual
findings for clear error. .See, e.g., In re
Zurko, 142 F.3d 1447, 1459, 46 USPQ2d:
1691, 1700 (Fed.Cir.) (en banc), . cert.
granted, — U.S, ——, 119 S.Ct. 401, 142
L.Ed.2d 326 (1998).

‘emént for a showing of the teaching
tivation to combine prior art refer-
Wees.  See, e.g., C.R. Bard, Iné. v. M3
s Inc., 157 Fi3d 1340, 1352, 48 USPQ24d
5 1282 (Fed.Cir.1998) (describing
hing or suggestion ‘or motivation [to
bfribme]” as ‘an “essential evidentiary
doﬁ‘nponent of an obviousness-holding™); In
ouffet, 149 - F.3d 1350, 1369, 47
Q2d 1458, 1459 (Fed.Cir.1998) (“the3
pafd must identify specifically ... the

oild have been' motivated-to select the
retices and ‘cormnbine- them"); In're
tbh, 972 F.2d 1260, 1265, 23 USPQ2d'
80,1788 (Fed.Cir.1992) (examiner can

[2] Our analysis begins in the textiof cat
&isfy burden of obviousness in light of

seetion 103 quoted above,-with the phraser

“at the time the invention was made.” : E¢
it.is this phrase that guards against ent;
into. the “tempting but forbidden zon
hindsight,” see Loctite:Corp. v. Ultras
Ltd., 781 F.2d 861, 873, 228 USPQ 90;#
(Fed.Cir.1985), overruled on:-other grouh
by Nobelpharma AB v. Implant Innov
tions,: Inc, 141 F.3d 1059, 46 -USPQ2

Ve teaching {leading to the combina-
on]”); In re Fine,-837 F.2d-107L, 1075, 5
;SPQZd 1596, 1600 '(Fed.Cir.'1988) (evi-
ince of teaching or suggestion “essential”
Biavoid hindsight); Ashland Oil Inc: ».
fo. Resins & . Refractories, Ine.,. T76
fied 281, 297, 227-USPQ 657, 667 (Fed.
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dSons ‘one of ordinary -skill in- the art:

mbination “only by showing some: objec-
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Cir.1985) (district court’s conclusion of ob-
viousness was error when it “did not eluci-
date any factual teachings, suggestions or
incentives from this prior art that showed
the propriety of combination”). See also
Graham,- 383 U.S. at 18, 86 S.Ct. 684, 15.
L.Ed.2d 545, 148 ‘USPQ ati 467 (“strict.
observance” of factual predicates to obvi-
ousness conclusion required).  Combining
prior .art references without evidence of
such a suggestion, teaching, or motivation
simply takes the inventor’s disclosure as a
blueprint.for piecing together the prior art
to. defeat patentability—the essence of
hindsight.:. See, e.g., Interconnect Plan-
ning Corp. v. Feil, 774 F.2d 1132, 1138,
227 USPQ 548, 547 (Fed.Cir.1985) (“The
invention: must be viewed not with the
blueprint drawn by the inventor, but in the
state of the art that existed at the time.”).
In this case, the Board fell into the hind--
sight trap.

[4,5] - We have nobed that evidence of a
suggestion, teaching, or: motivation to com-
bine may flow from the prior art refer-
ences themselves, the knowledge. of one of
drdinary sldll in the-art, or, in;some cases,
from the nature of.the problem to be.
solved, see Pro-Mold & Tool.Co. v. Great:
Lakes Plastics, Inc., 75 F.3d 1568, 1578, 37
USPQ24d 1626, 1630 (Fed.Cir.1996), Para~
Ordnance Mfy..v. SGS Importers Intern.,
Ine., 73 F.3d 1085, 1088,:37 USPQ2d 1237, .
1240 (Fed.Cir.1995), although: “the sugges-.
tion more often comes from the teachings
of the pertinent, references,” Rtmﬁ”et, 149
F.3d at 1855,:47 USPQ2d at 1456. The
range. of sources ‘available, however, does
not -diminish the requirement. for. actual
evidence. That is, the showing must be
clear and particular. See, e.g., C.R: Bard,
167 F.8d at-1352,-48 -USPQ2d: at: 1232.
Broad - conclusory statements. regarding
the teaching. of multiple references, stand-
ing alone, are not “evidence.” :E.g., McEl-
murry v. Arkansas Power & Light Co,;
995 F.2d 1576, 1578, 27-.USPQ2d- 1129,
1131 (Fed.Cir.1993) “ (“Mere - denials and:
conclusory - statements, however, are not
sufficient to estabhsh a genuine issue of
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material fact.”); In .re Sichert, 566 F.2d

1154, 1164,-196 USPQ 209, 217 (CCPA

1977). (“The examiner's conclusory -state-:

ment that the specification does not teach
the best mode of wusing the invention is
unaccompanied by evidence or reasoning
and is entirely:-inadequate to.support the
rejection.”). In addition to demonstrating
the propriety of an:obviousness analysis,

particular factual findings regarding the.

suggestion, teaching, or motivatien to com-
bine serve a.number -of itaportant pur-
poses, including: (1). clear :explication: of
the position adopted by the Examiner and

the Board; (2) identification of the factual -

disputes, if any, between the applicant and
the Board; and (8) facilitation of review on
appeal. Here, however, the Board did not
make particular findings regarding the lo-
cus of the suggestion, teaching, or motiva-
tion to combine the prior art references.

[6] All the obviousness rejections af-
firmed by the Board resulted from a com-
bination of prior art references, e.g., the
conventional trash-or -yard bags, and the
Holiday and:iShapiro publications: teaching
the construction of decorated paper bags.
See Dembiczak; slip op. at 6-7. To justify
this combination, the Board simply stated
that “the Holiday and Shapiro reférences
would -have suggested the application of

. facial indicia to the prior art plastic-
trash bags.”-- Id: at 18-19. However; rath-
er than- pointing -to-specific information in
Heliday or Shapiro that suggest the combi-
nation with the- :conventional- bags,  the
" Board instéad deseribed in detail the simi-
larities between the Holiday and Shapiro
references and: the :claimed :invention, not-
ing that one reference or'the othér—in
combination with each other and the con-
ventional trash-bags—described all of the
limitations of .the pending claims. > See id.
at 18-28. Nowhere does the Board partic-
ularly identify any suggestion, teaching, or
motivation to combine the:children’s -art
references (Holiday and Shapiro) with the
conventional trash or lawn bag references,
nor. does the Board make specific—or even-
inferential-—findings concerning the identi=-
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ﬁcatlon of ‘the relevantart; the 1é srent, from that: relied upon bY'-_vtI}e

ordinary skill in the art, the nature:
problem to be solved, or ‘any other f
findings that might serve to. su
proper obviousness -analysis. Se

would have been motivated to com-
references Of course, in order fo-

ghngs of fact regard.mg the leyel of skill
e, art “a des1gner and manufacturer
ash and leaf: bags, particularly one
lizing in the ornamental and graphic
1gn of such bags”), Resp’t Br. at 14, the
i ship between the fields of conven-
ash bags and children’s crafts, Te-
h ely (“[t}he artlsan would also have

discussion of .the ways that the n
prior art references can be comb
read on the claimed invention. F
ple, the Board finds that the Hohda
reference depicts a ' “premanuf

apphcatlon ‘ini hobby and’ art pro-
7Y, Resp’t Br. at 15 and the partlcular

'references from a Wholly different field

“demgner and manufacturer of trash

eaf bags would have recognized the
h

bags of Shapiro would be an-ob [
sign choice, see id. at 24. Yet this r
ence-by-reference, limitation-by-limi
analysis fails to demonstrate how.
day and Shapiro references teach
gest: their combination with the con
tional. trash .or lawn bags to yield
claimed invention. See Rouffet, 149
at 1357, 47 -USPQ2d - at 1459 -(ng
Board’s. failure to-explain, when anal;
the prior: art, “what. specific understangi
or:technical principle . .. would haves
gested the combination”). Because,wi
not discern any finding by the B
there was a suggestion, teaching, o
vation to combine the prior art referen
cited against :the pending -claims;;..

ysis, noting that at least two de-
lpatents’Gn the record -but not cited
ist 7 the presently pending  claims)
he' pladement of “graphical informa:
cluding text,f-'designs, and even fa-
ia, to-colored bags.” Resp't Br. at
» This ‘new analysis,” apparently cut
hole - cIoth in v1ew of appeal does

matter of law, cannot stand. .Se
Bard, 157 F.3d at 1352, 48 USPQ2
1232; Rouﬁet, 149 F3d- at 1359, )

: 5 746;'49 USPQ2d 1949, 1951 (Fed.
99) (“We-decline to consider;»[the

ariCalternative ground for upholding- the
agency’s decision.”); In re Soni, 54 F.3d
746,751, 34 USPQ2d 1684, 1688(Fed. Cir.
1995); * In. re. Hounsfield, 699 F.2d 1320,
1824,,216 USPQ 1045, 1049 (Fed.Cir.1983)
(ejecting an “attempt] ] by the Commis-

{71+ The . Commissioner of Patents-angf
Trademarks (“Commissioner”)- attemptabtfl
justify the .Board’s decision ‘on . groutiash
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sioner ‘to apply a new rationale to support
the rejection.’”); see also 35 U.S.C. § 144
(1994) (an appeal to. the Federal Cirenit “i
taken on the record before The Patent and
Trademark Office”). - Because the Board,
has not established a prima faq1e case of
obviousness, see In re-Bell, 991. F.2d 781,
783, 26- USPQ2d 1529,.1531 (Fed.Cir.1993).
(“The. PTO bears the burden of establish-
ing a case of prima facie obviousness.”), we
therefore réverse the. obviousness rejec-
tions, and have mo need to address the
parties’ arguments with respect to second-
ary factors.

III

[8, 9] Demblczak also asks this court to
reverse the Board’s rejection of the pend-
ing elaims for obviousness-type double pat-
entmg, which is a Judxcxally—created doc-
trine that seeks to prevent the applicant
from expanding the grant of the patent
rlght beyond the limits prescnbed in Title
35. See, e.g; ‘In re Bmat, 937 F.2d 589,
592, 19- USPQ2d 1289, 1291—92 "(Fed.Cir.
1991), In re Longz, 759 F.2d 887, 892, 22¢
USPQ 645, 648 (Fed.Cir.1985). See alsc
85 U.8. C. § 154(2)(2) (Supp.1998) (diseuss-
ing patent term). . The doctrine prohibits
claims in a second patent which . define
“merely an obvious varlatlon” of an inven-
tion. claimed. by the same inventor in ar
earlier patent. Braat, 937 F.2d at 592, 1<
USPQ2d at 1292 (quoting In Te Vogel, 5%
C.C.P.A. 920, 422 F.2d 438, 441, 164 USPq
619, 622 (CCPA 1970)). Thus, unless ¢
claim sought in. the later patent. is patent
ably distinet from the claims in an earlies
patent, the elaim must be rejected, See Ir
re Goodman, 1l F.3d 1046, 1052, 2
USPQ2d 2010, ‘2015 (Fed.Cir.1998); Vogel
422 F2d at 441, 164 USPQ at 622. Thi
question is one of‘law, which we, review d
novo. See Goodman, 11 F.3d at 1052, 2
USPQ2d at 2015; Texas Instruments It
v United. States Intl Trade Comm'n, 98
F.2d4 1165, 1179, 26 USPQ2d 1018, 102
(Fed. Clr 1993).
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[10, 117 The law provides that, in some
very rare cases, obvmus-type double pat-

enting may be found between design and
utility patents. See Carman Indus., Tnc.

v. Wahl, 724 F.2d 982, 939-40, 220 USPQ
481, 487 (Fed.Cir.1983) (noting that, while-

theoretically ‘possible, “[d]otble patenting
is rare in-the context of utility versus
design patents™); In re. Thorington, 57
C.C.P.A: T59; 418 F:2d 528, 536-37, 163
USPQ 644, 650 (CCPA 1969) (Double pat-
enting between a design.and utility patent
is possible “if the features producing the
novel aesthetic effect of a design patent or
application are the same as those recited
in the claims of a utility patent or applica-
tion as producing a novel structure.”); In
re Phelan, 40 C.C.P.A. 1023, 205 F.2d 183,
98 USPQ 156 (CCPA 1953); In ve Barber,

81 F.2d 231, 28 USPQ 187 (CCPA 1936);.
In re Hargmves, 53 F.2d 900, 11 USPQ

240 (CCPA 1931) In'these cases a “two-
way” test is apphcable See Carman, 724
F.2d at 940, 220 USPQ at 48‘7 Under this
test, the obvmusness-type double patentlng
rejection is appropriate only if the claims
of the two patents cross-read, meaning
that “the test is whether the subject mat-
ter of the claims of the patent sought to bé
invalidated ‘would have beén cbvious from

the subject matter of ‘the claims of the

other patent, and vice ‘versa."’ Id, 724
F.2d 932, 220 USPQ at 487" See also

Braat; 937 F2d at 593, 19 USPQ2d at’ 1292‘

(explalmng two—way test)

. B .

In making its double patenting rejection,
the Board concludéd that all but one of the
pending claims of Dembiczal’s utility ap-
plication would have been merely an obvi-
ous variation of the claims of the earlier-
issued design patents—the Démbiczak '023
and 254 references—in light -ofthe Holi
day reference. The remaining claim, de-
pendent -claim 49, was judged obvicus in
light of the combination of the Dembiczak
design patents; Holiday, and the Kessler
reference.
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112, 13] Acknowledging that the:twoh application, the-Commissioner may require
way test-was required by Carman, 724
F.2d at 940, 220 USPQ at 487, the Board
concluded that “the design clairtied in- et
of ‘appellants™ de51g'n patents does" fiot" kb
clude the features pertaining’ to the "hél
struction and color of the bag, the use 0f's
plastic’ material ‘for making the bag,’
size or thickness of the bag ... or'thé usé’
of ‘various types of filling material
The particular détsils of the facial md1
would ‘have been 2 thatter of design ¢
as ewdenced by’ the Hohday handboo
and that therefore, in viéw of Holidaj
clalms of the des1gn patents were ob 3
variants of the pending utlhty pate 1

claxms See Dembiczak, slip op., at 1
We "disagree. In order for a des1gn

¢ ’on adopted by the Board—that a tex-
tual description. of facial. indicia found in
thesclaims of the utility. patent application
makes obvious the specific:.designs: claimed
in the (patentably distinct) Dembiczak de-
slg'n "patents—would ‘presumably render
-obvxous, or even anticipate, all désign pat-
ents ‘where ‘a face was ‘depicted on a bag
But ‘this, of' course, is ‘niot ‘the law; ~the
textual description canniot be said‘to be a
réference “pasically thé same as the
cldimed’ design,” of the désign’ patentsat
is§tie here. Borden; - 90" F:3d at 157439
USPQ2d at 1526 (intérnal quotation’ marks:
dinitbed) The Board's conclusmn of obvi-
ousness is incorreet; =~ - it

Because we find. that the.Board-erred.in
concludlng that the design: patents. were
obvious: variants ‘of-.the: pending-: utility
;alms, we need not address-the other:

the prior art the des1gn charactenstl S0
which are “basxcally the same_.as the
claimed, des1gn ” In re Bo'rden, 90 __F d

test—whether -the. pending - utility; claims
areiobvious: variations of the: subject:mat-
téirelaimed, in-the: design’ patents.:. See:
Cagmaon; 724 F.2d .at 939, 220 USPQ at 487
(both prongs. of -the two-way-test required;
r::-obviousness-type: - double patenting)..
The: double patentmg reJectlons .are. re-
ersed .

Cir. 1996), In re Rosen, 673 F‘ 2d 388
213 USPQ 347 350 (CCPA 1982)_,.

The Board’s suggestion that the .des
details were - simply “a matter of-ds ,
choice” -evinees a misapprehension:of: theJ
subject matter. of . design patents: ¢ E.gy
Carman, 724 F.2dat 939 n.-13, 220 USRQ:
at, 486 n. 18 (“Utility patents afford.protecs
tion for-the mechanical structure :and:fané
tion of an invention whereas-design: pateiit,
protection concerns: the -ornamental{:of
aesthetic features of a-desigfi”) -Indeed)
we note that the. two .design -patentsi &)
issue -here—the Dembiczak 023 and!?254
patents—were considered nonobvious ovep
each other, and were evén the subject ofid
restriction requirement. - See' 35" U.Si€H
§7121-(1994) (“If two or more independsil
and distinet inventions areclaimed: it

i;sBecause thereis no'evidence in the.rec-
ord of a suggestion, teaching, or-motiva-
tion: to. combine the prior. art references
asserted against the pending claims, -the
ebviousness reJectlons are reversed. In
addltlon, becatise “the Board mlsappre—
ed the test for obvxousness—type dou—

PENTAGEN:TECHNOLOGIES INTERN: LTD. v. US.
Cite ns 175 F.3d 1003 (Fed. Cir. 1999)

the;application to-be restricted to-one-of
the: inventions.”);: 87.C.F.R. §.1.142. The.

urong of - the two-way double. patenting.

100:

PENTAGEN TECHNOLOGIES
INTERNATIONAL LIMITED,
Plaintiff-Appellant,

V.

UNITED STATES, Defendant—Appellee
" No. 98-5133..

"Unjted States Court of Appeals, o
Federal C1rcu1t

May 3,.1999..

Owner of copyright for computer sofi
ware program brought infringement actio
against the United States. The Unite
States Court of Federal Claums, James ")
Turnez_', dlsmlssed action, and owne
appealed. The Court of Appeals, Friec
man, Senior Circuit Judge, held that sta
ute which bars recovery for any copyrigt
infringement by the government commi
ted more than three years. before filing «
complaint-was not equitably tolled. -

~ Affirmed.

1 leltatlon of Actlons &=104.5

Statute which bars recovery for an
copy'nght infringement by the goverr
ment committed more than three year
before the filing of the complaint was nc
equitably tolled prior to copyright holder
recelpt of witness stafement disclosing ir
fnngement absent allegatlon that goverr
ment concealed ‘the alleged mfnngemer
or that, copyrlght holder was unaware ¢
the mfmngement until such recelpt 2
US.C.A. § 1498(b). R

2. Federal Cwll Procedure @1754

Even. where-. equitable tolhng migk
apply, a complaint .properly may: be dis
missed for failure to.state a.claim-as time
barred-.if - (1) the face of the complair
shows that, the claim is time-barred and (¢



w1y Literal Inﬁmgement DBI makes two.
arguments in favor: of: finding ‘infringement
!oy::’ghe TP-900. . The first is- that the TP-900
infringes .because. it..includes - four. TP—6005;
which. infringe, . Because :we  affirmed. the
dlstnct court’s Judg'ment of non-mfnngement
of the TP—600 this argument must fail. .

. *{193-' DBI“al$o. argues that the <TP—900
infringes claim 16 because each TP-600 gen-
erates an array, of “slice data” and the TP-
00 system “generates a composxbe array of
ata characteristi¢ ‘of the’ rolled ‘fingerprint
mage ‘asa’ mathemancal funetion of: over-
4pping ‘slice ‘data i "The district court inter:
aréted claim 16' to require:that'the “arrays of
slice data” must'be “data chardcteristic of the
Jortion: of. «the ‘finger i contact:‘with-ithe
surface of: the- platen..at: acparticular time.
?xe'cause each of the partialimages-was.itself
i-cornposite image; the:district-court found
that the partial images did not:.contain “datz’
-haracteristic of the' portion of.the ﬁnger in

)artlcular time,? a.nd thus dld not. satxsfy th13
imitation. - Again, DBI. does not challenge
he district court’s clalm ¢ i

iteral mfrmgement other than its argument
hat the TP-900 infringes because it includes
our’ TP—GOOS Thus, mfrm iement. of the
‘P—900 ir “of; equlvalents
 the, TP-600.

3 he aecused,
e do tring of equiy-

FIRMED
, COSTS
 Each party to bear its'own éosts.

In.re Denis ROUFFET, - Yannick Tanguy.

and Frederic Berthault. .
~No. 971492,

Federal Cireuit.. .
July 15, 1998'.,, e

i Apphcants sought patent for in ntlon

rendered invention’ obi us,'absent motlva-
tion: 'to combme thoserefel‘ences .

obvmus, dn ekamiter must show unrebutted
prima facie'case of obviousness; inabsence of
propet pnma fac1e case, apphcant who i ’m—

Umt‘.ed States Court of Appeals, . )

. IN-RE ROUFFET- 1% ¢ 1351

Cileasl49 FSd 1350 (Fed Cir. 1998)

2: Paterits @113(6)

3. Patents @7113(6) ) o
Whlle Court of Appeals rewews det.erml-
of obviousness . of

: ourt of Appe timate deter-

- nindtion’ of .ob¥iousnéss by Board-of ‘Patetit

Appeals 4nd Interferences as a quesf.mn of
law AR it

5 Patents @16(2), 16 5(1)

. ‘The:factual predlcatesmnderlymg an; ob—
viousness. determination ;include .the.;:scope
and content of the prior ‘art, the differences
between the prior art and the claimed inven-
tion, and the level of ordinary skill in the art.
35 U.S.C.A. § 103. .

6. Patents =113(6) -

Court of Appeals reviews factual find-
ings of Board of Patent Appeals and Inter-
ferences for clear error, and finding is clearly
erroneous when, although there is evidence
to--support it, the reviewing court on the
entire evidence is left with the definité and
firm conviction that a rhistake has been com-
mitted. i
7. Patents €36.1(2, 3, 4), 36.2(1).

Objective evidence of invention’s nonob-
- viousness includes copying, long felt but un-
solved need, failure of others, commercial
success, unexpected results created by the
claimed invention, unexpected properties of
the claimed invention, licenses showing in-
dustry respect for the invention, and skepti-
cism of skilled artisans before the invention.
35 US.C.A. § 103,

8 Patents =97

9 Patents @314(5)

Board of Patent Appea]s and- Interfer-
§ mitist e er all of pétént apphcant’

‘Whether the evidence. presented sufﬁces

to rebut the pnma facie case of obviousness
18 pért of ‘the ultimate conclusion of obvipus-

herefore a questmn‘ of ] 35

gg n,
refenences 35U, C A. §,103

11. ‘Patents ¢=26(1) - B :
Whendetérmitiing the patentabﬂlty o6f a
claimed i inven i ,hlch combmes two known
ques ion 'in debermlmng issue
of obviousnes¥ is whether there is somethmg
in the prior art as a “whole to suggest the
desirability, and “thus; the,.obviousness, - of
maklng the combxna on, 35 U S.C.A. § 103.

12:. Patent; @26(1 ;

Combination of two prior art patents
and conference report did not render obvious
invention claiming satellite technology to re-
duce number of necessary “handovers” be-
tween beams -transmitted by single satellite,
even if combination, of references contained
all elements claimed in patent application,
absent any evidence of motivation to combine
such references other than high level of skill
in the relevant art. 35 U.S.C.A. § 103.

13. Patents €=16(3)

Obviousness is determined from vantage
point -of a hypothetical person having ordi-
pary skill in the art to which the patent
pertains, which is eonstruct akin to “reason-
able person” used as reference in negligence
determinations and presumes that all prior
art referenées in the field of the invention
are available to hypothetical skilled artlsan
35 U.S.C.A: § 103(a).

14. Patents <26(1)
Combination of prior art patents relating
to cellular communications. systems did. not.
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render obvious invention c]axmmg sate]hbe
technology to reduce number-of; necessary
“handovers between beams transmltt.ed by

those pnor art’ references
§ 103

Rlcha.rd c. Turner and Grant K. Rowan,
Sughrue, Mlon, Zmn, Macpeak & Seas,
PLLC, Washington, DC, a.rgued for appel-
lants.

David J. Ball, Jr., Associate S tor, Of-
fice of the Sohmtor, ‘Patenit’ and Trademark
Ofﬂce, Arhngton, Virginia, argued for ‘appel-
leé. “ With him ‘on ‘the bnef were Nancy J.
Linck, Sohcltor, Albin 'F. Drost Deputy So-
licitor, and Craig R. Kaufman, Associate So-
licitor. Of counsel was .Scott. A.. Chambers,
Associate .Solicitor, -Office,, of .the Solicitor."

) Before PLAGER, Gifeuit Judge,
ARCHER Senior Circuit, Judge, and
RADER, Clremt Judge '

RADER; Circuit’ Judge.

* Denis Rouffet Yanmck Tanguy, and Fréd-
éric Bethault (collectnyely, Rouffet) submitted

AN

apphcatlon 07/888 791 (the - application) on
May 27, 1992..-The Board of Patent Appeals
an Interf_‘erences (the Board) a.fﬁrmed final

in 1dent;1fymg a motwatlon to combme the
references, this court reverses '

SRS PRNDE S PPN ‘I.
Setelhtes in e geosynchronous or geosta—

the'Earths surfa . |
above the Earth’s U

Tnits to ité area of ge, or footprmt on
the Earth’s surface. In order td provide
complete coverage, adjacent footprints. over-
lap.slightly-and therefore must use.different
frequencies. to avoid interference.;, However,
two, or. moré non-overlapping footprints.can
use the same set of frequencies in order to
use efficiently the limited radio spectrum.
Figure 1 from the apphcatlon shows the cov-
erage of 'a’ portion of the’ Earth’s surface
provided'+hy" multiple: cone shaped: beamns:

IN RE ROUFFET """ 1353

Clteas 149 F 3d 1350 (Fed. Cir 1998)

Frequency reuse  techniques, however,
have a limited ablhty ‘to compensate for ¢on-’
gestion m geostatlonary orbits. To alleviate
roblem, new “telecom-
‘usé a network of satel-
t. When viéwed from

‘Barth’s suiface, such
satelhtes do not temiail’ stationary but move
overhead..;A satellite’s. motion -as_it: trans-
mits a plura.hty of cone-shaped beams creates
a new problem The. satellite’s movement
causes: 2. receiver on the Earth’s surface. to
e. beam into 2
by the same, satel—
lite’s monon causes

béam transmiitted’ by one satelhte ints ‘the
footprint. of 4:beam transmitted by-a second
satellite.. Bach switch-from, one footprint fo
another: creates event, : analo-
gous to that

ellular phone travels
or, ‘Handovets are unidésirable ‘becaise they

can cause interruptions in signal transmis-
sion and reception.

Rouffet’s application discloses technology
to reduce the number. of handovers between
beams transmitted by the same satellite. .In
partlcular, Rouffet eliminates Jhandovers
caused solely by the satellite’s motion. To
dccomplish. :this igoal, Rouffet” ‘chariges the
shape of the beam-transmitted by the satel-
lite’s - antenna. - Rouffet’s satellites transmit
fan-shaped beams. - A fan-beam, has an.gllip-
tieal footprint. Rouffet alignsthe long,axis
of his beams parallel to. the direc 1on‘of the
satellite’s motion across the Earth’s surface.
By:: elongatmg the beam’s footprint iny ‘the
direction of satellite travel, Rouffets i
tion ensures that a fixed pomt on:the
uref e ik wﬂl remain w1thm a

another §
i 065 ‘not address handovers caused by
the motion of the receiver across the Earth's
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surface. his arrangement reducei';* b L e
imi , but doe: i

not eliminate, handovers. Figure 3 from ths beams alig
application shows the footprints 12 from six-

The. application’ contains :ten ‘claims that
stand ‘or fall ‘45 a group: ° Clairii ‘I*is repre-
sentativer + © e

. Ll et |

-+ Alow.orbit satellite conununicaﬁons:s&;-
. tem-for mgbﬂe terminals; wherein the com-
-fvg?unicationS'antenna system. of each satel:
K vhtk ‘Provides isoffik coverage made up-of a
“plurality of fafi beams that are elongate in
, the'trivel direction of the datellite; -

~The éxaminer initially rejected - Rouffet’s
E]al_rhs‘_*a_s -unpatentable over U.S. Pat:*No.
5,199,672' (King) "in ‘view ‘of U.S. Pat. No.
1,872,015 ‘(Rosen)" and a_¢onference “rport
atitléd “A Novel Non-Geo : ‘
ite;, Communications _System
Record, International Confere

FIG.

¢ motion 15:

[

3

were ol?vious over- U.S;- Pat-.,—N (2 ‘5,'394,561
(Freeburg) in view of U.S. Pat. No. 5,170,485
(Lvihe), e e Ao

- On April 16

based, on_the. patenta] 1Ii_ty'ofi' claim 1, the
Board limifed its opinion to that, elaim. , The
Board unapi:’nously .determined thét thé':ex-
arniger had prlopérly’ rejécted ‘¢laim 1-2s-obvi-
ous’ over Kihg iri viéw of Rosen' and Ruddy.
The Boatd, ‘on a split vote, also affirmed the
rejection over Freeburg inf view of Levine.

ned in tl_xe direction of satellite

me
2 Touijejéct‘claix:ns in an_applicati n
on 103,.an examiner. mist an

d 1552, 1557, 34
1 Q24 1210, d.Cir;1995). 'In the
absence of a proper prima fe 0
obviousness, an applicant who'coriiplies with
‘the“othier $tatutory reduirémetits

its dbviotisnes ¢rinination on_ineorrect
factual predicate “This eourt reviews the
ulfiniaté” determitiation of obvioushess’ as 2
qiikstion of léw. SeeTn 7e Liueders, 111'F.3d
1569, 1671, 42 U'SPG.2d° 1481, 1482 (Fed.
Cir1997). The factual predicates’ nderlying
ani obviousness -determination’ include the
scope and content of the prior:art, the differ-
enices between the prior*art:and the claimed
invention;: and: the:level of rordinary skill in
theart, See-Monarch Knitting Mach. Corp.
. Sulzer Morat:GmbH, 139:F.34 877, 881; 45
U.SR.Q.2d 1977, 1981 (Fed.Cir.1998).: This
court. reviews the; Board’s factual findings for
clear error. - See In re Zurko, 142 F.3d, 1447,
1449, 46 U.S.P.Q.2d.1691,. 1693 {Fed.Cir.1998)
(i, bane)y. Lueders; 111, F:3d:at 1671-72.

 4fA finding, is .clearly erroneous when, -al;

though there, is. evidence #o support it, the
reviewing-court:on the entire-evidence, is left
with- the. definite and firm: conyiction thatia
mistake 'has been committed’” In 7e
Graves,. 69, F.3d 1147, 1151, 36 USP.Q2d
1697, 1700 Uni
States v, U s Gy Co., 333 U.S.
364, 395, 6 "525, 92 L.Ed. 746 (1948).

[7-9]. The', seconda';y _considefations . are

" also.essential components:of the -obviousness

determination.: .See In.re Emert, 124 F3d
1458, :1462,-44 U:SP.Q2d: 1149, 1153, (Fed.

R RoUEEEE 1355
. Citens 149 F.3d 1350 (Fed, Cir, 1998) .

Ciir,1997) (“Withoug Erhert providing rebuttal
evidence, 1 i , ‘casé ‘of obyious-
Tiess must stant his objective évidence
of nonobviousness I clides copying, long, felt
but unsolved need, failure of others, see Gra-

ham, . John, Degre.Co., 383 U8, 1, 17-18, 86
S.Ct. 684, 15 L.Ed.2d 54b (1966),, commercial
guccess;.see In ve Huang, 100 F.3d 185,189~
40, 40, USR:Q.24: 1685, 1689-90  (Fed.Cir.
1996), vunexpected results - created: by the
claimed: invention, _umexpected properties. of
theelaimed :invention;. séé In e Mayne,; 104
F.3d-1839, -1342,741 " U:3.P.Q.2d 1451,. 1454
(Fed:(ir.1997); In w& Woodruff- 919 - F2d
1575, 1578, 16 US.P.Q2d 1934; 1936-37 (Fed.
Cir.1990), licenses showing industry respect
for the invention, see Arkie Lures, Inc. .
Gefne"Lq’fe'l}i "Tackle, Inc; 119 F.3d958;:957,
437 USP.Q2d 1294, 97 i (Fed.Cir1997);
Pentec, *Inc. v. Graphic Controls - Corp., -T16
F.2d 309, 316, 227' U:S.P.Q. 766, T71-(Fed.Cir.
1985, ‘tind skepticism ‘of ‘skilled artisans be-
£oge ‘the invention, see In re Dow Chém. Co,
§37 F.2d 469, 473, 5 USP.Q2d 1529, 1532
(Fed.Cir.1988). The Board must’ consider all
of the applicant’s evidence. See Oetiker, 977
F.2d at 1445 (“An observation by the Board
that the examiner made a, prima facie case is
not improper,. as.long as the ultimate deter-
mination of patentability is made on the en-
tire record.”);. In re Piaseckt 745 F.2d 1468,
1472, 293, U,SP.Q. 785, 788 (Fed Cir.1984).
The court reviews factual conclusions drawn
from this evidence for clear error.. Whether
the,evidence, presented. suffices to rebut the
prima facie case is part of the ultimate con-
clusion . of.obviousness -and. is therefore a
question of law. - : .

(10,11} When & rejection depends on a
cotiibination’ -of prior aft references,-there
must be some: teaching; siggestion, of moti-
Yation to combiié the references. SeeIn e
d 686, 688, 2 U.S.P.Q.2d 1276,
987). ‘Although' the sugges-
ion to" combirie réferences may flow from the
naturé of t problemn, see Pro-Mold & Tool
Co. v. Great.Lakes Plastics, Inc, 75 Fad
1568, 1573, 37 U.S.p.Q:2d 1626, 1630 (Fed,
Ci;'f,1996),1_the'_sugge\_s‘tion more often comes
from, the ‘teachings, of thepertinent refer-
ences, se¢.In e Sermaker, 102 F.2d 989, 994,
217 U.S.P.Q. 1,5 (Fed.Cir.1983), or from the
ordinary knowledge of those skilled:in the art
that certain references are:of specialimpor-
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;ance in a partieular ﬁeld see Pm—Mold, 75'

F.3d at'1578 (citing, - shlami Oil, Inc.
Delta. Resins & Refrcwtones Inic,, 776 F2d
’81 297 n. 24, 82T USPQ 657, . 667n 24
Fed.Cir.1985)). * Therefore, “[wlhén deter-

mmng the patentability of a claimed inven-

ion" which combines two known elements,
the questlon is' whether- thére is somethirig
n- the ‘prior art as'a whole to suggest thé

ies:rabxhty, and - thus’ the'‘obviousness; - of -
nakmg thecombination.’ ” ' See In re Beat-:
i 974 -F.2d 1309 1311-12;:/24 U.S:P.Q:2d°

040, 1042 (Fed.Cir.1992) : (quotmg “Linde-
nonn Maschinenfabrik GMBH . Ame'ncdn
Jotst & Derrick Co., 730 F.2d. 1452 1462 221
J.8.P: Q 481 488 (Fed Cir. 1984)) :

11X L

The parties agree-that the five references.
wserted by the examiner are in the same.
ield of endeavor as the.invention, The par:
ies also agree that the. pertment level of skill
n the art—design of satellite communica-
fons systems-—is’ ‘high. On appeal, Rouffet
sserts. that ‘the' examiner and the Board
rred by improperly combining references to
ender the claimed mventwn obv10us

‘The Combma_,twn af King,
 Rosen, and Ruddy ’

[12] The Board first ‘affirmed’ the * reJec-
ion of Rouffét’s claims over a combination of
{ing, Rosen, and Ruddy. ng d.lscloses a
ystem foxj'launching:a‘plurahty of ‘satellites
ato low’ Earth orbits from a single launch
ehicle. Rosen teaches a geostationary sat-
Tlité that uses a plurahty of fan’bedms with
hieir long axes oriented in an east-west-di-
gction to'communicate: with mobilé and ﬁxed
erminals on the Earth.

The final, and most important, reference in
his combination is Ruddy. - Ruddy.describes
. television broadeast. system  that uses.a
eries. of satellites to retransmit signals. sent
com a ground station over a wide area.
lather than using a geostatlonary orbit,
‘uddy teaches the use of a series of satelhtes
1 Molniya orbits. A satellite'in a Molmya
rbit always follows the same path through
1e_ski when viewed from a fixed point on
1e ground. Viewed from the Earth, the
rbital path includes 4 narrow, elhptlcal apo-
ee loop. In order to transmit fo these
|ov1ng satellites from'4 ground station, Rud-
v uses-a fan' beam with a long axis aligned
ithi-thé: long axis: of the orbit’s-apogee loop.
his ahgnment places-the entire apogee loop

within the footprint. of the beam and elimi-
nates _the need for the ground station’s an-
tenna‘ _to track the satelhte’s motxon around

htes to ensure that'a satellite i is always i in the
loop to recexve and rebroadcast 31gnals from

a, network of satelhtes in. low Earth orblt
Thus, Ruddy becomes the piece of the pnor

that’ are elongate in the travel du'eptlon of
-the  satellite,”.- v, however, is: different
from . the ¢ vention .in_several : re-
spects. Speclﬁcally, the application claims
the pro,]ectmn of multxple elliptical ~fan-
{ sate]hte to the
‘ground, " See Claim’ 1, supm, see also Appli-
catlon at 6 ]m 9—11 (“In addltlon, in this

12is changed
are now elongate elhpse The _applica-
tlon s written description further teaches that
the’ in ntion’s fan-shaped , satellite beams
will minimize handovers. . See id. at lines 11~
16 (“This considerably - inereases call dura-
tmns between handovers

In contrast, Ruddy teaches that a. ground
station may use-a single fan-shaped beam to
transmit to a satellite in - a: unique- Molniya
orbit: - The ground station transmits a beam
into which a series:of satellites -in Molniya
orbits will succéssively enter. At least two
differences . are . evident: the application
teaches ‘projection of multiple beams. from:a
satellite to ‘the Earth, while: Ruddy teachés’
projection-of a:single beam from the Earth to
satellites. :: Moreover: to the extent. Ruddy
contain§ a -teaching about handovers, it§
teachings focus on use of the: uriique Molniya
orbit-to ‘ensure’that a-satellite"always falls
withiri the beam tl‘ansnutted by the ground
Statl()n ) el .

‘These dlfferences suggest some dlfﬁculty
in showing a prima facie case of obviousness.
The Board, however, spemﬁcally found that
artisans of .ordinary skill in”this field of art
would know to-shift the frame ‘of reference
from a ground station following a satellite to
a satellite transmitting to the ground. - Ac-
cording proper deference to the: Board’s find-

neters and spacing of multiple satél- .

. parameters. Ruds
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ing of a lofty skill Téviel for ordinary artisans
in this field, this court discerns no clear error

in the Board’s conclusxon that ‘these dxffer—

ences would not prechide. a fifidihg of obvi-
dusness. - 'While Ruddy does not expressly
teath -alignmént "of the fan’beam -with' the
apparent .direction "of the datellite’smotion,
this - coutt - perceives no- clear -&rror in :the
Board’s . determination: that Ruddy.: would
suggest such an, alignment to one of skill in

£ Board. did not err in

ifvenitith obvious.” Indeed; the Board-did-siot
1dent1fy any motivation t6-chivosethese refer-
ences for combination. ::Ruddy ddes not:spe-
cifically address handover minimization. ‘To
the extent that Ruddy at all addresses hand-

overs due to satellite motion, it addresses

selection of orbital

;e and alignment of

cholce of a partlcul
satellite. Thus

handovers "
combine Ruddy
manner that

asonable person”
fgence determina-

skilled. arhsan' See In 7 [.2d.
1032 1088, 25 USPde” 207 1211 (Fed

ventions] are combinations of old elements.
Environmental Destgns ,-Lti . Union
Co., 713 F.2d 693, 698, 218 U;S:P.Q.865, 8
(Fed.Cir.1983); see also Richdel, Ine. v. Sui-
spool Corp.,”.114", d: 1573, 1579-80, 219
UsSPQ. § 1 (Fed 5.1983) (“Most, if not
all, mventlons are combinations and mostly
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ot old elements™.y ‘Therefore an’ exaniirier
Tnay ‘often find' évery elemerit of & claimed in-
vention in the’ prior art IE 1dent1ﬁcatlon sof
each claimed:element 4n the’ piidr -art: were
sufficient .to negate, patentability, - very few
patents would ever igsue; ~Furthermore, .re-
finding . prior, art

approach would be
te rocess by wh1ch

mventlon, this cotrt reqmres the
show a motivation'to combine “theé e
that create the case of obviousness. In other
words, the examiner must show reasons that
the skilled artisan;:confronted with the same
problems as the/if fand with no knowl-
edge of the cIa.unedt invention, would select
o the cited prior art refer-
i the manner clalmed

ences fori¢ombi

t reliedi’on the high
_to overcome the

it relied upon'the hlgh jevel of kil in the art

to provxde the necessary motivation. The
] or, explain what specific

y i
'n the ﬁeld of art. If such
[d suffice to supply a -
/' the more sophisticat-

Tience a patental technical advance. In-
steadsain. lex séientific fields, the Board
could routinely identify the prior art ele-
ments in an application, invoke the lofty level
of skill, and rest its case for rejection. To
counter this potential weakness in the obvi-
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usness construe
-equirement stands,.as -a-critical safe

. ard
\gaingt hmdsxght analysig ;and. rote apilhca-
lqn of the:legal test.for obviousness. ‘
*Beeduse - the' Bedrk
peclﬁd ‘inder§tand

ORTER, 3d SERIES

The Combination of Freeburg and Levine .

1 F‘reeburg teaches a cellular
‘ telephone system based on a consl‘,ellzztf:r(lil gl‘
t did riot “explain the low Earth ,orbit sabelhtes that. use conical
i princifle within'the beanis: to transnut from the satellite to hoth
od artlsah that w0 ild ﬁxed and.mobile Earth . stations. Levine
: l:eaches an' Earth-based cellular radio system
that uses fan beams broadeast from antenna
towers 7 Levinie’s elhptlca.l footpnnts are

ap:]
e the : number of potentxal hand—
Figure 1:of the Levine patent: illus:
alignment;.of beam:footprints; - . - =
(B el

Jthms to debemune wh
i el

" The eritical Lévine reference agam mvolveq a
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As a a Tnobile it @g," usmg a-ear

phone) moves though a successmn of over-

lapping zones, Levine use!

‘These algon
& while contintially ; rhotiiforing ‘in-
tersecting cells in the everit: that the-mobilé
unit changes direction,, - . .

.:Once again, this court, notes mgmﬁcant dxf-
the teachmgs of the appli-

i

cation and the Levine-Free bxqahgn.

beam from sh- Earth station "withotit. atiy
reference to the “travel direction of:{a) satel:

lite.” . Moreover,, Levine. actually multiplies-
otential handovers and then
Tuses software rt out the necessary hand-
overs from the \mnecessary However, “the
‘Board explains the reasons:that-one: _possess-
ing the loft skills; characbenstlc of this field
would :

clear
ble skills in th1s field. o

This court does, however, dlscem revers-
ible error in the Board's identificationi ‘of - a
motivation: to-combine Levine and Freeburg.
In. determining -that- ohel-of skill/in the -art
would have -hads .motivation-{o combine’ Le-
vine.:and} Fz:eebur the Board: noted that

not, supply the ‘re ed, suggestxon to com—
bine. these referenes.. The. Board posits that
i in the art. overcomes

As nobed ‘above, the suggestlon to. combme
requirement is a safeguard against the use of

hindsight combinations to negate patentablh-‘

ty.. While. the..skill: level is a ‘component’ of
the ;inquiry. for;a.: .snggestion- to, combine; -2
Tofty level of skill alone does;not suffice.to
supply a motivation to combine, OhherMSe a

£ ordina lull in an art field
st 2 3 clude’ patentable in-
cour’c has ‘often noted, ‘in-
elf process of * combining
prior 4rt in": nonobwous rianner. See, e.g.,
Richdel, 14 F. 24 at 1579; ‘Eriironimental

Designs, - "113 F.24d at 698 Therefore, even
when the'level of skl T 1 the ‘ait is High' the
Board must identify specifically the principle,

knoym.to one of ordinary skdll, that suggests

the claimed. -combination..- .. Gf. Gechter v.
Dawidson, 116 F.3d 1454, 43 U. S.P.Q.2d 1030
(Fed.Cir.1997) (explammg that the Board’s

opinion ‘must’ ‘déscribi’ the basis foirits deci-
sion). In other: ssvords; the Board must ex-
plain the reasons one. of ordinary skill in the
art would have been motivated to select the
veferences and to combine them to_ render
the cla.lmed mventxon obvmus

- The Board’s naked mvocatlon of sklll in the
art.-tostpply-a suggestion to combine - the
reférences cited  in’ this case is!therefore
cléarly’ erroneous.- . Absent any proper moti-
vation to_combiné:part of Levine’s teachings
with' Freeburg’s satellite “system, the: rejec-
tion -of Rouffet’s-claim-over these’ references
was unproper and‘ 1s‘ reversed ’

"The'B:&'z;v(l versibi;

g, Rosen, and Ruddy, or
: m a manner that

ous.

the Board’s declsxon upholdmg ‘thé réjection
of Rouﬁ'et" “dlaims. “In light of this disposi-
tlon, Rouffe pendmg m tlon ‘to remand the
case to the Board for further con51derat10n is
demed as moot

cosTS .
Each party shall bear its own costs.
REVERSED. ., . ;
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