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3 7  C . F . R. § 4 2 . 1 1

(a) Duty of candor. Parties and individuals involved in the 
proceeding have a duty of candor and good faith to the Office 
during the course of a proceeding.

(b) Signature.

(c) Representations to the Board.

(d) Sanctions.

(2) By motion
(3) On the Board’s initiative
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3 7  C . F . R. § 4 2 . 1 1 ( a ) – ( c )
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3 7  C . F . R. § 1 1 . 1 8  
S I G N A T U RE  RE Q U I RE M E N T S
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B A C K  T O § 4 2 . 1 1 ( d )
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P O L L  Q U E S T I O N

What types of conduct have resulted in the Board cautioning 
counsel or finding counsel violated its duty of candor?  
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E X A M P L E S

1. Issues with claim construction arguments

2. Not disclosing information related to the Fintiv analysis

3. Not disclosing all real parties-in-interest

4. Withholding information material to patentability

5. Misrepresenting precedent / prior art
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D U T Y  O F  C A N D O R A N D  RE L A T E D  
P RO C E E D I N G S

https://www.rpxcorp.com/data-byte/the-overlap-between-patents-asserted-in-district-court-and-challenged-at-the-ptab/
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Presenter Notes
Presentation Notes
About 80% of patents challenged in an IPR are also being asserted in a parallel district court litigation.  September 2011 – May 2022. Disclosing and updating the Board of issues or updates regarding the parallel district court litigation are relevant to the Board for a number of reasons: including claim construction decisions made by the district court, the Board’s Fintiv analysis, and whether a non-party is an RPI



C L A I M  C O N S T R U C T I O N  I S S U E S

P O L L :  W H I C H  A R E  P R O B L E M A T I C ?

 2017 IPR: Petitioner argues in district court that a claim is indefinite and contains
multiple means-plus-function terms.  District Court (mostly) agrees. Petitioner argues in
concurrent IPR that no claim construction is needed. Petitioner never informs the Board
of its arguments at district court or their success…. 

 2020 IPR: Petitioner fails to inform the Board that it had argued in District Court a claim
term was indefinite. Petitioner made no arguments regarding means-plus-function
claiming. The district court had not yet ruled on the term. Before the Board, the
Petitioner does not assert the term is indefinite, instead arguing plain and ordinary
meaning…. 

 2021 IPR: Board provides preliminary construction for two terms. Patent Owner submits
evidence based on its preferred constructions of the terms, rather than the Board’s…. 
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T H E  B O A RD  F O U N D  2  O F  T H E S E  
S C E N A RI O S  P RO B L E M A T I C

X 2017 IPR: Petitioner argues in district court that a claim is indefinite and contains 
multiple means-plus-function terms.  District court (mostly) agrees. Petitioner argues in 
concurrent IPR that no claim construction is needed. Petitioner never informs the 
Board of its arguments at district court or their success….Facebook v. Sound View

 2020 IPR: Petitioner fails to inform the Board that it had argued in district court a 
claim term was indefinite. Petitioner made no arguments regarding means-plus-function 
claiming. The district court had not yet ruled on the term. Before the Board, the 
Petitioner does not assert the term is indefinite, instead arguing plain and ordinary 
meaning…. Target v. Proxicom Wireless

X 2021 IPR: PTAB provides preliminary construction for two terms. Patent Owner 
submits evidence based on its preferred constructions of the terms, rather than the 
Board’s…. Spectrum v. Longhorn
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F A C E B O O K  v . S O U N D  V I E W  
I N N O V AT I O N S

• March 1, 2017: Facebook petitioned for inter partes review of one claim 
(claim 19)

• Neither party contended any claim term required construction

• Facebook:
 “The Petitioner does not contend that any term from the '486 patent requires an 

explicit construction in order to understand how the claims apply to the prior art 
cited below. The Petitioner respectfully requests that the Board adopt the broadest 
reasonable construction consistent with the ordinary and customary meaning of 
claim 19.”

Facebook, Inc. v. Sound View Innovations, LLC, IPR2017-00998, 2017 WL 4349387, *3 (P.T.A.B. Sept. 5, 2017)
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Presenter Notes
Presentation Notes
1. IPXL indefiniteness can occur when a claim covers more than one subject class. It, “arises when a person of ordinary skill in the art would be unable to tell if the apparatus itself would infringe or if the apparatus would have to be used in a certain way to infringe.”  Facebook at *5 (quoting the District Court in the same matter)(describing IPXL Holdings, L.L.C. v. Amazon.com, Inc., 430 F.3d 1377, 1384 (Fed. Cir. 2005)). 



M E A N W H I L E ,  I N  D I S T R I C T  C O U RT …

• March 9, 2017: Parties filed a joint claim construction statement
• Facebook (FB): six limitations of claim 19 are indefinite under IPXL
• FB: ten limitations of claim 19 contain means-plus function language

• May 19, 2017: court issues memorandum opinion on claim construction
• Agree with FB: claim 19 (the only disputed claim) is indefinite under IPXL
• Partly Agree with FB: at least one claim term indefinite as means-plus-function 

without structure

Facebook, Inc., LLC,  2017 WL 4349387 at *5-6 (P.T.A.B. Sept. 5, 2017)
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Presenter Notes
Presentation Notes
1. IPXL indefiniteness can occur when a claim covers more than one subject class. It, “arises when a person of ordinary skill in the art would be unable to tell if the apparatus itself would infringe or if the apparatus would have to be used in a certain way to infringe.”  Facebook at *5 (quoting the District Court in the same matter)(describing IPXL Holdings, L.L.C. v. Amazon.com, Inc., 430 F.3d 1377, 1384 (Fed. Cir. 2005)). 



3 7  C . F . R. § 4 2 . 1 0 4 ( b ) ( 3 )

[T]he petition must set forth:

(3) How the challenged claim is to be construed. Where the 
claim to be construed contains a means-plus-function or step-
plus-function limitation as permitted under 35 U.S.C. 112(f), the 
construction of the claim must identify the specific portions of 
the specification that describe the structure, material, or acts 
corresponding to each claimed function
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Presenter Notes
Presentation Notes
Petitioner required to set forth how each challenged claim should be construed. 



T H E  B O A R D  D I S C R E T I O N A R I LY  D E N I E D  
I N S T I T U T I O N

• “Although not bound by the district court’s earlier determination that claim 19 is indefinite, we 
consider it in determining whether we should exercise our discretion and deny institution of an 
inter partes review of the claim.”

• While it may be true that there is nothing improper about agreeing with Patent Owner’s position 
in the IPR while preserving an alternative argument before the district court,  “the challenged 
claim either contains means-plus functions terms or it doesn’t ….”

• “Clearly, based on its arguments to the district court, Petitioner believes that claim 19 contains a 
means-plus-function limitation. Nevertheless, Petitioner chose not to provide us with the required 
construction.” (cleaned up)

• “At the very least, Petitioner's failure to inform us of its differing claim construction arguments 
before the district court raises the specter of lack of candor.”

Facebook, Inc., LLC,  2017 WL 4349387 at *4,7-8 (P.T.A.B. Sept. 5, 2017); 
see also, e.g., Orthopediatrics Corp. v. K2M, Inc., IPR2018-01546, Paper 10 (P.T.A.B. Feb. 14, 2019)
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Presenter Notes
Presentation Notes
We emphasize that we are considering here the district court's determination of indefiniteness, not ours, and district courts follow the requirements of Nautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120 (2014). Therefore, we consider the district court's findings and conclusion through the lens of Nautilus.��Facebook, Inc. v. Sound View Innovations, LLC, No. IPR2017-00998, 2017 WL 4349403, at *4 (P.T.A.B. Sept. 5, 2017)Again, we are not bound by the claim construction of the district court, especially here where we may apply different standards for claim construction and different guidance from our reviewing courts in assessing definiteness. See Power Integrations, Inc. v. Lee, 797 F.3d 1318, 1326 (Fed. Cir. 2015) (“There is no dispute that the board is not generally bound by a prior judicial construction of a claim term.”). On this record and for purposes of this Decision, however, we are persuaded by the district court's determination that claim 19 of the '486 patent is indefinite and accept the district court's factual findings in support of that determination.Facebook, Inc. v. Sound View Innovations, LLC, No. IPR2017-00998, 2017 WL 4349403, at *6 (P.T.A.B. Sept. 5, 2017)The AIA and our Rules afford us discretion in deciding whether or not to institute inter partes review. See 35 U.S.C. § 314(a); 37 C.F.R. § 42.108(a). Here, in view of the district court's determination that the sole challenged claim is indefinite and Petitioner's failure to inform us of its seemingly inconsistent claim construction positions or to provide us with means-plus-function constructions as required by our Rules, we deny Petitioner's requests that we institute inter partes review of claim 19 of the '486 patent in Case IPR2017–00998 and Case IPR2017–01002.



TA R G E T  v.  P R O X I C O M  W I R E L E S S

• May 8, 2020: Target petitions for IPR
• Contended “wide area network” and “local wireless link” “should be interpreted 

according to the plain and ordinary meaning.”

• Also on May 8, 2020: Target served preliminary claim constructions in the 
parallel district court proceeding
• Asserted these terms were indefinite

• Proxicom (relying on Facebook v. Sound View) argued the Board should 
exercise its discretion to deny institution because Target failed to notify the 
Board of its differing claim construction positions

Target Corp. v. Proxicom Wireless, Inc., IPR2020-00903, Paper 11 at 11-12 (P.T.A.B. Nov. 10, 2020)
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Presenter Notes
Presentation Notes




T H E  B O A R D  D E C L I N E D  T O  
D I S C R E T I O N A R I LY  D E N Y  I N S T I T U T I O N

• Facts are distinguishable from those in Facebook:
• District court “has not already determined the claims to be indefinite.”

• Not faced with “means–plus–function claims lacking a proposed 
construction.”

• In Facebook, there was no reason to proceed because the district court 
already determined the sole challenged claim was indefinite

• “Petitioner’s alternative pleading before a district court is common practice, 
especially where it concerns issues outside the scope of inter partes review.”

Target Corp. v. Proxicom Wireless, Inc., IPR2020-00903, Paper 11 at 13-14 (P.T.A.B. Nov. 10, 2020)
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S P E C T R U M  S O L U T I O N S  v.  L O N G H O R N  
VAC C I N E S  a n d  D I AG N O S T I C S

• When granting institution, the Board declined to accept Longhorn’s 
narrow constructions of “kill pathogens” and “not degrade nucleic acids”

• Post-institution, Longhorn engaged a third-party laboratory to conduct 
biological testing in support of its Patent Owner Response and Motion to 
Amend certain claims

• Longhorn initially withheld certain testing results based on (1) attorney 
work product privilege and (2) its preferred constructions 

• Spectrum moved for sanctions

Spectrum Solutions, LLC v. Longhorn Vaccines and Diagnostics, LLC, IPR2021-00850, Paper 107 at 4, 16-18, 24-25, 41-42 (May 3, 2023)
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T H E  B O A R D  F O U N D  L O N G H O R N  
V I O L AT E D  I T S  D U T Y  O F  C A N D O R

• Longhorn relied on its preferred claim construction positions “in 
determining what it is obligated to disclose in these proceedings.  But in 
ignoring the alternative constructions discussed in the institution 
decisions, [Longhorn] unduly limits the scope of its obligatory disclosures 
to the Office and [Spectrum], omitting data and information it should 
have disclosed under the duty of candor and fair dealing.”

• Adverse judgment entered in the final written decisions

• Declined to impose monetary sanctions

• Director’s sua sponte review pending

Spectrum Solutions, LLC v. Longhorn Vaccines and Diagnostics, LLC, IPR2021-00850, Paper 107 at 20-21, 42, 59 (May 3, 2023)
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N O K I A  O F  A M E R I C A  v.  S OT O

• Nokia challenged the patentability of U.S. Patent No. 8,238,754, owned 
by Soto

• Two consolidated cases in E.D. Tex. where NextGen, exclusive licensee, 
asserted infringement of the ’754 Patent
• NextGen v. Fujitsu (“Fujitsu”) (lead case)
• NextGen v. Nokia (“Nokia I”) 

• Pre-institution, both parties argued the impact of the trial date: 
• Fujitsu case trial date: May 6, 2024
• Final written decision: January 20, 2025

Nokia of America Corp. v. Soto, IPR2023-00960, 2024 WL 752891, at *2, *10 (P.T.A.B. Feb. 23, 2024)
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Presenter Notes
Presentation Notes
Typo in case? [reference to May 2004 at 10, but should be 2024?]District Court for the Eastern District of Texas dockets—NextGen Innovations, LLC v. Fujitsu Network Communications, Inc. et al., 2-22-cv-00307 (EDTX) (“Fujitsu”) NextGen Innovations, LLC v. Nokia of America Corporation, et al., 2-22-cv-00309 (EDTX) (“Nokia I”) NextGen Innovations, LLC v. Nokia of America Corporation, et al., 2-23-cv-00637 (“Nokia II”) (EDTX) Events--a stay (Ex. 3006) has been issued in the Fujitsu case (the “pending” May trial date (See Ex. 1032)); NextGen Innovations has filed another patent infringement suit against Nokia (Nokia II) (Paper 17, 2); and Nokia has jointly moved (Ex. 3007) to deconsolidate Nokia I from the Fujitsu case and to consolidate Nokia I with Nokia II, which the District Court has granted (Ex. 3008).



B U T  T H E N …  E V E N T S  T R A N S P I R E D  I N  
T H E  D I S T R I C T  C O U R T

• Fujitsu case was stayed

• Next Gen filed a second patent infringement suit against Nokia (“Nokia II”)

• Nokia I was deconsolidated from Fujitsu 

• Nokia I was consolidated with Nokia II

Nokia of America Corp. v. Soto, IPR2023-00960, 2024 WL 752891, *10 (P.T.A.B. Feb. 23, 2024)
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Presenter Notes
Presentation Notes
Typo in case? [reference to May 2004 at 10, but should be 2024?]District Court for the Eastern District of Texas dockets—NextGen Innovations, LLC v. Fujitsu Network Communications, Inc. et al., 2-22-cv-00307 (EDTX) (“Fujitsu”) NextGen Innovations, LLC v. Nokia of America Corporation, et al., 2-22-cv-00309 (EDTX) (“Nokia I”) NextGen Innovations, LLC v. Nokia of America Corporation, et al., 2-23-cv-00637 (“Nokia II”) (EDTX) Events--a stay (Ex. 3006) has been issued in the Fujitsu case (the “pending” May trial date (See Ex. 1032)); NextGen Innovations has filed another patent infringement suit against Nokia (Nokia II) (Paper 17, 2); and Nokia has jointly moved (Ex. 3007) to deconsolidate Nokia I from the Fujitsu case and to consolidate Nokia I with Nokia II, which the District Court has granted (Ex. 3008).



D I S C R E T I O N A RY  D E N I A L  U N D E R  
3 5  U. S . C . § 3 1 4 ( a )

Board must balance Fintiv factors when determining whether to institute trial—

(1) whether the court granted a stay or evidence exists that one may be granted if a 
proceeding is instituted;

(2) proximity of the court’s trial date to the Board’s projected statutory deadline for a final 
written decision;

(3) investment in the parallel proceeding by the court and the parties;

(4) overlap between issues raised in the petition and in the parallel proceeding;

(5) whether the petitioner and the defendant in the parallel proceeding are in the same 
party; and

(6) other circumstances that impact the Board’s exercise of discretion, including the merits.

Apple Inc v. Fintiv, Inc., IPR2020-00019, Paper 11 (P.T.A.B. March 20, 2020) (precedential)
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Presenter Notes
Presentation Notes
Just say this: As everyone is aware, these factors relate to whether efficiency, fairness, and the merits support the exercise of authority to deny institution in view of an earlier trial date in the parallel proceedingParticularly important for this discussion is Factor 2******QUESTIONS: Trial, or specifically AIA IPR/PGR where there is parallel district court litigation?Need to discuss considerations when applying each factor? Or general overview ok?Factors are nonexclusive (can overlap) Factors relate to whether efficiency, fairness, and the merits support the exercise of authority to deny institution in view of an earlier trial date in the parallel proceedingFactors (1)-(3), (5), (6) seek to avoid duplicative efforts b/t PTAB and fed. distr. Courts (sometimes ITC proceedings)Factor (2) – PTAB considers speed with which district court case may come to trial and be resolvedWhen PTAB does not apply Fintiv factors—petition presents compelling evidence of unpatentabilityrequest for denial under Fintiv is based on a parallel ITC proceedingpetitioner stipulates not to pursue in a parallel district court proceeding the same grounds as in the petition or any grounds that could have reasonably been raised in the petitionCan still deny institution for other reasonsFINTIV ANALYSIS; Apple Inc v. Fintiv, Inc., IPR2020-00019, Paper 11 (P.T.A.B. March 20, 2020) (precedential) (case link here)



D I S C R E T I O N A R Y  D E N I A L  U N D E R
3 5  U . S . C . § 3 1 4 ( a )
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IPR/PGR Proceeding Timeline

Presenter Notes
Presentation Notes
Just talk about this:  	time from filing petition to institution – 6 months	time from institution to FWD – 12 months (extendable for good cause by 6 months)******AIA only– IPR process begins with a third party (a person who is not the owner of the patent) filing a petition after the later of either: 	(1) 9 months after the grant of the patent or issuance of a reissue patent; or 	(2) if a post grant review is instituted, the termination of the post grant review. The patent owner may file a preliminary response to the petition. IPR may be instituted upon a showing that there is a reasonable likelihood that the petitioner would prevail with respect to at least one claim challenged. 



P O L L  Q U E S T I O N

Must the parties inform the Board of these updates in the parallel 
district court proceedings?
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A N S W E R

• Board lost confidence in the parties’ 
ability to provide “accurate, timely 
factual information that the Board needs 
in order to render a fair, just 
determination of the Fintiv issue and this 
case.”

• Under 37 C.F.R § 42.11 (d)(3), the 
parties were ordered to show cause why 
they should not be sanctioned under 37 
C.F.R. § 42.12 (a)(2)-(3)

25

Nokia of America Corp. v. Soto, IPR2023-00960, 2024 WL 752891, *10, *20 (P.T.A.B. Feb. 23, 2024)

Presenter Notes
Presentation Notes
TO DO [before meeting]: Check docket before presentation to see if Board issues decision“Given the lack of notice of these developments by the parties to the Board on an issue that is material to the Board's Fintiv analysis and the decision in this case, the Board no longer has confidence that the parties have provided the Board with accurate, timely factual information that the Board needs in order to render a fair, just determination of the Fintiv issue and this case.” (Nokia at 10)



M I C R O S O F T  v .  S O F T E X
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Microsoft Corp. v. Softex, LLC, IPR2023-01185, 2024 WL 182611 (P.T.A.B. Jan. 17, 2024)



35  U. S . C.  § 312 ( a ) ( 2 )

P E T I T I O N S

Requirements of Petition – A petition 
filed under section 311 may be 
considered only if the petition identifies 
all real parties in interest

37  C . F . R.  § 42 . 8 ( B ) ( 1 )

M A N DATO RY  N OT I C ES

Each of the following notices must be filed 
[by the petitioner and the patent owner]: 
Real party-in-interest. Identify each real 
party-in-interest for the party. 

RE A L  P A RT Y- I N - I N T E RE S T  ( RP I )
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D E T E RM I N I N G  A N  RP I / P RI V Y

• The party that desires review of the patent, e.g.: 
 A non-party exercises (or could have exercised) control over a petitioner’s 

participation in a proceeding

 A non-party that funds, directs, and controls an IPR/PGR

• [A] flexible approach that takes into account both equitable and practical 
considerations, with an eye toward determining whether the non-party is 
a clear beneficiary that has a preexisting, established relationship.”

Applications in Internet Time, LLC v. RPX Corp., 897 F.3d 1336, 1351 (Fed. Cir. 2018);
PTAB Consolidated Trial Practice Guide, 14-18. 
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Presenter Notes
Presentation Notes
Board decides RPI/privy issue on a case by case basis



P TA B  C O N S O L I D AT E D  
T R I A L  P R A C T I C E  G U I D E

The core functions of the “real party-in-interest” and “privies” 
requirements are to assist members of the Board in identifying potential 
conflicts, and to assure proper application of the statutory estoppel 
provisions. The latter, in turn, seeks to protect patent owners from 
harassment via successive petitions by the same or related parties, to prevent 
parties from having a “second bite at the apple,” and to protect the integrity 
of both the USPTO and federal courts by assuring that all issues are 
promptly raised and vetted. 

PTAB Consolidated Trial Practice Guide, 84 FR 64280 (Nov. 21 2019), at 12-13.
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Presenter Notes
Presentation Notes
NOTE: look up RPI requirements for DCt. 



PAT E NT  OW NE R 

• Contended Dell, HP, and Lenovo are 
RPIs 

• Before entering an appearance, 
Petitioner’s counsel was involved in a 
HP/Dell district court litigation 
M/C wherein the same invalidity 
grounds were served onto PO

• Petitioner “has a long-standing 
practice of offering indemnification 
to the PC Manufacturers.”

P E T I T I O NE R

• Whether the third parties are RPIs need 
not be resolved 

• Finding these parties RPIs would not 
result in any estoppel or time bar under 
section 315.

W H E T H E R  T O  D E N Y  I N S T I T U T I O N

Microsoft v. Softex, 2024 WL 182611, at *4 (P.T.A.B. Jan. 17, 2024)
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Presenter Notes
Presentation Notes
Patent owner urged the Board to discretionarily deny institution because Microsoft failed to list all RPIs. because [Petitioner] is acting on their behalf in this IPR and simultaneously in the district court litigations.” Before Counsel for Petitioner had entered an appearance in the DCt cases o/b/o Dell and HP, counsel “surreptitiously attended a private meet and confer in the Dell and HP district court litigations.” 



35  U. S . C.  § 315

R E L AT I O N  TO  OT H E R  P RO C E E D I N G S

(b) An inter partes review may not be instituted if the petition requesting the 
proceeding is filed more than 1 year after the date on which the petitioner, real 
party in interest, or privy of the petitioner is served with a complaint alleging 
infringement of the patent.

O N E  Y E A R  T I M E  B A R
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P O L L  Q U E S T I O N

Does RPI identification of the three non-parties warrant denial of 
institution?

• District Court litigations served December 14, 2022

• Microsoft’s petition filed July 11, 2023
32



A N S W E R

“[P]etitioners must comply with 
[section 312(a)(2)’s] requirements in 
good faith.”

“Without an implication of time bar 
or estoppel provisions under 35 
U.S.C. § 315 in this proceeding, we 
decline to decide whether the PC 
Manufacturers should have been 
named RPIs in this Petition at the 
institution stage.”

Microsoft v. Softex, 2024 WL 182611, at *4-5 (P.T.A.B. Jan. 17, 2024); 
See also, e.g.,  Tesco Offshore Services v. Weatherford Lamb, IPR2018-01308, 2018 WL 6524387, *4 (P.T.A.B. Dec. 10, 2018) 
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OT H E R  E X A M P L E S  

• Withholding information material to patentability
 Spectrum Solutions v. Longhorn Vaccines & Diagnostics, IPR2021-00847, Paper 107 at 29-

46 (P.T.A.B. May 3, 2023) (sanctioning patent owner for failing to comply with section 42.11 
by selectively withholding experimental data material to patentability)

• Misrepresenting precedent or prior art
 Edwards Lifesciences v. Colibri Heart Valve, IPR2020-01649, 2021 WL 1158197, at *20 n.13 

(P.T.A.B. March 26, 2021) (citing section 42.11 and cautioning patent owner against any 
additional misrepresentation of precedent)

 Sony Interactive Ent. LLC v. BOT M8, LLC, IPR2020-0092, 2020 WL 6937848, at *6 n. 8 
(P.T.A.B. Nov. 24, 2020) (citing section 42.12 regarding mischaracterization of a patent)
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F ORUM 
S H OP P I NG



S I N G L E - J U D G E  D I V I S I O N S

• Single-judge divisions are not new

• Common in Texas
Texarkana (E.D. Tex.)
Galveston (S.D. Tex.)
Sherman (E.D. Tex.)
Waco (W.D. Tex.)
Amarillo (N.D. Tex.)
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S I N G L E - J U D G E  D I V I S I O N S

• None in California (used to be)

• None in Delaware
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J U D I C I A L  C O N F E R E N C E  A C T I O N

• Local case assignment plans risk creating an appearance of “judge shopping”

• Value of trying a civil case in nearest division less important when impact may be felt
statewide or nationally

• The amended (voluntary) policy applies to cases involving state or federal laws, rules,
regulations, policies, or executive branch orders
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W. D.  T E X A S

39



W. D.  T E X .

40



B A C K G R O U N D :  J U D I C I A L  C O N F E R E N C E

• In 2021, Chief Justice Roberts took notice of this “arcane but important matter of 
judicial administration: judicial assignment and venue for patent cases”

• Competing interests: random assignment to generalist judges vs. litigants served by 
judges tied to their communities 

• Committee on Court Admin & Case Management assigned to review the issue 41
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U N D E R LY I N G  C O N C E R N S

• From Patent Cases to Cases Seeking Declaratory
and Injunctive Relief

• Prevent Judge Shopping

• Other Concerns Associated with a Single Judge
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B E N E F I T S  O F  S I N G L E  J U D G E  D I V I S I O N

• “[T]ies to localized communities” (2021 Year End 
Report at 5)

• Cost and benefits to litigants

• (Potentially) Specialized Expertise
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E N A B L E M E N T  
P O S T-
A M G E N  V.  S A N O F I ,  
5 9 8  U . S .  5 9 4  ( 2 0 2 3 )



A M G E N  V.  S A N O F I
5 9 8  U . S .  5 9 4  ( 2 0 2 3 )

• Amgen had two patents that together “claim a monopoly over all antibodies that (1) 
bind to specific amino acids on a naturally occurring protein known as PCSK9, and (2) 
block PCSK9 from impairing the body’s mechanism for removing LDL cholesterol from 
the bloodstream.”

• “If a patent claims an entire class of processes, machines, manufactures, or compositions 
of matter, the patent’s specification must enable a person skilled in the art to make and 
use the entire class.”

• Unanimously affirmed a panel decision of the Federal Circuit invalidating the claims



G E N E R A L  N O T E S  P O S T- A M G E N

• There have been 27 opinions that have cited to Amgen (as of April 1, 2024)
3 Fed. Cir.

11 D.C. (7 in D. Del.)

13 PTAB

• For reference, there have been about 80 or so decisions that discuss enablement that have NOT 
referenced Amgen
About 25% rate of Amgen citations

• “The Supreme Court recently reaffirmed that a patent's "specification must enable the full scope 
of the invention as defined by its claims."

In Re Entresto Sacubitril/Valsartan Patent Litig., 2023 U.S. Dist. LEXIS 117240 (D. Del.) (Andrews, J)

• “At oral argument, both parties agreed the Supreme Court did not disturb the Wands factors. We 
see no meaningful difference between Wands ‘undue experimentation’ and Amgen’s 
‘[un]reasonable experimentation’ standards.”
Baxalta Inc. v. Genentech, Inc., 81 F.4th 1362, 1367 (Fed. Cir.) (Moore, J.)

Presenter Notes
Presentation Notes
Most are cases that have cited to AMGEN are related to biotech, but several among each tribunal have been related to other areas of technologyDoes this mean SCOTUS has implicitly endorsed the Wands factors as the test for enablement, though it hasn’t explicitly addressed them?Wands factors are still being used by the majority of courts to analyze Enablement post-Amgen, even for non functional/non antibody claimsWe have seen instances of courts referring to Amgen within individual Wands Factors (Breadth of claims, nature of the invention, at least)From the IPWATCHDOG Article:Amgen appears to strike especially at the practice of claiming therapeutic biomolecules according to their function, as opposed to their structure. At least one recent news article published in the journal Nature Biotechnology describes the Amgen decision as rendering “functional claims dead in the water.”  On the other hand, Amgen’s platitude that “the more one claims, the more one must enable” has already been hornbook patent law for decades, and functional claiming of biomolecules has by now been less favored for years.Certainly, Amgen’s reach is not sweeping. Can it be that the Supreme Court’s decision is effectively a nullity, maintaining the status quo ante? The Supreme Court decided to speak—whatever the Court intended, surely the decision must mean something of consequence? Adding another wrinkle to the confusion, Justice Gorsuch did not once discuss or even cite in Amgen the predominant precedent usually applied to evaluate this legal issue, In re Wands, leading one observer to wonder whether the Court had implicitly repudiated Wands, or at least undercut its significance. The Federal Circuit and one trial court since the Amgen decision have asserted that Amgen changed nothing, and had merely “reaffirmed” existing law. Perhaps the Court signaled its mood that the United States Patent and Trademark Office (USPTO) and lower courts ought to approach enablement even more strictly.As of January - So far, of the 18 controlling decisions to discuss Amgen, 13 of them also discuss Wands. The PTAB is the only tribunal so far to issue any decisions discussing Amgen but not Wands. Furthermore, an additional 21 cases issued since Amgen was decided cite Wands but do not mention Amgen at all.In Baxalta, Inc. v. Genentech, the Federal Circuit, in a short paragraph, directly addressed the status of Wands in view of Amgen, writing “[w]e do not interpret Amgen to have disturbed our prior enablement case law, including Wands and its factors.”  However, in Baxalta itself, the panel applied Amgen but not Wands in its discussion of the patent owner Baxalta’s claims to antibodies that treat hemophilia A, explaining that “[t]he facts of this case are more analogous to—and are, in fact, indistinguishable from—those in Amgen.”  This suggests the court looked to the Supreme Court opinion in Amgen rather than Wands simply because Amgen, like the case before it, related in particular to functional claiming of biomolecules, namely antibodies.The discussion on enablement in Amgen itself was limited only to circumstances of functional claim language. Amgen does not discuss structural claims, methods, or other types of claims. Accordingly, one interpretation of Amgen is that the Supreme Court had a special interest in reining in functional claiming (particularly of antibodies), and the decision’s reach should be cabined as such. This seems to be reflected in that, as explained above, the few cases applying Amgen but not Wands relate to broad functional claims of biological subject matter.Rather, Amgen is introducing the possibility of stricter analysis in general of the eighth Wands factor: the breadth of the claim. In June, the U.S. Circuit Court of Appeals for the Federal Circuit applied Amgen to invalidate patented claims to a method, specifically an improved Botox®-like cosmetic treatment. In Medytox, Inc. v. Galderma, the Federal Circuit invalidated claims to “responder rate” (i.e., efficacy) of “50% or greater” after 16 weeks from treatment. However, the specification’s examples had demonstrated the invention could only produce 16-week responder rates no better than 62%. Although the circumstances and technologies at-issue Medytox and Amgen differ widely, Judge Reyna applied Amgen’s command that the applicant must “enable the full scope of the invention as defined by its claims” in reasoning that the specification had not enabled the full scope of “50% or greater” responder rate, i.e., the full range of 50% to 100%. Because the examples presented in the specification could only achieve no better than 62% responder rate, the court reasoned that the specification had not enabled higher responder rates up to 100%. The court wrote that the “patentee chooses broad claim language at the peril of losing any claim that cannot be enabled across its full scope”.�
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• Technology: “The twenty-two claims of the ‘124 application generally recite methods, 
systems, media, and machines for maintaining augmented telepathic data for telepathic 
communication as a gadget-free extension of human senses”

• Result: Affirms PTAB rejection of all claims for lack of enablement

• Following a block quote from Amgen, court holds:
“Here, much is claimed, and little is enabled. Although a finding of enablement is not precluded 
by a skilled artisan's needing to engage in some measure of experimentation, the extent of that 
experimentation must be reasonable.The determination as to whether the extent of 
experimentation is undue or reasonable is informed by the eight Wands factors.”

Presenter Notes
Presentation Notes
** Unpublished and unprecedentialHowever, most of the analysis was directed towards noting that the examiner and PTAB used Wands factors in the rejection, and that Petitioner’s arguments were unresponsive to this because they were “merely conclusory”Claim 1, as with other claims in the '124 application, is rife with broad, vague concepts, including, but not limited to, "one or more unit of category Nervous System depicting referring expressions relating to nervous system cells, nerves, tissue, electrical or chemical impulses, and trace occurrences related to signaling the communication of information and its processing in a biological body," "a system incorporating at least one transmitter, artificial satellite, receiver, signal, or ambient field and zero proximate, wearable, or surgically implanted devices, sensors, probes, or electrodes for analyzing, obtaining, and generating information about biological bodies," and a "configuration to receive, relay, transmit, or distribute one or more signal wherein at least one signal transmitting to one or more biological system in at least one biological body [*12]  wherein one or more biological system recovering output supplying a biological body with at least one intelligible image, sound, or feeling." '124 application, claim 1.�In re Starrett, 2023 U.S. App. LEXIS 14231, *11-12Hence, like the Board, we find Starrett's arguments on enablement conclusory and unresponsive. Although a skilled artisan's familiarity with the components of a claimed invention is relevant under several Wands factors (e.g., nature of the invention, state of the prior art), it is not dispositive of enablement on its own. Furthermore, the Examiner's discussion of the Wands factors properly faulted the specification for failing to describe how the claim elements function. SAppx 49, 51-52. As we have explained, "[a]lthough the knowledge of one skilled in the art is indeed relevant, the novel aspect of an invention must be enabled in the patent." Auto. Techs. Int'l, Inc. v. BMW of N. Am., Inc., 501 F.3d 1274, 1283 (Fed. Cir. 2007). Starrett's arguments on appeal do not address how the '124 application's disclosures enable novel functions of allegedly well-known components, other than by facially asserting that claim 1 is "fully enabled." Moreover, Starrett fails to address any of the other Wands factors.�In re Starrett, 2023 U.S. App. LEXIS 14231, *12
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( N . D .  C A . )
• Technology: Fiber Optics Telecommunications Card With Energy Level Monitoring

• Result:  Cross-motions for summary judgment of invalidity for enablement denied

• “If a patent claims an entire class of processes, machines, manufactures, or compositions 
of matter, the patent's specification must enable a person skilled in the art to make and 
use the entire class. . . .  The more one claims, the more one must enable. . . . That is not 
to say a specification always must describe with particularity how to make and use every 
single embodiment within a claimed class. For instance, it may suffice to give an 
example (or a few examples) if the specification also discloses some general quality . . . 
running through the class that gives it a peculiar fitness for the particular purpose. . . . In 
some cases, disclosing that general quality may reliably enable a person skilled in the art 
to make and use all of what is claimed, not merely a subset.”

Presenter Notes
Presentation Notes
Begins Enablement analysis with lengthy quotation of Amgen on Enablement law, but then turns to the 2-step test from McRO, Inc. v. Bandai in deciding the motions:Determine the precise scope of the inventionDetermine whether undue extermination is necessary – Wands FactorsBecause neither party addressed Wands Factors in their Briefs, neither carried their burden on the issue of enablementThe United States Supreme Court recently reiterated that the enablement requirement enforces the "quid-quo-pro premise of patent law," i.e., in return for the patent monopoly, the patentee must "ensure the public has the full benefit of the invention or discovery after the expiration of the patent term." Amgen, Inc. v. Sanofi, 598 U.S. 594, 604-05, 143 S. Ct. 1243, 215 L. Ed. 2d 537 (2023) (cleaned up). To do so, a patent specification must include "a written description of the invention, and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art ['POSITA'] ... to make and use the same." 35 U.S.C. § 112(a). The Court also reiterated that "the specification must enable the full scope of the invention as defined by its claims." Id. at 610.If a patent claims an entire class of processes, machines, manufactures, or compositions of matter, the patent's specification must enable a person skilled in the art to make and use the entire class. ... The more one claims, the more one must enable. ... That is not to say a specification always must describe with particularity how to make and use every single embodiment within a claimed class. For instance, [*13]  it may suffice to give an example (or a few examples) if the specification also discloses some general quality ... running through the class that gives it a peculiar fitness for the particular purpose. ... In some cases, disclosing that general quality may reliably enable a person skilled in the art to make and use all of what is claimed, not merely a subset.Id. at 610-11 (internal quotations and citation omitted).�Oyster Optics, LLC v. Ciena Corp., 2023 U.S. Dist. LEXIS 190950, *12-13
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• Technology: Razor with Cutting Blade Rotatable About Multiple Axes

• Result: PGR institution denied because the claims were fully supported and enabled by 
the grandparent application filed prior to AIA

• “Weighing the evidence underlying the Wands factors, including "the nature of the 
invention and the underlying art” (Amgen Inc., 598 U.S. at 612), we conclude that the 
grandparent application enables a person having ordinary skill in the art to make and 
use the full scope of the claimed invention without undue experimentation. Significant 
to our analysis is the limited number of embodiments covered by the claims, the level of 
ordinary skill, the description of the one embodiment in the grandparent application, 
and the fact that the invention at issue is mechanical in nature.”

Presenter Notes
Presentation Notes
In our Institution Decision, we preliminarily found, on the incomplete record, that the grandparent application did not provide written description support for the complete scope of the claimed invention '486 patent , and, as a result, concluded that the '486 patent was eligible for post-grant review. Inst. Dec. 29-30. We look anew at this issue on the complete trial record. 6A. Written Description Support for Claims 1, 2, 4-16, and 18-20 in the Grandparent ApplicationPetitioner asserts that the '486 patent 's grandparent application does not provide adequate written description support for claims 1, 2, 4-16, and 18-20, and that these claims are entitled to an effective filing date of no earlier than December 20, 2017, the filing date of the '118 application that issued as the '486 patent . Pet. 29. And, because at least one claim of the '486 patent has an effective filing date after March 16, 2013, Petitioner contends that the '486 patent is eligible for post-grant review. Id. at 6.�2023 Pat. App. LEXIS 3126, *12



WA N D S  F A C T O R S

• In In re Wands, the court set forth the following factors to consider when determining 
whether undue experimentation is needed: 

• (1) the breadth of the claims; 

• (2) the nature of the invention; 

• (3) the state of the prior art; 

• (4) the level of one of ordinary skill; 

• (5) the level of predictability in the art; 

• (6) the amount of direction provided by the inventor; 

• (7) the existence of working examples; and 

• (8) the quantity of experimentation needed to make or use the invention based on the 
content of the disclosure.

• In re Wands, 858 F.2d 731, 736-37, 8 USPQ2d 1400, 1402 (Fed. Cir. 1988)

Presenter Notes
Presentation Notes
From MPRP, included as back-up slide in case anyone isn’t familiar



N E G AT I V E S  O F  S I N G L E  J U D G E  D I V I S I O N

• (Potentially) Specialized Expertise

• Perceived Pre-Ordained Outcome

• Perceived Undue Favoritism
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